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Summary of Facts and Subm ssi ons

2750.D

Eur opean patent No O 595 194 based on the application
93 117 042.7 was granted on the basis of 9 clains.

| ndependent claim 1 as granted read as foll ows:

"1. A process for the production of a seasoni ng sauce,
in which an enzyne-contai ni ng, fungus-covered substrate
is initially mashed with water containing sodi um
chloride, the mash is subjected to fernentation for a
prol onged period of tinme and then clarified by
squeezing, pasteurizing and filtration, wherein:

a) the substrate conprises bread containi ng wheat

gl ut en;

b) the mashing is carried out with salt water, so that
the salt content in the mash is from4 to 12% by wei ght;
and

c) the fernentation is carried out in three steps at
decreasing tenperatures for a period of from8 to 12

weeks. "

| ndependent claim9 as granted read as foll ows:

"9. The product produced fromthe process of claiml1."
Qpposition was filed and revocation of the patent in
its entirety was requested pursuant to Article 100(a)

EPC. The opposition was substantiated only on the
grounds of |ack of inventive step.
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The follow ng docunments inter alia were cited in the
pr oceedi ngs:

(1) JP-A-52 76488 (English translation)

(6) Hirofum Mtoi, Journal of the Japan Soy Sauce
Research Institute, vol. 8, No. 2, 68-74, 1982,
(English transl ation)

(7) R Takeda, Journal of the Japan Soy Sauce Research
Institute, vol. 5, No. 5, 215-220, 1979 (English

transl ation).

The appeal lies froman interlocutory decision of the
opposi tion division maintaining the patent in anended
formunder Article 102(3) EPC

The opposition division considered that the subject-
matter of the amended set of clains (clains 1 to 5 as
filed during the oral proceedings held on 11 March 1999
and clainms 6 to 9 as granted) net the requirenents of

t he EPC.

W thout any detailed explanation, the opposition
di vi sion considered the nethod clainmed in claim21 novel
over the cited prior art.

As regards inventive step, the opposition division
consi dered docunent (1) to represent the closest prior
art.
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It defined the problemas to produce a seasoni ng sauce
simlar to soy sauce, but which has a lighter colour, a
hi gh glutamate content, a |l ess roasty flavour and which
has the | owest possible salt content.

The opposition division stated that the differences
bet ween the cl ai ned nmet hod and the nethod di sclosed in
docunent (1) relied upon the nature of the starting
mat erial and the fernentation process, which was
carried out in three steps.

The opposition division stressed that it was comon
ground between the parties that to performthe
fermentation process in two or three steps was not
crucial for the clained nethod.

However, the opposition division considered that none
of the further docunents taught the use of bread nade
of from20%to 80% wheat gluten in a process for the
production of a seasoning sauce. This content of wheat
gluten was far beyond that contained in normal bread.

The opposition division decided that the product claim
9 was novel and al so involved an inventive step, since
t he process of production gave the seasoni ng sauce
specific features. However, the opposition division
failed to nention which features.

The appel |l ant (opponent) | odged an appeal against that
decision. It filed an additional docunent (docunent 7)).
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A comuni cation of the Board was sent as annex to the
sumons for oral proceedings. The attention of the
parties was drawn to the fact that the set of clains on
whi ch the deci sion of the opposition division was based
cont ai ned two i ndependent clains (process claim1l and
product claim9) which would require separate anal ysis.

The respondent (patentee) filed with its letter of
26 Septenber 2003 an auxiliary set of clains based on
the main request with the product claim9 del eted.

Oral proceedings were held before the Board on
28 Cct ober 2003.

The respondent maintained its main request, which
served as the basis for the opposition division’s
decision and its auxiliary request as filed during the
witten appeal proceedings.

| ndependent claim1 of the main and auxiliary requests
differs fromclaim1l as granted in that:

"the substrate conprises bread made of from 20-80%
wheat gl uten”.

The wordi ng of independent claim9 of the main request
corresponds to that of claim9 as granted.

The auxiliary request did not contain a product claim
The appellant’s argunents with respect to the product

claim9 of the main request may be summari sed as
fol | ows:
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The opposition division sinply assuned, w thout any
reasoni ng, that the product obtained by the process of
claiml1 had certain characteristics conferred by the
process which resulted in the patentability of the
subj ect-matter clai ned.

The product claim9 does not contain product features
and only refers, as definition for the product, to its
production by the process of claim1l. Additionally,
claim 1l does not contain any features concerning
specific characteristics in the end product apart from
the fact that it is a seasoning sauce. The definition
concerning the substrate as starting material only
provides for the presence of bread in the substrate,
i.e. as porous solid material. Mreover, only one of
the bread ingredients, wheat gluten, is defined. Wen
the bread is made of 20% wheat gluten, then there is up
to 80% of other ingredients in the bread such as wheat
flour, |egum nous flour, etc., as shown in colum 3,
lines 47 to 52 of the patent in suit. Soy bean flour is

a | egum nous fl our.

Furthernore, as shown inter alia by docunent (1), wheat
gluten was a conventional constituent for the substrate
for seasoning sauces with |ow salt content, obtained by

f er nent ati on.

Therefore, in the appellant’s view, there were no

di stingui shable features fromthe process of claiml
suitable for characterising the product of claim9 as a
pat ent abl e product (i.e. novel and inventive) vis-a-vis

known seasoni ng sauces.
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The appell ant al so stated that the problem as defined
by the respondent was not plausibly solved by the
subj ect-matter of the product claim?9.

As regards the process clainmed in claim1 of both
requests the appellant’s argunents nmay be summari sed as
fol | ows:

Docunent (1) was the closest prior art. This docunent

di scl osed the production of seasoning sauces simlar to
soy sauce with low salt content. The process of
docunent (1) required a simlar tinme period than that
of the process of the invention. Document (1) also

di scl osed the use of wheat gluten as a conponent of the
substrate.

Since one could not (in view of the claimwording)
reliably define a technical effect in the products,
references to product quality could not be taken into
account for the definition of the problemto be sol ved.

The problemwas to provide an alternative process for
preparing a seasoning sauce simlar to soy sauce with

| ow salt content.

The solution related to the feature of having a certain
bread-1ike texture, in ternms of porosity, in the koji.
The word bread used in the claimhad to be understood
inits broadest sense as produced either by baking or
by cooking extrusion. This was confirnmed by the
description in colum 3, lines 54 to 55 of the patent
in suit (apart fromthe obvious translation m stake).
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Docunent (6) which al so concerned the production of a
seasoni ng sauce simlar to soy sauce taught that a
porous structure increased enzyne activity. Docunent (6)
recomrended the use of an extruded starting material,
since a porous structure in the substrate was

advant ageous for the process.

Therefore the solution clai mned was obvious to the
skill ed person.

The respondent requested that document (7) be
considered as filed too |ate.

The respondent observed that the appellant had not
contested the novelty of the product claimin the first
i nst ance proceedi ngs.

It stated that the object of the present invention was
to produce a seasoni ng sauce simlar to soy sauce, but
whi ch had a lighter colour, a high glutamte content, a
certain flavour profile (harnonious taste)and a | ow
salt content.

Questioned by the Board about the characterising
features of the product clained in claim9, the
respondent stated that the process features conferring
novelty to the seasoning sauce prepared by the process
were to use a substrate conprising bread nade of from
20- 80% wheat gluten treated in the manner defined by
features b) and c) of the process claim1. This
resulted in a product lighter in colour, with high
glutamate and | ess salt content.
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The respondent, however, confirnmed that the word
"conprises” was used in claiml in its conventional
meaning in patents, i.e. the substrate may contain

ot her conponents. However, the skilled person in the
art would know how to find the further conventional
ingredients for the substrate in order to prepare the
cl ai med product.

In the respondent’s view, the process clained was novel
over the cited prior art since none of the docunents
di sclosed all the process features defined in claiml.

The respondent stated that docunent (1) could be
considered as closest prior art. It further

acknow edged that docunment (1) disclosed a process for
t he production of a seasoning sauce by digesting koji.
However the respondent stressed that although docunent
(1) disclosed a great nunmber of possible substrates,
inter alia wheat gluten, it did not disclose or suggest
the use of a special bread, i.e. a bread nade of from
20- 80% wheat gl uten, for that purpose.

The respondent stated that docunent (1) did not
explicitly disclose the tinme for fernentation, but it
did not dispute that the tinme required for the process
of docunment (1) was simlar to that of the process
according to the clainmed invention.

In the respondent’s view, the problemto be sol ved was
to provide a process for the production of an inproved
product over the prior art products in terns of flavour,
colour and low salt content. This problem was sol ved,

as shown by the exanples of the patent in suit.
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The respondent argued that there was no hint in
docunent (1) to use bread as a solution to the problem
Mor eover, the skilled person would not have consi dered
docunent (6) w thout hindsight. Furthernore, docunent
(6) merely disclosed the increase of enzynme production
but did not provide any information how to achieve the
i nprovenents of the invention of the patent in suit by
usi ng bread as a conponent of the substrate under the
conditions defined in features b) and c) of claim1.
Addi tionally, docunment (6) concerned sauces with a

hi gher salt content.

The appel | ant requested that the decision under appeal
be set aside and that the European patent No 0 595 194
be revoked.

The respondent requested that the appeal be dism ssed
and that the patent be nmaintained either as anended by
t he decision of the opposition division or, as
auxiliary request, on the basis of the set of clains
filed with its letter dated 26 Septenber 2003.

Reasons for the Decision

1

1.2

2750.D

Adm ssibility

The appeal is adm ssible.

However, with respect to the |ateness of the filing of
docunent (7), the Board considers that the
jurisprudence of the Boards of Appeal has consistently
shown that, the later a docunment is filed, the nore
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relevant it has to be in order to be admtted into the
pr oceedi ngs.

Therefore the Board decides in favour of the respondent
that the late filing of docunment (7) is not adm ssible,
since it is a less relevant docunent than those already
on file. The Board al so notes that docunent (7) was
specifically referred to in docunent (6), which clearly
suggests it could have been filed during the opposition
peri od.

Mai n request

Wiereas it is a fact that the grounds for opposition
did not contain any argunents agai nst the novelty of
the product claim it is also true that the opposition
division explicitly came, in its decision to maintain
the patent in anmended form to a positive conclusion
with respect to both the novelty and inventive step of
the products clained in claim?9.

Therefore it has to be investigated whether the
subject-matter of claim9 neets the requirenents of

novelty and inventive step.

Claim9 relates to a product produced by the process of
claiml1l. Caim1 does not specify any product features
ot her than that the product prepared is a seasoning
sauce. Therefore it is necessary to assess whether the
process features defined in claiml are suitable to
characterise the clainmed product over known seasoni ng

sauces.
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Claim1l relates to a process for the production of a
seasoni ng sauce by neans of fernmentation. As

acknow edged by the respondent, the only specified
features in the process claim1l concern the presence in
t he substrate of bread nade of from 20-80% wheat gl uten
the low salt content in the mash and the fermentation
time defined in c).

However, it was undi sputed by the parties that the
substrate may conprise other conmponents apart from
bread and that the bread may conprise up to 80% of
ot her ingredients apart from wheat gl uten.

Furt hernore, no proportion or anount of the bread
conponent in the substrate is specified in the claim
Therefore, the range 20-80% wheat gl uten does not
correspond to the absolute content of wheat gluten in
the substrate, but is relative to the proportion of
bread used.

Consequently, claim1l al so enconpasses substrates
conprising proportions of wheat gluten smaller than 20%
or substrates containing soy bean or soy bean fl our,

i.e. claim1l enconpasses substrates with the sane

i ngredients as those disclosed in docunent (1) (page 5,
lines 34 to 39, page 6, lines 1 to 6).

Mor eover, the process disclosed in docunment (1) is
carried out at a low salt content (8-12% or 7-13% by
wei ght, depending on the tenperature) (page 12, lines 3
to 4).
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The fernmentation and maturing is carried out, according
to docunent (1), for a suitable period of tinme such as
about 7 to 90 days and the natural salt concentration
in the final product is of at |east 5% (page 14,

lines 26 to 29, page 15, lines 1 to 3).

Therefore the val ues disclosed in docunent (1) for the
salt content and the fernmentation step fully overlap

with the ranges of values given in claiml.

Furthernore, the undi sputed difference, that bread is
not di sclosed for the production process of docunent
(1), only shows that the solid substrate conprises a
conponent with a porous structure but cannot serve, in
t he absence of other specified ingredients, to

di stinguish the final seasoning sauce fromthe known
seasoni ng sauces produced by the process of docunent

(1).

Therefore the Board considers that the product clained
in claim9 | acks novelty over the seasoning sauces

di scl osed in docunment (1).

Finally, regarding the respondent’s argunent that the
product of claim9 relates to a seasoni ng sauce havi ng
specific taste and flavour, it has to be said that in
t he absence of evidence (such as organol eptic tests)
any reference nade in the patent in suit to sensory
properties such as "harnonious taste" has a subjective
character which cannot serve to characterise the
invention over the prior art (colum 2, |line 37).

In conclusion, the main request fails to neet the
requirenments of Article 54(1)(2) EPC
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3. Auxi | iary request

3.1 Claim1l of the auxiliary request is identical to claim
1 of the main request.

The process for the production of a seasoni ng sauce
claimed in claim1 is novel over the process disclosed
in docunent (1) in view of the use of bread as a
conponent for the substrate.

3.2 The cl osest prior art is docunment (1) which discloses a
process for the production of a seasoning sauce by
digesting a koji at a digestion tenperature of 30 to
55°C and at a salt concentration depending on the
chosen tenperature of e.g. 8-12%or 7-13% by wei ght
(page 5, lines 27 to 31, page 12, lines 3 to 4).

The koji is preferably a solid koji, obtained by

subj ecting a substrate which conprises a
protein-containing starting material -such as non fat
soybeans, wheat, wheat gluten, etc. used alone or in
conbination- to a common starting material treatnent,
using a comon nmethod of treatnment with a culture such
as a soy sauce koji mould enployed in normal soy sauce
production to produce koji (page 5, lines 34 to 39,
page 6, lines 1 to 6).

In particular, the koji is produced by the conventi onal
nmet hod of cultivating koji cultures (after inocul ation)
on the starting materials. The species are preferably

t hose of koji mould such as Aspergillus oryzae or
Aspergillus soyae (page 6, lines 24 to 28).

2750.D
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The fernmentation and maturing is carried out, as
al ready nentioned, for a suitable period of time such
as about 7 to 90 days (page 14, lines 26 to 29).

The respondent defined the problemas to provide a
process for the production of an inproved product
(enmphasi s added by the Board) over the prior art
products in ternms of flavour, colour and a | ow salt

content.

However, as becones evident fromthe novelty assessnent
of the seasoni ng sauce made above (paragraph 2.1), the
al l eged i nprovenent is not reflected by the features of
the process claim Additionally, there is no technical

evi dence on fil e.

Accordingly, the problemcan only be seen in the
provi sion of an alternative process for the provision

of a seasoning sauce with low salt content.

The problemis solved by the use of bread nmade of from
20- 80% wheat gl uten as a conponent of the substrate.

In the light of the exanples and the description of the
patent in suit, the Board is satisfied that the probl em
has been plausi bly sol ved.

It remains to be considered whether the proposed
solution is obvious in the light of the prior art to
the skilled person in the field, i.e. the food
technol ogist, in particular with know edge in
fernentation processes.
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The skilled person |ooking for alternatives would be
awar e of docunent (6), since it relates to the
production of seasoning sauces, made from nodified koji
substrates, with low salt content.

The koji is made in docunent (6) by inoculation with a
koji starter which is then processed conventionally

wi th addition of aqueous salt solution and water to a
corrected salt concentration of 12% (enphasi s added by
t he Board) (page 3, second and third paragraphs).

Wth respect to the starting material enployed in the
production process according to docunent (6), it is
made by m xi ng defatted soybean flour and wheat fl our
(with the addition of water) and then submtting them
to simultaneous pressure and heat treatnent in an
expandi ng extruder (page 1, second paragraph, page 2,
second par agr aph).

The "bread" used as conponent for the process of the
patent in suit may be made by expanded extrusion, since
the term"extrusion by boiling" (appearing in colum 3,
line 55 of the patent in suit) obviously arises froma
m stake in translation of the original expression in

Ger nan.

Furt hernore, document (6) teaches that the use of the
processed starting material was advant ageous for the
producti on process:

"Because it had a porous structure, growh of the A
oryzae hyphae could be seen inside the starting
material, and this is thought to have contributed to
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the increase in the enzynme production.” (enphasis added
by the Board) (page 7, first paragraph).

The beneficial effects of using a processed starting
material for the production of the seasoning sauce are
further confirmed by the follow ng passage i n docunent
(6): "One reason for such high rates of utilization and
degradation, other than high enzyme activities, is that
t he processed starting material is readily degradable.
It appears that the expansion treatnment brings about a
sui tabl e structural breakdown and nodification of
protein and starch.” ("Summary", bridgi ng passage

bet ween pages 16 and 17).

Accordingly, the skilled person starting from docunent
(1), aware of the teaching of docunent (6), and putting
into practice the nethod therein disclosed woul d have
consi dered the use of processed starting materi al
obt ai ned by expanded extrusion.

Therefore, the Board concludes that the process clained
inclaiml is an obvious conbination of the teaching of
docunents (1) and (6).

Wth respect to the respondent’s argunent that the
skill ed person woul d have not used bread made of from
20- 80% wheat gluten as a conponent of the substrate the
foll owi ng has to be consi dered:

The use of a wheat gluten as ingredient of the starting
material is already foreseen in docunent (1) (page 6,
lines 9 to 10). Furthernore, the absol ute amount of
wheat gluten enployed in the substrate is not defined
inclaiml (see point 2.3 above). Therefore, the fact
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that the bread is made of from 20-80% wheat gluten only

provi des for a porous structure to allow a ready

degradation of the starting material (as foreseen in

docunent (6)) containing wheat gl uten.

3.9 Consequently, the auxiliary request is rejected for

| ack of inventive step (Article 56 EPC)

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.
2. The patent is revoked.
The Regi strar: The Chai r man:

A. Townend

2750.D
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