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Summary of Facts and Submn ssions

1698. D

The appeal is fromthe decision of the Qpposition
Division to revoke European patent No. 0 518 250, which
was granted in response to European patent application
No. 92 109 644. 2.

Claim1l as granted read as fol |l ows:

"A nmethod of testing the integrity of filter elenents
inafilter assenbly conprising a plurality of filter
el ements which are sub-divided into a plurality of
sections each containing filter elenents said nethod
conprising the steps:

a) wetting the filter material of said plurality of
filter elenments,

b) subjecting the filter elements with wetted filter
material to a gas pressure,

c) nmeasuring the bulk gas flow rate through the wetted
filter material of all of said plurality of filter
el ement s,

d) determ ning whether the neasured flow rate devi ates
froma first desired flow rate by an amount within a
first preset range, wherein a deviation within said
preset range indicates that all filter elenents are
intact, and if the neasured bulk gas flow rate exceeds
said first desired flow rate by an anount greater than
all onwed by said first preset range,

e) closing the gas passage through at |east one section
of filter elements containing a portion of said
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plurality of filter elenents,

f) measuring the bulk gas flow rate through the wetted
filter material of the remaining filter elenents, and

g) determ ning whether the neasured flow rate of step
f) deviates froma second desired flow rate
corresponding to the resulting reduced nunber of filter
el enents by an anbunt within a second preset range,

wherein a deviation within said second preset range

i ndi cates that one or nore of the filter elenents in
said at | east one section of step e) is not intact, and
if the neasured bulk gas flowrate of step f) exceeds
said second desired flow rate by a anount greater than
all owed by said second preset rage, the steps e), f)
and g) are repeated while closing the gas passage in
step e) for other sections of said plurality of filter
el ements until a deviation is found in step Q)

i ndicating a single section of filter elenments in which
at least one filter elenment is not intact.”

The only opposition ground was insufficient disclosure
(Article 100(b) EPC). The Opposition Division held that
a skilled person could not, w thout undue burden,
determ ne inportant paraneters of the process according
to claiml, and that the patent did not clearly

di scl ose how to sol ve the problemunderlying the
invention stated therein, ie to reliably detect a
defective filter elenent froma plurality of filter

el ements in a systematic and efficient manner. The
exanpl es provi ded by the opponent showed that with the
claimed process it was in general not possible to
detect whether a filter would still function properly.
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In the statenment of the grounds of appeal, the
appel l ant argued that for the issue of insufficiency
the burden of proof was on the side of the respondent,
and that the respondent's exanple cal cul ati ons were not
correct and not based on realistic assunptions. It was
further argued that at least in a situation where a
deficient filter caused a significant increase in flow
rate the skilled person could easily determ ne the
requi red preset range. The exanple representing rea
life conditions in a brewery, presented during ora
proceedi ngs before the Qpposition Division (Exanple 2,
Annex |1l of the contested decision), showed that it
was possible to detect a deficient filter el enment out
of 392 filter elenents.

The respondent mai ntai ned the objections under

Article 100(b) EPC and argued that in the patent
specification the features "first and second desired
flowrate" and "first and second preset range" were not
defined. By taking realistic assunptions for these
features it was not possible to find deficient filters
in areliable and sinple way. In the pharmaceutical and
beverage industry it nust be excluded that a single
defective filter remmi ned undetected and that a single
bacterium could pass the filter barrier. The exanples
provi ded by the respondent were based on daily practice
in the respondent's firmand showed that with the
process according to the patent in suit it could not be
excluded that a deficient filter remai ned undetect ed.

During oral proceedings, which took place on 16 My
2002, where the respondent, as announced by the letter
dated 19 Novenber 2001, was not represented, the
appel l ant submtted a new set of clains as its main
request.



VI .

1698. D

- 4 - T 0618/ 99

Claim1 thereof was based on claim5 as granted and its
i ntroductory part read as follows; the rest of the
cl ai m bei ng worded as grant ed:

"A nethod of testing the integrity of filter elenents
inafilter assenbly conprising a plurality of filter
el ements which are sub-divided into a plurality of
sections each containing filter elenents, wherein said
filter elenments have been subjected to a sterilization
at high tenperatures prior to said integrity testing,
said nethod conprising the steps:"”

Wth respect to this claimthe appellant argued that
menbrane filters used in the pharnmaceutical and
beverage industry had to be sterilized before use. This
was generally done by hot water or steam under
pressure, which m ght rupture the nenbrane.
Deficienci es caused by sterilization therefore always
resulted in a flowrate increase of at |east one order
of magni tude, which could be easily detected by the
process according to claiml. It was admtted that
smal | deviations of the desired flow rate due to wear
during use could not be detected in this way, but that
this was not a real problem because in normal use the
properties of the filter material did not change
suddenly. It was only during the sterilization step

bet ween subsequent filtration processes that the filter
material could be deteriorated.

The appel | ant (patentee) requested that the decision
under appeal be set aside and that the patent be

mai ntained with the clains of the main request filed
during the oral proceedings.

The respondent (opponent) requested in witing that the
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appeal be di sm ssed.

Reasons for the Deci sion

1

1698. D

The appeal is adm ssible.

The scope of present claiml1l is identical to that of
claimb5 as granted. The anendnent, therefore does not
broaden the scope of protection so that no objections
under Article 123(3) EPC arise. Since the granted
clains were not attacked under Article 100(c) EPC
during the opposition proceedings, the Board has no
power to investigate whether the anmendnents also fulfil
the requirements of Article 123(2) EPC.

Claiml relates to the testing of filter elenents in a
filter assenbly conprising wettable filter material,

whi ch nust be sterilized before use. This inplies that
the filter assenbly is for use in processes where it is
necessary to sterilize the filter material and where
the pores of the filter material should be small enough
to separate bacteria or other mcroorganisns. Filter

el ements conprising such filter material are used in

t he pharnaceuti cal and beverage industry. Because of
the small pores the filter material has a high

resi stance to pressurized air so that even a relatively
small hole, slit or crack dramatically increases the
flowrate of the air if it is tested wwth pressurized
air. According to the patent specification a high
tenperature sterilization procedure can deteriorate the
integrity of the filter material especially if the
material structure is altered by repeated sterilization
(colum 1, lines 17 to 29 and colum 4, lines 12 to
27). 1t is thus credible that deterioration of the
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filter material by high tenperature sterilization may
result in an increase of the flowrate of at |east one
order of magnitude when the filter is tested with
pressurized air.

The exanpl es given by the respondent show that if the
preset range for the filter assenbly is taken to be of
the sane order of magnitude as the desired flow rate
for an individual filter, defective filters no | onger
fulfilling the flowrate specifications of the filter
material, cannot reliably be detected by the process
according to granted claiml1l. Since this is no | onger
contested by the appellant, there is no need to discuss
these exanples in nore detail. The respondent has not
provi ded evi dence and has, in fact, never argued that
the nethod of claim1 as granted was not suitable to
detect a filter elenent having a major defect due to
hi gh tenperature sterilization, resulting in an flow
rate i ncrease of an order of magnitude hi gher than that
of the intact individual filter elenment. To detect such
maj or defects a preset range can be taken which is al so
an order of magnitude higher than the desired flow rate
of an individual filter elenent but |ower than the
increase of the flow rate caused by the defect (see the
exanpl e according to Annex |1l of the contested
decision). It is evident that the choice of the preset
range i s dependent upon the type of filter assenbly,
the amount of filters in the assenbly and the standard
deviation of the flowrate for a properly functioning
filter assenbly. For the detection of nmajor defects, as
Is the object of the invention as now defined, the

choi ce of the preset range is not very critical and the
skilled person will inmediately recognize that it
generally shoul d exceed the established flow rate of
the intact filter nenbranes by only a small anobunt (see
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the appellant's letter dated 29 Novenber 2000). The
Board, therefore, holds that it is no undue burden for
the skilled person to find out the suitable preset
range for detecting the kind of defects which nay be
caused by the sterilization treatnent.

It can of course not be excluded that during use and
subsequent sterilization occasionally also m nor
defects in the filter elenents nmay occur, which do not
dramatically increase the flowrate but result in an

i ncrease of the flowrate of the sane order of

magni tude as the flow rate through an individual filter
el ement. Fromthe uncontested fact, that with the

nmet hod of the invention it is inpossible to detect such
defects, it cannot be derived that the invention cannot
be applied over the whole range of the claim Subject-
matter falling under the terns of a claimonly on a
literal, purely linguistic construction but which
evidently cannot be perforned because of theoretical or
practical limtations well known to a person skilled in
the art, to which the claimis addressed, cannot be
regarded as formng part of the invention. In the
present case, the Board is satisfied that the skilled
person will be aware of the limts of the nethod of
present claiml1l but will have no problemto performthe
i nvention for the purpose for which it has been

devel oped, ie the detection of a deteriorated filter in
a filter assenbly after a sterilization treatnent in an
efficient and reliable way, w thout the need for
testing each filter elenent separately.

For these reasons the Board holds that the invention as
now cl ai med, interpreted in a nmeaningful way, can be
performed by a person skilled in the art w thout undue
burden. Thus the ground of opposition under
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Article 100(b) EPC does not prejudice the maintenance
of the patent with the anended clains. Since this has
been the only ground of opposition, the Board has no
power to consider novelty and inventive step of the
subject matter of the present clains.

The respondent was not represented during the ora
proceedi ngs and could thus not react to the anmendnents
submtted therein. Alimtation of the independent
claimto the subject-matter of a granted dependent
claimis, however, a normal defence agai nst objections
rai sed by an opponent, which cannot be regarded as a
surprising change of the subject-matter of the appea
proceedi ngs. The respondent was duly sunmmoned to the
oral proceedings and had, therefore, the opportunity to
present his conmments as provided by Article 113(1) EPC.
By deliberately not attending the oral proceedi ngs he
deprived hinself willingly of the opportunity to
produce further comments.

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the Qoposition Division with
the order to maintain the patent with the clains of the
main request filed in the oral proceedi ngs before the
Board and a description to be adapted.

The Regi strar: The Chai r man:

1698. D
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P. Martorana R Spangenberg
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