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Summary of Facts and Subm ssi ons
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This appeal is fromthe interlocutory decision of the

Qpposition Division concerning the maintenance in

anmended form of European patent No. 0 388 810 relating

to a neutral liquid detergent conposition.

The granted patent contains two clains. Caim1l reads:

"1l. A neutral liquid detergent conposition conprising:

(a)

(b)

(c)

3 to 60% by wei ght of an al kyl gl ycoside
represented by fornmula (1) as a non-ionic

sur f act ant

R1(OR2) xG (1)
wherein Ry is a linear or branched al kyl,
al kenyl , or al kyl phenyl group having 8 to 18

carbon atons, wherein Ry is an al kyl ene group

having 2 to 4 carbon atons, Gis a reduced
saccharide residue having 5 to 6 carbon atons,
X is a mean value of 0 to 5 and y is a nean
value of 1.2 to 1.42;

0.001 to 0.5% by wei ght of a higher al cohol
having 8 to 14 carbon atons, and

0.01 to 4% by weight of at |east one water-
sol ubl e organic or inorganic salt selected
fromthe group consisting of sulfates,

chl ori des, borates, phosphates, p-

t ol uensul f onates, m xyl enesul f onat es,

benzoates, mal ates, succinates, tartarates,
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citrates, lactates, and edates of sodi um and
pot assi um "

Dependent claim 2 defines a preferred enbodi nent of the
det ergent conposition of claiml.

The Appel |l ant (Opponent) Henkel KGaA had opposed the
grant of the patent and sought its revocation in ful
on the grounds of lack of novelty and inventive step
(Article 100(a) in conbination with Articles 52(1), 54
and 56 EPC). It had cited, inter alia, the follow ng
docunent s:

Document (4) = EP-A-0 301 298

Document (7) = EP-A-0 216 301

US- A-4 599 188

Docunent (8)

The Respondent (Patent Proprietor) had requested that

t he patent be maintained on the basis of an anended
description and an anmended set of two clains, wherein
claiml1 differed fromthe granted form (see above

point I1) only in that the final wording "and

pot assium " had been substituted by "and potassiunm and
sai d detergent conposition being pH 6-8 under a raw
liquid condition.”. A single anendnent was nmade in the
description by deleting "preferably” in respect of the
pH range 6-8 at page 3, line 51.

In its decision, the Opposition Division found the
amended claim 1 adm ssi bl e under the provisions of
Articles 123(2) and (3) EPC. It also considered that
the clained subject-matter was not anticipated by the
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conpositions disclosed in Docunent (4) and represented
a non obvious solution to the technical problem of
providing neutral |iquid detergent conpositions with

i nproved foam ng properties, rinsability, drainability
and feeling to the hands. The Opposition Division found
that the prior art disclosed in Docunent (8) was |ess
rel evant than that in Docunment (7), since the latter

di scl osed conpositions which were skin-friendly and had
i nproved foam ng properti es.

The Appel | ant Henkel KG&A fil ed:

(a) a notice of appeal dated 2 June 1999;

(b) a letter dated 13 August 1999 containing a request
for transfer of the opposition and appeal to
Cogni s Deut schl and GrbH and al so announci ng t hat
further evidence relating to the transfer was
going to be filed by Cognis Deutschland GrbH and

(c) the grounds of appeal dated 25 August 1999 and
recei ved by the EPO on 27 August 1999.

Cogni s Deutschland GrbH filed, with a letter dated
25 June 1999 and received by the EPO on 27 August 1999,

t he announced further evidence.

In a communication dated 11 April 2000 the formalities
officer of Directorate-General 2 inforned the parties
that the initial Appellant/Qoponent had been repl aced
by Cognis Deutschland GibH, with effect from 27 August
1999.
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The Board, noting that copies of the letter of

13 August 1999 from Henkel KGaA and of the letter of

25 August 1999 from Cogni s Deutschl and GrbH (which
formed the request for transfer of the appeal and
opposition and its rel ated evidence) had not been sent
to the Respondent, decided to enclose copies thereof

wi th a comruni cation of the Board dated 29 August 2003,
sent to the parties together with the sunmons to oral
proceedi ngs to be held before the Board on 21 Novenber
2003. In this conmmunication, the Board considered that
Directorate-Ceneral 2 had no authority to deal with the
above-cited transfer request since the case was, at the
time this request was made, already the subject of
appeal proceedi ngs. However, the Board expressed the
provi sional opinion that this transfer should be

al l oned (as had happened as regards the sanme parties in,
for exanple, T 565/97, unpublished in Q) EPO see in
particul ar paragraphs VI of the Facts and Subm ssions
and 2 of the Reasons).

Cogni s Deutschland GrbH then filed, with a letter dated
12 Septenber 2003, another request for transfer of the
opposi tion and appeal from Cognis Deutschland GrbH to
Cogni s Deut schl and GmH & Co. KG Evidence of the
transfer was filed therewith

The oral proceedings before the Board were held on
21 Novenber 2003 in the announced absence of Cognis
Deut schl and GrbH & Co. KG

After the discussion on the adm ssibility of the
amendnents carried out to the granted patent during the
opposi tion proceedings in view of the requirenents of
Rul e 57(a) EPC, the Respondent withdrew its fornmer
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request to dism ss the appeal and filed as a new
request the maintenance of the patent as granted.

The Appellant argued in witing substantially as
foll ows.

It was possible to conmbine clains 1 and 7 of the patent
Docunent (4) with passages in its description defining
the preferred features of the invention clainmed therein
and thus to conclude that this citation anticipated the
cl ai med subject-matter of the patent as anended. In
particular, claim1l disclosed the water-soluble salt (c)
as defined in the patent in suit.

The Appellant did not dispute that the clained
conpositions credi bly solved the technical problem of
providing a |iquid detergent conposition having

i nproved foam ng properties, rinsability, drainability
and feeling to the hands, but maintained that the nost
rel evant prior art with regard to the assessnent of
inventive step was represented by the detergent
conpositions for personal cleaning with allegedly

i nproved foam ng, rinse and feeling properties

di scl osed in Docunent (8), such as those disclosed in
Exanple XXI therein. It concluded that Docunent (7)
rendered it obvious to inprove further the foam ng and
cl eaning properties of the conpositions of Exanple XXl
of Docunment (8) by using therein al kyl glycosides with
a degree of oligonerization of at nost 1.4, so as to
arrive at the patented conpositions.

The Respondent refuted the Appellant's argunents. Its
argunents in witing and at the oral proceedings can be
sunmari zed as foll ows.
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It mai ntained that several selections anong the
alternatives enconpassed in Docunent (4) were needed to
arrive at the clained conpositions.

Docunents (7) or (8) were both suitable starting points
for the assessnent of inventive step, however the

i nvention disclosed in the patent in suit was not
rendered obvious by any of these docunents either per

se or in conbination

It al so conceded that the skilled reader of the patent
in suit could only interpret the term"neutral" as
corresponding to the pH range of 6-8.

Inits letter of 17 Cctober 2003, the Respondent al so
rai sed the question whether, in view of the request for
transfer of the opposition from Henkel KGA to Cognis
Deut schl and GrbH and the subsequent filing of the
grounds of appeal by Henkel KGaA, the appeal was
adm ssi bl e.

The Appellant requested in witing that the decision
under appeal be set aside and that the European patent
No. O 388 810 be revoked.

The Respondent requested that the decision under appeal
be set aside and that the patent be nmaintained as
gr ant ed.

At the end of the oral proceedings, the Chairman
announced the decision of the Board.
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Reasons for the Decision

1. Transfer of the appeal and opposition and admi ssibility
of the appeal

1.1 The Board considers the evidence filed in respect of
the transfers of the appeal and opposition referred to
at points VI and | X of the above Facts and Subm ssions
sufficient to allow these transfers. Accordingly, the
Appel I ant and Opponent is now Cognis Deutschland GrbH &
Co. KG with effect from 16 Septenber 2003

1.2 In respect of the adm ssibility of the appeal, the
Board finds as foll ows:

Henkel KGaA, the party adversely affected by the
appeal ed deci sion, submtted the grounds of appeal on
27 August 1999. On the sane day, the |last piece of

evi dence concerning the transfer of the procedural
position as an opponent and an appell ant from Henkel
K&GA to Cognis Deutschland GrbH was received in the EPO
Therefore, the transferee Cognis Deutschl and GrbH
acquired the status of opponent/appellant only on

27 August 1999 (see T 1137/97 of 14 Cctober 2002,

poi nt 4 of the Reasons) and Henkel KGA ceased to be a
party only after that date.

It follows, in the Board' s judgnent, that the grounds
of appeal were duly filed by the proper party, i.e.
Henkel KGaA. Thus, these facts do not render the appeal
i nadm ssi bl e.

3092.D
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Adm ssibility of the Respondent's request in view of
the prohibition of the "reformatio in peius”

The Respondent/Proprietor requested the mai ntenance of
the patent as granted even though the patent has been
mai ntai ned i n anmended form (see above points IV and V
of the Facts and Subm ssions) by a decision of the
OQpposition Division which was appeal ed only by the

Appel | ant / Qpponent .

This request originate fromthe discussion at the oral
proceedi ngs before the Board |eading to the result that
the addition to the wording of claim1l as granted of

t he expression "and said detergent conposition being pH
6-8 under a raw liquid condition" - i.e. the amendnent
resulting in the text of claim1 considered all owabl e
by the Opposition Division - anmounts to a clarification
of the preceding term"neutral" according to the only
meaning to be attributed thereto in view of the whol e
di scl osure of the patent in suit. This was explicitly
confirmed by the Respondent at the oral proceedings and
is self-evident fromthe patent description (conpare
page 2, line 7 "The present invention relates.....
particularly to a neutral liquid detergent conposition”
with page 3, line 51 "The pH range of a raw liquid of
the detergent conposition of the present invention is
preferably 6-8.." and with the fact that the pH has
been "adjusted" to values between 6.2 and 8 in the

i nvention exanpl es).

Since the anendnent to the wording of claiml
undertaken during the opposition proceedings was only a
clarification, it did not conply with the provi so under
Rul e 57(a) EPC that a European patent may be anended
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during the opposition proceedings if the amendnents are
occasi oned by a ground of opposition.

On the other hand, the fact that the anmendnent to the
wording of claim1 carried out during the opposition
proceedi ngs was only a clarification, its deletion -
and thus the re-instatenent of the same wording of
claim1l of the patent as granted - has no bearing on

t he extent of the subject-matter enbraced by claim 1.
Hence, to all ow the Respondent's request |eaves the
Opponent and sole Appellant in the sane situation as if
it had not appeal ed.

Simlarly, the deletion and subsequent re-introduction
of the term"preferably” in the description at page 3,
line 51, do not change the neaning of the patent

di scl osure as a whol e.

Therefore, the Respondent's request filed during the
oral proceedings to maintain the patent as granted is
not to be refused in view of the prohibition of
reformatio in peius (see the decision of the Enlarged
Board of Appeal G 9/92, QJ 1994, page 875).

Novelty of the subject-matter of claim1 (Articles 52(1)
and 54 EPQC)

The Appell ant has contested the novelty of the clained
subj ect-matter only in respect of the prior art
di scl osed in Docunent (4).

Its reasoning starts fromthe consideration that
claiml of this docunent described a nethod for
manuf acturing a surface-active al kyl glycoside
(hereafter "AG') starting fromglycose and fatty
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al cohols in the presence of an acid catal yst, whereby
the latter was preferably an acid used in an anmount of
fromO0.005 to 0.02 nol for each nole of glycose and
selected fromthe group consisting of sul phuric,
phosphoric, p-toluene sul phonic acid and acidic ionic
exchanger. Claim1 also specified the subsequent
addition of alkali, alkali earth or al um nium conpounds
as neutralizing agents so as to produce a pH of at

| east 8. The Appellant then reached the concl usion that
this claimexplicitly disclosed the water-soluble salts
(c) of claim 1.

However, the Board cannot accept this interpretation of
claiml of Docunent (4). To arrive at a m xture of

ani ons and cations corresponding to the salts nentioned
in present claim1, one has to select anong the
possi bl e acid catalysts nmentioned in claim1 of
Docunent (4) those different fromthe ionic exchanger
and sel ect anong the possible neutralizing conpounds

t hose made by alkali netals. Then the skilled person
nmust sel ect sodium and/or potassiumfromthis group of
net al s.

The Board thus concurs with the finding in the decision
under appeal that several selections within the

di scl osure of Docunent (4) are necessary to arrive at
the subject-matter of claim1 of the patent in suit.
Thus, the subject-matter of granted claim1 is found
not to be directly and unanbi guously disclosed in this

citation.

The subject-matter of claim1 of the granted patent is
therefore found to conply with the requirenents of
Articles 52(1) and 54 EPC
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4. Novelty of the subject-matter of claim 2 (Articles 52(1)
and 54 EPQC)

The sane reasoni ng given above in respect of the
subject-matter of claim1 applies to its preferred
enbodi ment defined in claim2 as well.

5. Assessnent of the inventive step of the subject-matter
of claiml1l (Articles 52(1) and 56 EPQC)

5.1 Claim 1 defines a neutral liquid detergent conposition
based on (a) AGs with a specified degree of
ol i goneri zation, (b) certain fatty al cohols and (c)
specified water-soluble salts, and in which these
i ngredi ents nust be present in specified anounts.

5.2 The Board observes that the patent in suit (see page 2,
lines 7 to 10, and page 4, lines 2 to 4) discloses that
the clai ned detergent conpositionis mld to the skin
or hair, has high foam ng properties, produces good
feeling to the hands, is easily rinsable and | eaves a
| ow anpbunt of water on the washed object.

However, in the light of the prior art discussed in the
description (see page 2, lines 34 to 43) and the
properties actually tested in the exanples it is

i mredi ately apparent that the particul ar techni cal
probl em addressed in the patent in suit is that of
provi di ng AG cont ai ni ng detergent conpositions with

i mpr oved:

3092.D
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(1) foam ng properties,

(ii) feeling to the hands,

(iii)rinsability and

(iv) drainability.

The Board observes that none of the available citations
di scl oses detergent conpositions displaying all these
i nproved properties.

Docunent (7) - which was considered by the Qpposition
Division as disclosing the closest prior art - is found
to address only one of the above identified properties:
i.e. inproved foam ng properties (point (i)) in the
above list).

Docunent (8) by conparison discloses AG contai ni ng
conpositions with allegedly maxi m zed properties (i) to
(iii) (see colum 4, lines 32 to 40, and colum 8,
lines 3 to 20).

Thus, the Board concurs with the Appellant that
Docunent (8) offers itself as a suitable starting for
t he assessnent of inventive step.

It is undisputed that the patented conpositions

achi eved the conbination of inproved properties (i) to
(iv) indicated above, i.e. solved the particular
techni cal problem addressed in the patent in suit.
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The Board observes al so that the experinental
conparisons in Exanple |I of the patent in suit
denonstrate that the achi evement of the desired

conbi nation of properties is dependent on the anount of
salt and fatty alcohol, as well as on the nature of the
latter.

Therefore, in the present case the assessnent of

i nventive step concerning the subject-matter of granted
claim1l1 requires establishing the difference(s) between
t he cl ai ned AG conpositions and those disclosed in
Docunent (8) having maxi m zed the properties (i) to
(iii), and then establishing whether or not the person
skilled in the art, aimng at further inproving one or
nore of these properties, would nodify their structure
so as to arrive at conpositions as defined in claim1l
as grant ed.

The Appel |l ant has mai ntained that the person skilled in
the art would start in particular fromthe conposition
di scl osed in Exanple XXI of Docunent (8). However, it
has given no reason as to why the skilled person, not
bei ng aware of the disclosure of the patent in suit,
woul d select just this exanple as starting point.

The Board finds that the conpositions in Docunent (8)
whi ch al | egedl y have mexi m zed the properties (i) to
(iii) (see the passages of Docunment (8) cited above at
point 5.3) are those containing as cosurfactant

al kyl benzene sul phonate (hereafter "LAS").

However, Exanple XXI is only one anong many ot her LAS-
cont ai ni ng exanpl es di scl osed in Docunment (8)(i.e.
Examples I, 11, Vto X, XIV, XVI, XVIIl to XXII).
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Mor eover the Board observes that, while Exanple XXl is
the only exanple in Docunment (8) containing the water
sol ubl e organi c salt "anmoni um xyl ene sul phonat e"
simlar to one of the salts (c) defined in granted
claiml, this prior art docunment is totally silent as
to the function of this conponent in the conpositions.

In the absence of any reason justifying the choice of
the prior art disclosed in the specific Exanple XXI for
establishing the features distinguishing the clained
conpositions therefrom the Board concludes that the
skill ed person could have started fromany of the above
quot ed exanpl es which are all broadly conparable and
woul d only have selected the specific Exanple XXI on
basi s of the knowl edge of the patent in suit, wherein
simlar (but different) xylene sul phonates are

di scl osed as contributing to the desired inprovenents.
Therefore, the Appellant's reasoning is clearly based
on hi ndsi ght.

The Board observes, as indicated above, that the
claimed conposition differs in general fromthe
exanpl es of the LAS-containing conpositions disclosed
in Docunent (8) inter alia by requiring the presence in
the given amounts of the fatty al cohol (b) and a salt
(c) as specified in granted claim1.

The Board finds that neither Docunent (8) nor
Docunent (7) disclose that it is critical to have an
anount of free al cohol enconpassed between 0.001 and
0.5 W%
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Docunent (8) only indicates at colum 3, lines 43 to 47,
that it is preferable to have an anobunt of free fatty

al cohol of less than 2 ww% preferably of "less than

0.5 %, correspondingly the expression "< 0.5% free
fatty alcohol™ in Exanple XX or XXI may al so indicate
that the anopunt of this conponent is either 0 or |ower
than 0,001 wt %

Docunent (7) is totally silent as to the anount of free
fatty al cohol.

Thus, neither of the docunments relied upon by the
Appel | ant provi de reasons which woul d pronpt the person
skilled in the art to select an anount of free fatty

al cohol falling in the range defined in present claiml.

Further, even though Docunent (7) discloses in general
the possibility of adding salts as hydrotropic
conmpounds or as thickening agents in anpbunts ranging
from3 to 15 wt % (see Docunent (7), the description
fromcolum 3 , line 47 to colum 4, line 13), it
contains no incentive to the skilled reader to

i ncorporate into the LAS-containing conpositions of
Docunent (8) a thickening salt or a hydrotropic
conmpound in an anmount of from3 wt% up to no nore than
4 wt% the range defined in granted claim1l. On the
contrary, the exanples in Docunent (7) contain about

9 wt % of sodi um cunol sul phonate as hydrotropi c conmpound,
i.e. nmore than tw ce the maxi mum anount required in

granted claim1l.

The Board finds for these reasons that it was not
obvious for the skilled person to nodify the structure
of the LAS-containing conpositions disclosed in
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Docunent (8) so as to arrive at the conpositions
conprising the ingredients in the amounts defined in
granted claim1, in the reasonabl e expectation of

solving the existing technical problem (see above

point 5.4). It follows, that the subject-matter of
claiml conplies with the requirenents of Articles 52(1)
and 56 EPC.

6. Assessnent of the inventive step of the subject-matter
of claim2 (Articles 52(1) and 56 EPC)

The reasoni ng gi ven above in respect of the subject-
matter of claiml applies also to its preferred
enbodi nent defined in claim 2.

Or der

For these reasons it is decided that:

1. Cogni s Deut schl and GrbH & Co. KG be recorded as
opponent and appellant with effect from 16 Septenber
2003.

2. The deci sion under appeal is set aside.

3. The patent is naintained as granted.

The Regi strar: The Chai r man:

G Rauh P. Krasa
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