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Summary of Facts and Subm ssi ons

1143.D

The appeal is fromthe decision of the opposition
division to reject the opposition agai nst European
patent 0 528 528. The independent clains 1 and 10 of
the granted patent read as foll ows:

"1. Afuel filter assenbly conprising a base (12)
havi ng a receptacle, a disposable cartridge (14)
connectable to the base, at least a portion of the
cartridge being receivable in the receptacle, the
cartridge having a peripheral engagenent shoul der (60),
and a retainer collar (16) having a retainer portion
(80) engageabl e agai nst the shoul der characterized by:

t he base conprising ranp nmeans (90,92) defining a first
spiral ranp at the exterior of the receptacle, and a
stop (94) angularly spaced fromsaid first ranp and
defining a slot there between; and

the retainer collar conprising follower nmeans (82, 84)
having a catch (86,88) at one end thereof, said
fol | oner nmeans bei ng engageable with said ranp nmeans so
that as said collar neans is angularly rotated said
foll ower neans rides said ranp neans and said catch
means noves into said slot for capture thereby to | ock
the cartridge to the base.”

"10. A fuel filter assenbly conprising a base (12)
defining a receiving structure, a disposable cartridge
(14) connectable to the base for housing a filter

el ement, at least a portion of the cartridge being
receivable in the structure, the cartridge having a
peri pheral first shoulder (60), and a retainer collar
(16) having a second shoul der (80) engageabl e agai nst
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the first shoul der characterized by:

bi asi ng nmeans (100) for axially biasing the cartridge
fromthe base when the cartridge is connected to the
base;

t he base conprising ranp nmeans (90,92) at the exterior
of the structure for formng a spiral ranp term nating
inafirst end; and

the retainer collar conprising an interior foll ower
(82,84) termnating in a catch (86,88) said catch being
sl i dably engageabl e against said first ranp as the
collar is angularly rotated so that said interior
follower rides said first ranp and said catch slides by
said ranp end to thereby releasably | ock said cartridge
nmeans to said base neans.”

1. In addition to the five prior art docunents cited on
the front page of the contested patent, the opponent
had cited eight further docunments, including the

f ol | owi ng:

D6: US-A-5 017 285

Dr: DE- A-1 943 946

D8: GB-A-1 296 051 and

D13: US- A-3 502 221

In the contested decision the opposition division cane
to the concl usions

- that the subject-matter clainmed was novel over the
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di scl osure of D8; and

- that the subject-matter of clains 1 and 10 was
i nventive over the conbinations of D6 with D8, of D7
with D8, of D8 with D6, and conbi nations of D13 with
t he ot her docunents.

In its statenment of grounds of appeal, the appellant
mai nt ai ned that the subject-matter of clains 10 | acked
novelty over D8, and, referring also to docunents

D1: EP- A-221 675 and

D3: GB- A-656 209

cited in the patent, considered the clainmed subject-
matter to be obvious over conbinations of D6 or D7 with
D8, of DB with D7, or of D7 with D13.

It al so questi oned whet her an assenbly according to
claim 10 woul d sol ve one of the technical problens
nmentioned in the patent. Mreover, it pointed out again
that Figure 2 of the patent was inconsistent with other
parts thereof.

Inits witten reply, the respondent rejected the
appel l ant's obj ections and consi dered that, under
proper construction of the present clains and of the
cited docunents, the subject-matter of all clains as
granted was novel and inventive over the cited prior
art.

Fol l owi ng the summons to oral proceedings, the
respondent filed three sets of anended clains as first
to third auxiliary requests with its letter dated
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10 February 2003. Wth the sane letter, it also

subm tted further comrents concerning novelty and
inventive step over D6, D7 and D8, concerning Figure 2
of the patent and concerning the issue whether the
assenbly of claim 10 would solve all of the technical
probl ens addressed in the patent.

VI . Wth a telefax dated 5 March 2003, the appellant filed
the further docunments

D14: JP-Y2-1-13524 and

D14T: a translation of D14 into English.

On the basis of D14/ D14T, it objected to the novelty of
t he subject-matter of clainms 1 and 10. It al so argued
that the clainmed subject-matter according to al
requests would lack an inventive step in view of a
conmbi nati on of docunents D13 and D14.

VII. Wth its telefax dated 6 March 2003, the respondent
asked that these |ast subm ssions be disregarded and
requested an apportionnent of costs.

VIII. Oal proceedings took place on 10 March 2003.

During these oral proceedings, the appellant indicated
the circunstances that led to the late filing of

D14/ D14T. After having received the summons to oral
proceedi ngs on 30 Decenber 2002, it made a further
routi ne check for parallel patents. As a result, it
becanme aware of the publication, on 20 Cctober 2002, of
a Japanese patent application of the respondent,
corresponding to the patent in suit, and ordered a copy
thereof. Two references were cited on this publication,

1143.D Y A
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whi ch were al so ordered. One of them nanely D14,
appeared to be very relevant and hence a translation
was requested. The translation D14T was received by the
appel lant on 4 March 2003. The next day, copies of D14
and D14T were forwarded to the board and the
respondent.

The representative of the respondent stated that it had
recei ved the appellants subm ssions on 6 March 2003. It
indicated that D14 was only cited on the front page,
but not during the exam nation, of the corresponding
Japanese publication and was not available in English

| anguage dat abases. It also submtted that the

rel evance of D14 was questionable and that sonme of its
contents were unclear. Moreover, it argued that if it
had received a copy of D14 (in Japanese) earlier, ie
before the translation was carried out, it would have
been easier to deal with the objection based thereon.

Referring to Figure 2 and clains 1 and 10 of the
patent, the appellant raised objections under
Article 100(b) EPC. It objected to the novelty of
claims 1 and 10 on the basis of D38 and D14. In the
di scussion of inventive step, it relied on the

conbi nations of D14 with D6, D6 with D14, D6 with D8
and D7 with D8, and referred also to D1 and D3.

The parties' further witten and oral subm ssions, as
far as they are relevant for the present decision, can
be summari sed as foll ows:

The appellant stated that it had a right to file
avai |l abl e docunents, and that no tactics or abuse |ay
behind the late filing of D14/ D14T. The respondent
considered the very late filing of the appellant's | ast
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witten subm ssion including D14/ D14T as an abuse of
procedure. It requested the apportionnment of costs in
view of the additional costs incurred by these

subm ssions being filed so |late, ie by the need to have
an urgent translation prepared and to review the
contents of the subm ssion at extrenely short noti ce.

The appel | ant based its objections under Article 100(b)
EPC on sone al |l eged inconsistenci es between Figure 2
and the other figures of the patent in suit, as well as
on all eged contradictions between the wording of the
clainms and the disclosure of the draw ngs. The
respondent acknow edged that there was an error in
Figure 2 of the patent but that the information
provided in the patent was sufficiently clear to the
skilled person. It also considered the expressions used
in the clains to describe the interaction between ranp
and foll ower neans to be clear and consistent with the
descri ption.

The parties did not agree on the neaning of the
expressions ranp, follower, catch, and riding the ranp
as used in the clains. The appellant considered that in
view of the wording of the clainms, both D8 and D14
showed all the features of present clains 1 and 10.
Concerning D8, the respondent inter alia submtted
that D8 did not show ranp neans at the exterior of the
filter base. Concerning D14, it inter alia submtted
that D14 did not relate to di sposable cartridges and
neither disclosed a filter cartridge received in part
within the filter base nor engagi ng shoul ders of the
retainer collar and the cartridge.

Concerni ng the obvi ousness of the subject-matter of the
clainms according to the main request, the appellant,
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referring to the introductory part of the contested
patent, inter alia argued that both conventi onal

t hreaded and bayonet-type couplings were known in the
art, and that a conbination of the two systens was near
at hand to the skilled person. Adopting different
approaches, ie starting fromthe disclosures of

di fferent docunments as closest prior art and comnbi ning
themw th the disclosures of other docunents, it argued
that in view of the technical problemto be solved by
the contested patent, the incorporation of sone
features shown in the respective other docunents into

t he respective assenblies of the closest prior art
required no inventive skills. The appel |l ant argued t hat
t he conbi nati ons of docunents relied upon were based on
hi ndsi ght considerations. Even if the docunents were to
be conbi ned, the skilled person had no incentive to
adopt the particular conbination of features as
clainmed. Even if conbined, the teachings of the cited
docunents did not, or at |east not necessarily, lead to
assenblies having all the features required by the

cl ai ns.

The appel | ant requested that the decision under appeal
be set aside and that the patent be revoked.

The respondent requested that the appeal be dism ssed
and the patent be nmaintained as granted (main request),
or, in the alternative, on the basis of the auxiliary
sets of clains filed as first to third auxiliary
requests with letter dated 10 February 2003, taken in
their nunerical order. It also requested an
apportionment of costs.

Reasons for the Deci sion

1143.D
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Late filing of document D14

As will appear fromthe follow ng, the relevance of
docunent D14 was prima facie sufficiently high to
potentially represent an obstacle to the mai ntenance of
the patent in suit. Hence the board deci ded not to

di sregard the docunent pursuant to Article 114(2) EPC,
despite its bel ated subm ssion

The respondent has not requested a postponenent of the
oral proceedings. The figures of D14 and the contents
of D14T were extensively discussed during the oral
proceedi ngs. The appell ant was thus obviously
sufficiently prepared to discuss the objections raised
by the appellant on the basis of these docunents.
Hence, the board is also satisfied that the respondent
has had sufficient opportunity to present its comments
concerning D14, as required by Article 113(2) EPC

Apportionnent of costs

According to Article 104(1) EPC, each party to the
proceedi ngs shall neet the costs he has incurred unless
a decision of the board, for reasons of equity, orders
a different apportionnent of costs incurred during

t aki ng of evidence or in oral proceedings.

The board understands the request for apportionnent of
costs as submtted by the respondent as foll ows:

A different apportionnment is requested in the sense
that at |east some of the costs incurred by the
respondent due to the filing of D14 shoul d be borne by
t he appellant. The reason given is that this would be
equitable due to the fact that the appellant has abused
its procedural right to file docunments since D14 was
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filed just a few days before oral proceedings.

However, the board can only note that the respondent
has not produced evidence inplying a | egal obligation
for the appellant to file D14 earlier than a few days
before the oral proceedings. In the absence of any
identified legal principle or provision in this
respect, no conditions are inposed on the parties as to
the way in which they have to conduct their procedure.
Hence the appellant was free to file docunents when it
considered it appropriate.

The board accepts that the filing of D14/ D14T is to be
considered as a taking of evidence in the sense of
Article 117(c) EPC, ie as the production of a docunent.
In the present case, the appellant has expl ai ned why
D14 and D14T were only filed a few days before the oral
proceedi ngs. These expl anations were not contested by
the respondent and their plausibility is also accepted
by the board. The board cannot see that in the present
case the conduct of the appellant was not in keeping
with the care required or that the appellant has abused
a procedural right. Hence, the board does not consider
it equitable to order a different apportionnment of
costs as foreseen by Article 104(1) EPC.

Sufficiency of the disclosure

The objections under Article 100(b) EPC raised by the
appel l ant during the oral proceedings fail for the
foll ow ng reasons:

It is conmon ground that the retainer collar as shown
in Figure 2 cannot work in conbination with the filter
base shown in Figure 3. Figure 2 shows a single ranp
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shaped follower termnating in a catch and a shoul der,
see colum 5, lines 23 to 34. Further according to the
description, colum 5, line 35 to colum 6, line 2, two
of such ranp shaped foll owers are supposed to cooperate
with ranps on the filter base shown in Figure 3 in the
way shown in Figures 4a to 4c. Figure 2 is thus not in
accordance with Figures 3 and 4 and the correspondi ng
description text. In view of the description of

Figures 2 ,3 and 4, the board takes the view that the
direction and nunber of the ranp nmeans shown in

Figure 2 are obviously wong. The board is, however, of
the opinion that despite the said errors, the schematic
view of Figure 2 provides sone useful information
concerning the shape and the arrangenent of the

shoul der, ranp and catch el enents of the retainer
collar. Moreover, the errors in Figure 2 do not render
the disclosure of the invention as clained so obscure
that it cannot be carried out. The board is convinced
that, on the contrary, the person skilled in the art

wi |l understand fromthe clainms and fromFigures 2, 3
and 4 and the correspondi ng description, that in the
particul ar enbodi nent descri bed, the ranp-shaped
followers of the retainer collar will have to be two in
nunber and will have to have the direction indicated in
Figures 4a to 4c.

It can be gathered from Figures 4a to 4c that when
followers of the type depicted are to be used, the
catches (86) and (88) engage the ranps (90) and (92)
during rotation of the collar, whilst the ranmp shaped
foll ower nmeans (82) and (84) do not touch the ranps
(90) and (92). Wiether these figures are to be
considered in accordance with the | anguage used to
describe the interaction of ranps, followers, and
catches in clainms 1 and 10 depends on the neani ng given
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to the terns used therein, eg the terns foll ower,

catch, riding, and engaging, and is possibly a matter
of clarity. In case these terns turn out not to be

cl ear enough, their meaning has to be construed in the
light of the description. Lack of clarity is not,
however, a ground for opposition. On the other hand,

t he appel | ant has not shown that a skilled person would
not have been able to manufacture fuel filter
assenblies falling under the terns of the clains.

Novel ty

Docunment D14 di scloses a fuel filter assenbly
conprising a filter base (6), a cartridge conprising a
filter case (2) and a filter element (5), and a case
socket (4) for attaching or renoving the filter case by
a bayonet-type snap-engagenent nmechanism See Figures 2
and 3 of D14 and the entire page 1 of D14T. In the
board's view, the entire cartridge described in D14 is
as di sposable as any other article of manufacture,

al t hough the case thereof is supposed to be re-used
when the filter elenment is replaced. No particul ar
constructional limtation of the cartridge is inplied
by the term di sposable as used in the present clains.
As can be gathered from Figures 2 and 3 of D14 and

page 4, second and third paragraphs of D14T, the case
of the cartridge has a peripheral outwardly extending
shoul der (15), and the case socket is a cylindrical (ie
annul ar) part and has a central opening (11) for
inserting the case of the cartridge. A coil spring (12)
is provided between and engages the shoul der of the
case and an inwardly extending, peripheral portion, ie
a retainer portion or second shoulder in the sense of
the present clainms 1 and 10, at the | ower end of the
case socket. Figures 2 and 3 of D14 and page 4, first
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and second paragraphs of D14T di scl ose that the case
socket conprises two inwardly extending |levers (9), the
respective end-portions of which engage correspondi ng

i nclined, and hence spiral |ever guiding grooves (10)

wi th enlarged end zones on the outside of the filter
base. The latter means formthe bayonet-type snap-
engagenent nechani smfor attaching and | ocking the
filter case to the filter base.

On the other hand, the board cannot identify a part of
t he base which could be considered to define a
receptacle or a receiving structure, in which at |east
a portion of the cartridge would be receivable, as
requi red by independent clains 1 and 10 of the
contested patent, respectively. Fromthe paragraph
bridgi ng pages 3 and 4 of the translation, and fromthe
cross-section represented in Figure 3 of D14, the board
gathers that, on the contrary, the positioning guide
parts (7) and (8) of the base are to be received within
the filter case and the filter elenment. Upon being
guestioned by the board during the oral proceedings,

t he appell ant has not provided any specific convincing
argunment based on a particular readi ng of the present
clainms or of D14, which could support its opposite

vi ew. Moreover, since the coil spring (12) is not an
integral part of the case socket or the filter case,

t he board considers that D14 does not disclose an
engagenent in the usual sense of the term ie involving
a direct contact, of the said shoulder of the filter
case and sai d second shoul der or retainer portion of

t he case socket. The board cannot, therefore, accept

t he appellant's view that enbodi ments conprising an

i nterposed helical spring were enconpassed by the

cl aims because the functions to be perforned by the
shoul der of the case and the second shoul der or
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retainer portion of the case socket were simlar to the
ones of the assenblies of present clains 1 and 10. The
|atter argunment is not relevant in the exam nation of
novelty. Considering the differences identified here
above, D14 does not disclose the subject-matter of
present clainms 1 and 10.

The filter assenblies described in D8 disclose al nost
all of the features of clains 1 and 10 of the patent in
suit, see Figures 1 to 4. Mre particularly,

consi dering the broadest technically sensible neaning

t hat can be given to the expressions used in these
clainms, the board can accept the appellant's view that
the sealing ring (25) acts as a neans for axially
biasing the cartridge fromthe base, the inclining
surfaces (30) are spiral ranps, the lugs (29) are
followers riding the ranps, and the end-portions of the
lugs actually in contact with the ranps are catches

| ocking the cartridge to the base when they are rotated
and nove onto the declining surfaces (30). Wth respect
to novelty over D8, it was particularly in dispute

whet her this docunent, by virtue of its Figure 2,

di scl osed ranp neans at the exterior of the cartridge-
receiving rim(11) of the filter head portion (10). On
page 2, lines 13 to 20 of D8, it is stated that "the
openi ngs constituting the other parts of the bayonet
coupling are shown in Figure 2 as though they extended
through rim 11, but in practice these will not be seen
fromthe exterior of the assenbly because they extend
only part way into rim1ll fromits radially innerface".
In the board's view, this passage of the description
clearly and unanbi guously nodifies the purely visual
information transported by the draw ng by expl ai ning
that Figure 2 is a kind of cut-away draw ng, which has
been adopted to better show sone features otherw se
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hi dden by the outer wall of the rim nanely the
inclining and declining surfaces (30) and the |ugs
(29). The board holds that at |east this sentence
constitutes an integral part of the information
transported by Figure 2, and may not be ignored when
assessing the disclosure of the latter. Wether a
skilled person would realise, as alleged by the

appel lant, that the provision and use of an article
manuf act ured according to the said cut-away view woul d
be possi bl e and even advant ageous, despite the
statenent in the description, is not of relevance in
t he assessnent of novelty. The board thus concl udes
that D8 does not disclose a ranp or ranp neans at the
exterior of the cartridge receiving rimportion, as
required by present clains 1 and 10.

The board is al so convinced that none of the other
docunents cited during the opposition and appeal
proceedi ngs di scl oses assenblies which coul d take away
the novelty of the clainmed subject-matter. Since this
was not disputed no reasons need to be given concerning
this finding.

Hence, the subject-matter of clains 1 and 10, and,
consequently, of dependent claims 2 to 9 and 11 to 15
of the patent as granted is found to be novel.

| nventive step

Cl osest prior art

The board concurs with the parties in that D6 can be
considered to represent the closest prior art for the

pur pose of assessing inventive step. D6 undi sputedly
relates to fuel filter assenblies conprising, |like the
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assenblies according to clainms 1 and 10 of the patent
insuit, afilter base receiving a part of a disposable
filter cartridge inits interior, and a retainer collar
for releasably |ocking the di sposable cartridge to the
base means. According to D6, the three conponents of
this assenbly are rel easably | ocked together by neans
of threads on the interior of the collar and the
outside of the filter base, and by nmeans of the
engagenent of two correspondi ng peripheral shoul ders on
the retainer collar and the filter cartridge,
respectively. See eg Figures 1, 2 and 8 of D6. As
acknow edged by the appellant during the oral

proceedi ngs, "a thread could be a ranmp”. The board thus
shares the view of the appellant and considers that the
threads on the filter base and the retainer collar as
di sclosed in D6 represent, respectively and in the

| anguage of the present clains, a spiral ranp or ranp
means arranged at the exterior of a receiving structure
or receptacle defined by the filter base, and a

foll ower nmeans riding the ranp or ranp neans upon
angul ar rotation and rel easably | ocking the cartridge
to the base. However, D6 does not disclose features
that could be considered as "slot", "stop" or "catch”
in the sense of present clains 1 and 10.

Techni cal probl em

According to the patent in suit, colum 1, lines 41

to 56, conventional threaded couplings as described eg
in D6 can introduce uneven | oadi ng between different
fuel filter assenblies as well as within a given fuel
filter depending upon the degree of tightening or
torque applied to the retainer collar. In addition, the
threads are subject to exposure to various fluids and
particul ate matter which may seriously jeopardize the
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integrity and efficiency of the threaded engagenent. In
the field, it is often problematic to ascertain the
proper torque or tightening technique that should be
applied to properly secure the cartridge to the base.

| nproper | oading can affect the sealing integrity of
the fuel filter systemand the structural integrity of
the cartridge, thereby jeopardizing the effectiveness
of the fuel filter and/or dimnishing the useful life
of the fuel filter. By reference to D1 and D3, the

pat ent acknow edges that bayonet-type couplings al so
belong to the prior art in the field of filters.

The technical problemto be solved can be seen in the
provision of alternative fuel filter assenblies which
overcome sone of the problens associated with the
coupling systens of the prior art fuel filter
assenblies. Mre particularly, the alternative
assenblies to be provided should ensure that the proper
|l oading is applied and that the filter is |locked in
position, see colum 2, lines 18 to 24 of the contested
pat ent .

The sol uti on

According to claim1l, a stop defining a slot is
arranged at the end of a spiral ranp on the exterior
filter base, and a catch foreseen at the end of the
corresponding follower of the retainer collar noves
into said slot to effect the |ocking of the cartridge
to the base. According to claim 10, means are provided
for biasing the cartridge fromthe filter base, and a
catch is foreseen at the end of the follower. Upon
rotation of the retainer collar, said catch rides the
corresponding ranp on the filter base and nobves past
the end of this ranp to lock the cartridge to the base.
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The board finds it plausible, and it was not disputed,
that the solution according to claim1 effectively
solves the stated technical problem It also was

undi sputed that with the solution according to claim210
the filter can be | ocked in position. Mreover, in
contrast with the appellant's view, the board considers
that the conbination of appropriate biasing neans and a
catch can also ensure that a suitable torque is
applied, since the sliding of the catch by the ranmp end
can be noticed, and applying further torque woul d not
be technically sensible.

Non- obvi ousness of the sol ution

Conbi nation of D6 with D14

According to D14, when the filter elenent (5) needs to
be replaced, the assenbly is opened, the filter el enent
is taken out of the filter case (2) for disposal, and a
new filter elenent is joined to the filter case, see
D14T, page 3, second and fourth paragraphs, page 4,
third paragraph, and page 5, lines 3 to 7 and |ines 23
to 26. D14 enphasises that the filter case is not to be
di scarded each tinme the filter elenent is replaced, in
contrast with prior art assenblies wherein the entire
cartridge, ie both the case and the filter elenent, are
to be di scarded upon servicing, see D14T, page 3, first
par agr aph and page 5, |ast sentence of the second

par agraph. D14 thus relates to fuel filter assenblies
conceived to be serviced in a different way. Therefore,
the board is of the opinion that a skilled person,
trying to inprove fuel filter assenblies for disposable
cartridges, would not necessarily consider D14 at all.
Assuming for the sake of argunment that the skilled
person woul d neverthel ess consider this docunent when
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trying to solve the stated technical problem it would
be confronted with the instruction to arrange a part of
the filter base within the cartridge, as opposed to the
rel ati ve arrangenent proposed by D6. Moreover, apart
fromthe nore general references to a snap-engagenent
and bayonet nmechanismin the clains of D14 (see D14T)
the only arrangenment described in nore detail is the
one shown in Figures 2 and 3. In this arrangenent, a
helical spring (12) is arranged between the respective
shoul ders or retainer portions of the case socket (4)
and the filter case (2), which do not, therefore,
engage each other. It can be gathered fromthese

drawi ngs that said spring is necessary for biasing the
bayonet-cl osure and for sealing the filter case to the
filter base (6) by nmeans of the Oring (13). It is

i mredi ately apparent fromthe drawi ngs of D14 and from
page 5, lines 7 to 11 of D14T that in the | ocked
position the spring provides the pressure required for
establishing the seal between the case and the base by
nmeans of the said Oring. Mreover, in the board's
view, it is also clear fromthe drawi ngs that the case
socket is to be rotated cl ock-wi se (seen frombelow in
axial direction) to make the levers (9) axially snap
into the enlarged zone at the end of the grooves (10),
ie into a | ocked position, whereby it is spring (12)

t hat provides the necessary pull. A different
arrangenent of the bayonet-biasing spring and a direct
engagenent of the said shoulders is not suggested

by D14. D14 does not contain an indication that spring
(12) was, as alleged by the appellant, superfluous in
vi ew of the presence of Oring (13), which was to be
considered as a biasing nmeans in the sense of present
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claim10. It is, however, far from being cl ear whether,
wi t hout special precautions, the sealing Oring of D14
could at the sanme tine performthe required | ocking and
sealing functions in the absence of a spring.

Hence, even if the skilled person were to consider D14
at all, it had no reason to consider omtting or

nodi fying the provision of the spring (12) as shown

in D14, and woul d noreover be confronted with the

i nconpati ble teachings of D6 and D14 in ternms of the
rel ati ve arrangenent of the filter base and the filter
cartridge. The board therefore concludes that, w thout
hi ndsi ght consi derations, a conbination of D6 with D14
could not lead the skilled person to the subject-matter
of present clainms 1 and 10 in an obvi ous manner.

Conbi nation of D14 with D6

In view of the fact that D14 enphasi ses the inportance
of re-using the case of the filter cartridge, the board
cannot follow the approach of the appellant, according
to which D14 was to be considered as the closest prior
art. During the oral proceedings, the appellant has
argued that starting from D14 and confronted with a
custoner w shing to have an assenbly wi th di sposabl e
cartridges being at the sanme tinme constructed to
require less material, the skilled person would turn

to D6 and woul d obvi ously adopt the shoul der-to-

shoul der engagenent and the arrangenment of a disposable
cartridge within the filter base as shown in this
docunent, thereby arriving at the clained subject-
matter. The board does not accept this argunent, since
it considers that if a client nmerely wi shed to have
such an assenbly, it would be satisfied by the assenbly
of D6, and would not invite the skilled person to
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radically re-design the assenbly of D14. However, by
anal ogy with the approach based on a conbination of D6
with D14, the board holds that even if a skilled person
woul d for some reason envisage to conbi ne the teachings
of D14 and D6, it would not, w thout hindsight
considerations, arrive at an assenbly as clained in an
obvi ous manner.

Conbi nation of D6 with D8

Whereas D6 di scl oses a conventional threaded retainer
collar systemfor connecting the filter cartridge to
the filter base, D8 discloses a | ocking mechani smthat
is, in the broadest sense, a conbination of a kind of

t hread segnent (see spiral inclining planes 29) for
axially connecting the parts of the filter assenbly and
of a bayonet nechanism involving a retainer clip, for

| ocking themtogether. It is common ground that the
repl acenent of a threaded coupling by a bayonet
coupling as disclosed eg in docunents D1 and D3, which
wer e both acknow edged in the contested patent, could
be considered as a normal consideration of a skilled
person. However, in the board' s view, the fact that
both coupling systenms and their respective known
properties were acknow edged in the description of the
pat ent does not necessarily mean that it was also a
conventional consideration to conbine two particul ar
systens of these two kinds. In the board's view the
conmbi nation of a teaching relating to a conventional

t hreaded coupling (D6) with the teaching of a very
speci fic conbi ned coupling system which also conprises
a kind of thread, as well as a bayonet-1|ocking (D8),
woul d be even | ess conventional. Therefore, the board
shares the view expressed by the opposition division in
the contested decision, reasons 2.2.1, that while D38
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could be considered by the skilled person as disclosing
an alternative filter assenbly overcom ng probl ens
associated wth couplings as described in D6, a skilled
person woul d not be incited to sonmehow conbi ne the
different collar and base closure systens of D6 and D38
to thereby arrive at the clainmed fuel filter assenblies
i n an obvi ous manner. Moreover, since the board
considers that the feature of ranp neans at the
exterior of the receiving structure or the receptacle
of the filter base cannot, as alleged by the appellant,
be derived from D8, a conbination of D6 and D8 woul d
not lead to fuel filter assenblies as clai ned.

Like D6, D7 relates to three-conponent liquid filter
assenblies, conprising a filter base, a filter
cartridge and a retainer collar |ocking the cartridge
to the base. A inner shoul der of the collar engages an
outer shoul der of the cartridge, see eg Figures 1

and 2. However, simlarly to D6, D7 proposes the use of
a threaded collar interacting with threads on the
outside of the filter base. D7 does not, in the board's
view, disclose nore than D6 in terns of the features of
claims 1 and 10 of the patent in suit. Since this was
not di sputed, the conbinations of D7 with D8 or D14
cannot, for the sane reasons as indicated with regard
to conbi nati ons based on D6, lead to the clained

subj ect-matter in an obvious matter either.

Conbi nation of D8 with D14

The appel |l ant has not specifically and explicitly

i nvoked a conbi nation of the teachings of D8 and D14.
During the oral proceedings it has, neverthel ess,
indicated in the context of its attack based on the
conbination of D6 with D14, that "what was m ssing
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in D8 can be seen in D14". Therefore, the board w shes
to indicate that it is convinced that the conbination
of D8 with D14 cannot lead to the clainmed assenblies in
an obvi ous manner either for the follow ng reasons.
Firstly, the board is of the opinion that a skilled
person, starting fromthe assenbly of D8 and being
unsatisfied with the conplexity of the manufacture and
use of the positioning and locking clip (26), ie
confronted with the technical problemas referred to in
contested deci sion, reasons 2.2.3, would not
necessarily consider D14 at all, since the latter, in
contrast with D8, relates to cartridges with a case
intended to be re-used and does not show an arrangenent
of the cartridge within the filter base. Even assum ng,
for the sake of argunent, that the skilled person woul d
consi der D14 despite these sonmewhat inconpatible
teachings, the board is of the opinion that it would,

wi t hout knowl edge of the clainmed invention, rather
adopt the coupling construction of D14 altogether. For
this purpose, a substantial re-design of the rim(11),

t he upper part of the filter unit (17), the sealing
arrangenment (25) and the clip (26) as shown in D8 woul d
be a pre-requisite. Mreover, the assenbly of D8
provided with the coupling nmechani smof D14 woul d thus
conprise an outer retainer collar having a shoul der
interacting with a shoulder of the cartridge housing by
means of a interposed helical spring, thereby excluding
an engagenent of the two parts. For these reasons, the
board concl udes that, w thout hindsight considerations,
a conbination of D8 with D14 could not |ead the skilled
person to the subject-matter of present clainms 1

and 10.

Conbi nation of D8 with D7
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The objection based on this conbinati on was presented
in witing, but not repeated during the oral

proceedi ngs. The board is of the opinion that a skilled
person, starting fromthe assenbly of D8 and being
unsatisfied with the conplexity of the manufacture and
use of the positioning and locking clip (26), would
not, w thout the benefit of hindsight, be incited

by D7, a docunent dealing with a conventional threaded
coupling, to nodify the construction of D8 in a way

| eading to the clainmed assenblies. Mrre particularly,
in order to arrive at the clained assenblies, the

skill ed person woul d have to adopt one of the features
of the coupling disclosed in D7, ie the arrangenent of
the ranp nmeans on the outside of the filter base,

whi | st disregarding the other features thereof. The
adoption of this particular feature would, however
necessitate a substantial re-design of the rim(11),

t he upper part of the filter unit (17) and the clip
(26) as shown in D8, whilst maintaining the coupling
and positioning functions of the clip. Hence, the board
is convinced that a conbination of D8 with D7 does not

| ead the skilled person to the clainmed assenblies in an
obvi ous manner.

During the oral proceedings, the appellant has not
repeated and further substantiated its earlier witten
obj ections based on the conbinations of D7 with D13 and
of D14 with D13. The board has neverthel ess consi dered
D13. From D13, it is inmmediately apparent that the
filter units disclosed therein conprise a strainer as a
filtering elenent and are intended to be used in
connection with sprayers. Filtering of fuel is not

menti oned. The assenblies of D13 do not conprise a
retainer collar rotatable relative to the filter base.
Rat her, the filter base is coupled to the filter
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housi ng by neans of a bayonet-type cl osure conprising
el ements that can be considered as ranmp and fol |l ower
nmeans. The ranps are, however, not spiralling (like a
thread) and biasing neans are not provided. The
interlocking of the two parts occurs upon operation of
t he device, by neans of the pressure of the filtered
fluid.

Assumi ng, for the sake of argunment, that the skilled
person trying to inprove the |ocking of the cartridge
in the arrangenent of D7 would consider D13 at all,
despite the very different use and construction of the
devi ces disclosed therein, the board is not convinced
that the skilled person would, w thout know edge of the
clainmed invention, be inspired by D13 to take all the
steps necessary to transformthe conventional threaded
coupling of D7 into the specific spiralling bayonet
type closure according to claim1 or claim1l0.

Starting from D14 and | ooking for an alternative
construction of the filter assenbly disclosed therein,

t he board cannot see why the skilled person would turn
to D13 at all, despite the very different use and
construction of the devices disclosed therein. Assum ng
it did, the board holds that in view of the different
and i nconpati bl e sealing nechanisns relied upon in D14
and D13, D13 could not, wi thout the benefit of

hi ndsight, incite a skilled person to envisage the
nodi fi cations of the assenbly of D14 required to arrive
at the clained assenbly.

The appellant did not specifically rely on any of the
ot her docunents cited during the opposition

proceedi ngs, taken alone or in conbination. The board
is al so convinced that these docunents are of |esser
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rel evance than the ones di scussed here above. Since
this was not disputed, no reasons need to be given for
this finding.

5.5 In summary, the board is not convinced that any of the
conbi nati ons of docunents relied upon by the appell ant
| eads in an obvious manner to the clainmed assenblies.
The subject-matter of clains 1 and 10, and,
consequently, of clains 2 to 9 and 11 to 15, is thus
found to be based on an inventive step.

Or der

For these reasons it is decided that:

1. The appeal is dism ssed.

2. The request for apportionnment of costs is rejected.
The Registrar: The Chai r man:

U. Bul t mann R Spangenberg
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