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Summary of Facts and Submn ssions

0185.D

Mention of the grant of European patent No. 0 389 179
in respect of European patent application

No. 90 302 756.3 in the nane of ICl Australia
Qperations Proprietary Limted (now Orica Australia Pty
Ltd), which had been filed on 15 March 1990 cl ai m ng an
AU priority of 23 March 1989, was announced on

15 Novenber 1995 on the basis of 15 clains, independent
Clains 1, 10, 14 and 15 reading as fol |l ows:

"1. Very small water-insoluble polyner particles
capabl e of form ng a stabl e aqueous di spersion wherein
the particles have a nmaxi num average di aneter of 100 nm
and a core-sheath structure in which the core contains
addi ti on polyner and the sheath contains hydrophilic

pol yoxyal kyl ene chains containing an average of 6 to 40
oxyal kyl ene units per chain characterised in that

(a) at least 20 wt % of the pol yoxyal kyl ene chains are
at[t]ached to the addition polyner of the core via
coval ent bonds and

(b) the sheaths contain sufficient of the
pol yoxyal kyl ene chains for the mass ratio of the
core to sheath to be from98:2 to 60: 40.

10. A process for the preparation of a stable aqueous
di spersion of water-insoluble polyner particles wherein
the particles have a core-sheath structure in which the
core contains addition polyner and the hydrophobic

noi ety of an anphi phile and the sheath contains

sol vat ed hydrophilic pol yoxyal kyl ene chai ns of the
anphi phil e and the pol yoxyal kyl ene chai ns have an
average of 6 to 40 oxyal kyl ene units per chain
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characterised in that

(a) ethylenically unsaturated nononer is polynerised
in an aqueous nediumin the presence of the
anphi phi | e,

(b) the hydrophobic noiety of the anphiphile contains
at | east one ethylenic double bond

(c) sufficient polyal kyl ene chains are present in the
aqueous nediumto ensure that the nass ratio of
the cores to sheaths is from98:2 to 60:40 and

(d) the polynerisation is initiated at under 40EC

14. A stable aqueous dispersion of water-insol uble
pol ymer particles characterised in that the dispersion
contains particles as clained in any one of Clains 1
to 9 or as nade by a process according to any one of
Clains 10 to 13.

15. A coating conposition containing filmformng
material characterised in that the filmformng

mat eri al includes an aqueous dispersion as clainmed in
Claim14."

Clains 2 to 9 are dependent on Claiml, Cains 11 to 14
are dependent on C ai m 10.

Noti ce of Opposition requesting revocation of the
patent in its entirety on the grounds of Article 100(a)
EPC was filed by BASF Aktiengesellschaft on 16 August
1996.

The opposition was i.a. based on docunents
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D1: US-A-4 413 073,

D2: EP-A-0 013 478,

D3: US- A-4 587 290, and the later filed and adm tted
docunment s

D8: US-A-3 740 367, and

D9: Ul mann's Encycl opedia of Industrial Chem stry,
5th ed., vol. A21, VCH Publishers 1992, pages 305
and 320.

Docunent

D5: Surface Coatings, vol. 1, Raw Materials and their
Usage, Prepared by the G| and Col our Chem sts
Associ ation, Australia, Tafe Educational Books,
Randw ck (AU), second ed. 1983, pages 171 to 175

was i ntroduced into the opposition proceedi ngs by
t he Patentee.

Inits interlocutory decision orally announced on

24 February 1999 and issued in witing on 8 March 1999
the Qpposition Division found that the patent could be
mai ntai ned in amended form ie on the basis of the
clainms as granted except for the anended introductory
portion of Claim10 reading: "A process for the
preparation of a stable aqueous dispersion of water-

i nsol ubl e polyner particles according to any of

claims 1 to 9 ...

It was held in that decision that the subject-matter of
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t he opposed patent was novel, inter alia because none
of the citations disclosed sterically stabilised

di spersions of particles having a maxi num aver age

di ameter of 100 nm and/or a nmethod for their
preparation conprising a polynerisation initiation
tenperature of under 40°C. The subject-matter was al so
consi dered to involve an inventive step, because, in
the OQpposition Division's view, the state of the art
di d not suggest the clained solution of the technica
probl em existing wwth respect to the closest prior art
as represented by D3, ie the provision of dispersions
havi ng good rheol ogi cal properties at high solids
content suitable for the preparation of high gloss
coati ngs.

On 17 May 1999 the Opponent (Appellant) | odged an
appeal agai nst the decision of the Opposition D vision
and paid the appeal fee on the sane day. The Statenent
of Grounds of Appeal was submitted on 19 July 1999.

The argunents presented by the Appellant in their
witten subm ssions dated 16 July 1999 ( Statenent of
Grounds of Appeal) and 8 Novenber 2001 as well as
during the oral proceedings held on 8 January 2002 nay
be summari zed as foll ows:

Docunent D2 was novelty destroying for the subject-
matter of all independent clains of the patent in suit
because it discl osed aqueous dispersions having all the
features of the clained polyner particles, including

t hei r maxi num di aneter and the nunber of oxyal kyl ene
units conprised by the sheath portion of the particles,
as well as all features of the clainmed nmethod of
preparation, including polynerisation initiation
tenperatures of bel ow 40°C.
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In the Appellant's view, also docunent D3 was novelty
destroying for the subject-matter of present Cains 1
and 10 because the nethods of preparation, including a
pol ynerisation initiation tenperature of under 40°C,

of the respective dispersions were identical, and, for
that reason, particle sizes of up to 100 nm although
not explicitly nentioned in D3, were within this
docunent's inplicit disclosure.

Concerning the issue of inventive step, the Appellant
poi nted out that it was known from docunent D8 that
ionically stabilised aqueous di spersions of polyners
which were inter alia derived fromnethyl nethacrylate
and an unsaturated acid and which contai ned particles
within the size range of 0.01 to 0.1 um (10 to 100 nm,
provi ded a favourabl e viscosity-shear rel ationship, had
i nproved brush |evelling properties and could be used
to produce glossy coating fil ns.

In the Appellant's opinion, it was obvious to a skilled
person wi shing to obtain the sane beneficial properties
fromthe sterically stabilized pol yner dispersion of

D3, to select, fromthe set of reaction conditions
conprised by the disclosure of this docunent, those
which led to the formation of particles in the clained
size range up to 100 nm This only required routine
operations which did not involve any inventive effort.

In this context, the choice of a polynerisation
initiation tenperature under 40°C was at | east
foreshadowed by the statenment in D3 that "in nost

cases, the tenperature will not need to exceed 50°C
because the skilled person was aware from D9 that redox
initiation is usually carried out between 0 and 50°C.
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Moreover, in the Appellant's view, evidence was | acking
for an i nprovenent of the rheol ogical properties of the
cl ai med di spersions and/or the gloss of coatings
derived therefrom Experinents carried out by the
Appel I ant (cf. Experinental Reports attached to each
one of the afore-nentioned witten subm ssions) rather
showed that (a) the viscosity of dispersions having the
same solids contents increased with decreasing particle
size at any shear velocity, (b) the viscosity of
"inventive" dispersions decreased with increasing shear
velocity, while (c) the viscosity-shear behavi our of
prior art dispersions according to D3 was | ess
dependent on the shear velocity, ie was closer to a
Newt oni an behavi our, especially at | ow shear velocity,
and, thus, "better" than the sanme behavi our of
"inventive" dispersions.

The Appel l ant concluded fromthese results that the
probl em underlying the clained invention did not
conprise any inprovenent of the rheol ogy of the

di spersions, but could only be seen in the devel opnent
of di spersions which provide coatings of inproved

gl oss.

Inits view, however, it was obvious to solve this
probl em by the use of dispersions having snaller
particles, because an inproved gl oss was an i nmedi ate
consequence of the better penetration of such a

di spersion into a porous substrate.

The argunents presented by the Respondent in their
written subm ssions dated 27 March 2000 and 10 Decenber
2001 as well as during the oral proceedi ngs nmay be
summari zed as foll ows:
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Docunment D2 was not novelty destroying for Caiml,
because it did not disclose aqueous di spersions
conprising polyner particles having a maxi num di anet er
of 100 nm nor did it disclose that the sheath portion
of the particles conprised pol yoxyal kyl ene chai ns
containing an average of 6 to 40 oxyal kyl ene units per
chai n.

Simlarly, docunment D3 was not novelty destroying,
because the | owest particle size disclosed therein

was 111 nm and the polynerisation initiation
tenperature used according to the Exanples of D3 was
hi gher than the maxi num of 40°C permtted by Caim10
of the patent in suit. As to the nunber of oxyal kyl ene
units per chain of the sheath portion of the particles,
t he Respondent expressed doubts that the reference in
Caim1l of D3 to polyethylene glycol chains having a
nol ecul ar wei ght down to 500 was in line with the
description of this docunent which discl osed

pol yet hyl ene gl ycol s having a nol ecul ar weight in the
range of 2000 to 4000.

In the Respondent's view, the clainmed subject-matter
was al so inventive over the closest prior art according
to D3 because this citation failed to suggest the
solution of the existing technical problem ie the

provi sion of sterically stabilised dispersions having
an i nproved rheol ogy, especially a | ow viscosity at |ow
shear rates, as evidenced by Exanple 1 of the patent
speci fication.

The upper |imt of the particle size of 100 nm
according to present Claiml was not an arbitrary
feature, as contended by the Appellant, but was clearly
nmeani ngful in respect of the afore-nentioned problem
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as underlined by the inportance attached thereto in
docunent D8, which otherw se was, however, a renote
state of the art, because it related to ionically
stabilised dispersions.

The Appellant's criticismof the experinental results
of the patent in suit was unjustified because its
counter-evidence failed to adhere to essential features
of document D3.

The Appel | ant requested that the decision under appea
be set aside and that the European patent No. 0 389 179

be revoked.

The Respondent requested that the appeal be dism ssed.

Reasons for the Decision

1

0185.D

The appeal is adm ssible.

Amendnent

The only anmendnent concerns the insertion into the

i ntroductory portion of Claim10 of the statenent
"according to any of Clains 1 to 9". Since this
statenment is in accordance with the overall disclosure
of the opposed patent and since it anounts to a
restriction of the scope of Claim10, the requirenents
of Article 123(2) and (3) EPC are net.

Citations

Docunent D2
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Caim1 of this docunent relates to a process for the
production of a sterically stabilised dispersion of

pol ynmer particles of a size in the range 0.1 to 10 pu(m
(100 to 10000 nm) conprising the polynerisation in an
aqueous nedi um of one or nore ethylenically unsaturated
nononers at a tenperature which is at |east 10°C hi gher
then the glass transition tenperature of the pol yner
which is forned (page 8, lines 9 to 10: in general a
tenperature in the range of 30 to 80°C), in the
presence in the aqueous nedi um of a block or graft

copol yner stabiliser (Caimb5: "AB") which contains in
the nol ecul e a pol yneric conmponent (Claimb5: "A") which
is sol vatabl e by the aqueous nedi um and anot her

pol yneric conponent (Claimb5: "B") which is not

sol vatabl e therein and is capable of becom ng
associated with the polynmer particles fornmed, the total
amount of the nononer polynerised being such that the
resul ting dispersion contains at |east 20% by wei ght of
pol yner.

According to Exanple 1 a nmethacrylate ester of

nmet hoxy( pol yet hyl ene glycol) of a nol ecul ar wei ght of
about 2000, was used as graft copolyner stabiliser in
the "seed and feed" polynerisation of a m xture of

met hyl nethacrylate and butyl acrylate. The

pol ynerisation initiation tenperature of the "seed"
stage was the reflux tenperature of 84°C of the sol vent
m xture conprising water and ethanol. The resulting

di spersion had a particle size in the range of 0.05

to 5 um (50 to 500 nm) (cf. page 29, line 3 to page 31,
line 19).

3.2 Docunent D3

Caiml of this docunent relates to a pol ynerisation

0185.D Y A
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process in which at | east one ethylenically unsaturated
nmononer is enulsified in water and is polynerised in
the presence of (a) a redox-type pol ynerisation
initiator system conprising hydrogen peroxide in

conbi nation with a non-ionic water-soluble activator
conpound, (b) 0.5%to 10% by wei ght of the nononer to
be pol ynerised of a conventional non-ionic surfactant
and (c) 0.5 to 20% by wei ght of the nonomer to be

pol ynmeri sed of a precursor conpound the nol ecul e of

whi ch consists of (i) a polyethylene glycol chain which
has a nol ecul ar weight of 500 to 4,000 and (ii)
attached to said chain at |east one unsaturated
groupi ng selected fromthe group consisting of

net hacryl ate and al | yl.

The pol yet hyl ene glycol chain of the precursor conpound
provides a steric barrier around the resulting pol yner
particles whereby flocculation of the latter is
prevented (cf. colum 3, line 61 to colum 4, line 3).

According to colum 8, lines 48 to 54 it is possible by
virtue of the special redox-type inititator systemto
carry out the polynerisation at tenperatures that in
nost cases will not need to exceed 50°C, a tenperature
that is enployed in all the worked Exanpl es

(cf. colum 10, lines 5 to 19; Exanples).

Wil e D3 envi sages the preparation of latices having a
| ow particle size (cf. colum 3, lines 15 to 25), the
| onest particle size disclosed is that achieved
according to Exanple 18, nanely 111 nm (cf. colum 23,
line 24 to colum 24, line 8; especially the sentence
bridgi ng these col ums).

Docunent D8
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Thi s docunent relates to aqueous di spersions of
particles of an interpolyner in which at |east 95% of
the particles have dianmeters of 0.1 to 0.01 um (100
to 10 nm, the interpolyner inter alia conprising 20
to 99% of nethyl nethacrylate and an unsaturated acid
fromthe group of (nmeth)acrylic, maleic and itaconic
acid. To the dispersions which result fromthe

pol ymeri sation process a swelling agent is added in
order to aid in the subsequent comm nution of the

pol ynmer particles by vigorous agitation to the desired
di anmeters of less than 0.1 pum (100 nm (cf. colum 1,
Abstract of the Disclosure).

4. Novel ty

4.1 Docunent D2

4.1.1 daim1l

The subject-matter of this claimis novel over D2,
because this docunent does not disclose pol yner
particles having a maxi num average di aneter of 100 nm
and having all the other features required by that

cl ai m

Even if, contrary to the Board's judgnent, the
Appel I ant' s argunment was accepted that the infornmation
on page 27, lines 5 to 11 of D2, ie that the |argest
particles may be up to ten tines the dianeter of the
smal | est, could be conmbined with the lower limt of
0.01 pm (10 nm) of the particle size according to
Caim1l of this docunent (establishing thereby a size
range of from 10 to 100 nm, such a disclosure would
not destroy the novelty of present Caim1, because it
woul d fail to conprise the further clainmed feature that

0185.D Y A
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the sheath portion of the particles conprises an
average of 6 to 40 oxyal kyl ene units.

This results fromthe fact that there is no generic

di sclosure in D2 of a "sol vatabl e conponent A"
conformng to this requirenent; the reference in the
passage bridging pages 14 and 15 to the possi ble use of
a nononet hyl ether of a polyethylene glycol of a

nol ecul ar wei ght of 1000 (corresponding to about 22

et hyl ene oxide units) relates to special "conb" type
graft copol yners whose particle size paraneters are
undi scl osed, and the sane applies to the reference to
pol y(et hyl ene) oxide as a "sinple polyner of nolecul ar
wei ght at | east 1000" on page 20, line 11 to page 21,
l'ine 3.

Claim10

The subject-matter of this claimis novel over D2

al ready by the functional restriction to the
preparati on of polymer particles according to any of
Cainms 1 to 9 which includes the afore-discussed
particle size limtation. A further distinction is that
D2 does not describe that the polynerisation initiation
tenperature nust be under 40°C, because the sentence on
page 8, lines 9 to 10 that "In general, polynerisation
tenperatures in the range 30 to 80°C are convenient",
Is an isolated statenment from which the conbination of
process features of Claim 10 wth a polynerisation
initiation tenperature of below 40°C (ie at the | ower
limt of 30°C of the afore-nentioned range) cannot be

i nferred.

Docunent D3
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Claiml

The subject-matter of this claimis novel over D3
because this docunment does not disclose particles
havi ng a maxi num aver age di aneter of 100 nm The
smal l est particle size explicitly disclosed in D3 is
111 nm (" Nanosi zer" readi ng of the dispersion according
to Exanple 18: columm 23, line 24 to columm 24, line 8,
particularly the sentence bridging these colums).

The Appellant's argunent that the disclosure of D3
implicitly conprised particle sizes bel ow 100 nm
because the preparation nethods of D3 and of the patent
in suit would be identical, cannot be accepted, not

| east because D3 fails to disclose one of the essentia
features of the patent in suit, nanely the use of a
pol ynerisation initiation tenperature of under 40°C
(cf. point 4.2.2 below). It is self-evident to the
skilled person that this tenperature, which goes
together with the use of an adequate initiator system
i nfluences the reaction rate and the nol ecul ar wei ght
of the resulting polynmer and may thus have an i npact

al so on the particle size (cf. D5: page 175, second
par agraph; D2: page 22, lines 21 to 26). The
Appellant's inplicit contention that the differences
bet ween the polynerisation initiation tenperatures of
D3 and of the patent in suit could be disregarded is
therefore at variance with the facts.

Moreover, Table 1 on page 3 of the Experinental Report
attached to the Appellant's subm ssion dated 8 Novenber
2001 shows that within the range of 0.5 to 20% by

wei ght of nonomer (= pphm) of anphi pathic precursor
conpound ("Emul gator"), which is the range specified in
Caiml of D3, particle sizes may be obtained which are
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bel ow (di spersions (6) and (7)) or above

(dispersions (8) to (11)) the particle dianeter ("TG'")
of 100 nm This shows that, for the achi evnent of an
"inventive" particle size up to 100 nm a selection of
t he amount of anphi pat hic precursor conpound woul d be
necessary which is not suggested in D3.

Caim10

The subject-matter of this claimis novel over D3
because this docunent fails to disclose the use of a
pol ynerisation initiation tenperature of under 40°C.

The only general information concerning the

pol ynerisation initiation tenperature which is
contained in D3 sets out: "The process nmay be perforned
at various tenperatures, depending on the particul ar
nmononer or nononers being pol ynerised, the particul ar
initiator system enpl oyed and the rate of

pol yneri sation desired. As indicated above, the
tenperature chosen should not be so high that the
sol vat abl e conponent of the stabiliser ceases to be
effectively solvated by the aqueous phase. It is,
however, a feature of the use in the process of a
redox-type initiator systemthat the polynerisation can
in general be carried out at significantly |ower
tenperatures than those required in agueous enul sion
pol yneri sati ons enploying an azo-type initiator. In
nost cases, the tenperature will not need to

exceed 50°C." (cf. columm 8, lines 41 to 54).

Wil e this passage does not rule out the use of
tenperatures below 40°C, it is far from suggesting
their use. On the contrary, the teaching that too high
a tenperature should be avoided in the interest of an
effective solvation of the sol vatabl e conponent
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together with the reconmendati on of an upper limt of

50°C rather points to the use of higher, albeit not too
hi gh, tenperatures. This assunption is confirnmed by the
use as polynerisation initiation tenperature of 50°C in
all the worked Exanples (cf. colum 10, lines 5 to 12).

Docunent D8

Wil e this docunent discloses aqueous di spersions of
particles having sizes below 100 nm they are different
fromthose of the patent in suit in that they are
ionically stabilised by the presence in the polyner of
carboxylic groups and do not conprise a core-sheath
structure.

The subject-matter of Caiml and of Claim10 of the
patent in suit is therefore novel over D8.

The concl usions of novelty drawn in the afore-nentioned
points 4.1 to 4.3 with respect to the subject-matter of
Clainms 1 and 10 extend a fortiori to Clains 2 to 9

whi ch are dependent on Claiml1l and to Clains 11 to 13
whi ch are dependent on Caim10 as well as to the
further independent Cains 14 and 15 which conprise the
features of Cdaim1l, or, respectively, dains 1 and

C ai m 10.

Cl osest prior art

D3 represents the nost relevant prior art because it

di scl oses sterically stabilised aqueous pol yner

di spersions conprising core-sheath particles whose
sheath portion of polyethylene glycol derived units is
covalently bound to the addition polynerised particle
core wherein the particles differ fromthose according
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to Caim1 of the opposed patent only by the higher
particle size, the nearest enbodi nent being the
particles of Exanple 18 which have a size val ue

of 111 nm (cf. points 3.2 and 4.2.1 supra).

Pr obl em and sol uti on

In the Board's judgnent, it can be acknow edged t hat
the probl em objectively underlying the clained
invention vis-a-vis the disclosure of D3 is, in
accordance with page 3, lines 23 to 28 and page 5,
lines 38 to 46 of the patent specification, the

provi sion of such sterically stabilised aqueous

di spersions which exhibit an excellent rheol ogy at high
solids contents and which provide a good penetration

i nto porous substrates and, thus, good gl oss properties
of coatings derived fromthe dispersions. Another facet
of the problemis the devel opnent of a nethod for the
preparation of such particl es/di spersions.

Wth respect to the polyner particles of Claiml, the
af ore-nenti oned problemis essentially to be solved by
establ i shing a maxi mum average di aneter of the core-
sheath particles of 100 nm According to Caim10 this
Is to be achieved by a pol ynerisation process which
uses a polynerisation initiation tenperature of

under 40°C.

The Board is satisfied that the afore-nentioned
technical problem (as set out in 6.1 supra) is
effectively solved vis-a-vis D3 by the features of
Caim1, particularly by the smaller size of the
particles which is in turn attained according to
Claim10 by the use of a | ower polynerisation
initiation tenperature.
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This conclusion is drawn on the basis of the
experinmental evidence referred to in the patent in
suit, particularly in its Exanples 1 and 14.

Exanple 1 (page 5, line 49 to page 6, |line 36)

di scl oses the preparation of particles of about 50 nm
di aneter having a core derived from nethyl nethacryl ate
and butyl acrylate and a sheath conprising on average
about 10 oxyethyl ene units. The enul sion pol ynerisation
was initiated by the redox systemtert-butyl

per benzoat e/ sodi um eryt horbate/ferrous sul phate at a
tenperature of less than 6°C. The resulting 50 wei ght
percent aqueous dispersion of these particles exhibited
the foll ow ng viscosities:

shear rate [s!] vi scosity [ poise]
10 to 100 10
10, 000 1.1

Exanpl e 14 (page 11, line 29 to page 12, line 8)
descri bes the preparation of an "inventive" pignented
sem - gl oss conposition fornulated on the basis of the
di spersion according to Exanple 3 having a solids
contents of 51% by weight (cf. page 7, lines 9 to 26).
According to page 12, lines 3 to 8 the resulting paint
coatings exhibited inter alia an "inproved opacity",
provided a "richer fuller finish" and offered "good
brush, roller and spray application with good fl owout
of inperfections such as brush nmarks".

These results show that "inventive" dispersions having
hi gh solids contents provide rheol ogical properties
which allow, w thout the addition of any rheol ogy-
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nodi fyi ng agents, and thus in a very efficient manner
the preparation of sem -gl oss, opaque coati ngs
exhibiting a snooth, defect-free surface appearance.

Qbvi ousness

Claiml

This issue turns on the question of whether the state
of the art contains any information from which the
skilled person is able to foresee that the afore-

menti oned beneficial results can be obtained by the
provi sion of sterically stabilised pol yner dispersions
whose particles have a size which is | ower than
according to D3, ie have a maxi mum aver age di aneter of
100 nm

In the Board's judgenent, the subject-matter of Caiml
IS non-obvious with respect to the avail able citations
for the foll ow ng reasons:

As set out in point 4.2.1 supra, docunent D3 itself
does not disclose nor suggest dispersions of particles
whose dianeter is within the range specified in present
G aim1.

Al t hough the Appellant is correct in pointing out that
docunment D8 enphasi zes a nunber of advantageous
properties of aqueous pol yner dispersions having a
particle size in the range from 10 to 100 nm

(cf. point 3.3 supra), anong which their inproved
brush-levelling, their favourable viscosity-shear rate
relati onship and the gl ossy or sem -glossy surface
appearance of coating filns derived therefrom these
di spersions are fundanentally different fromthose of
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the patent in suit in that they are ionically
stabilised and do not conprise a sol vatabl e core-sheath
structure which Iends itself to sterical stabilisation.

Since it is evident from conmon general know edge that
rheol ogi cal properties of dispersions are subject to a
conplex interrelation of paraneters, including, in a
prom nent position, any possible interaction between

t he di spersant nedium (here water) and the di spersed
particles, the skilled person would not assune that the
change of an ionically to a sterically stabilised
system woul d not affect the rheol ogi cal and ot her
properties. This results fromthe fact that ionic
stabilisation is predom nantly governed by the

el ectrostatic forces exerted by the charged pol yner

nol ecul es whereas steric stabilisation, as it is
present according to D3 and according to the patent in
suit, is mainly an issue of hydrogen bridge type
attraction/ bonds between the di spersant water and the
hydrophilic noieties of the particles' sheath. This
essential difference is reflected by the insensitivity
of sterically stablised dispersions towards pH changes
and the presence of electrolytes which do, of course,
alter and disturb the electrostatic environnment of
ionically stabilised dispersions (cf. page 3, lines 19
to 22 and page 4, lines 38 to 44 of the patent
specification).

The skilled person would not, therefore, expect that
sterically stablised dispersions according to D3 would
exhi bit the sane beneficial rheol ogical properties as
the ionically stabilised dispersions of D8, if their
particle size would be reduced to the sane range of
values (ie 10 to 100 nm.
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The non-obvi ousness of the transfer of the particle
size teaching of D8 to the sterically stabilised

di spersions of D3 is al so conspicuous fromthe tine

| apse between these two docunents: If the Appellant's
argunment was right one woul d expect that the authors of
D3, which enjoys a priority of Septenber 1983, would
have taken account of this teaching of D8, which had
been published 10 years earlier in June 1973.

Nor is the Appellant's alternative argunent convincing,
that the rheol ogical properties of dispersions of the
clainmed particles were not inproved over those
according to D3 with the consequence that this property
was to be disregarded for the assessnent of

obvi ousness.

Thi s reasoni ng was based on the evidence submtted by
the Appellant in the Experinental Report attached to
its letter dated 8 Novenber 2001 which allegedly showed
that the rheol ogi cal behavi our of "inventive"

di spersions was worse than that of "conparative"

di spersi ons whose particles have di aneters above 100 nm
(as according to D3). However, these experinents have
all been carried out according to the nethod of

Exanple 1 of the patent in suit and not according to
the nmethod as disclosed in the closest prior art
docunent D3, especially not in accordance with the nost
rel evant enbodi ment therein, ie Exanple 18, which used
a different polynerisation initiator and a higher
tenperature of 50°C.

The results of this Experinental Report nust,
therefore, be disregarded because its "conparative"
experinments fail to represent enbodi nents of the state
of the art and because there is no further evidence on
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whose basis it could be concluded that, in contrast to
the skilled person's expectation that the different
initiator and the higher polynerisation initiation
tenperature will indeed affect the particle size

(cf. point 4.2.1 supra), these different reaction
condi ti ons have no inpact on the properties of the
resul ti ng di spersions.

Even if, arguably, the achievenent of polyner particles
of core-sheath structure having a naxi num aver age

di aneter of 100 nm which are suitable for the
preparation of stable aqueous di spersions, was

consi dered as a recogni zed desideratum their

I nventiveness woul d nonethel ess result fromthe non-
obvi ousness of the nethod for their preparation
according to Claim110, which for the first tine

provi des the neans for acconplishing this aim

(cf. subsequent point 7.2; T 0595/90, QJ EPO 1994, 695:
Reasons 5, |ast paragraph; T 0233/93 of 28 COctober 1996
(not published in the Q) EPO): Reasons 4, first

par agr aph).

Claim10

This issue turns on the question whether the state of
the art contains any information fromwhich the skilled
person is able to foresee that the solution of this
aspect of the existing technical problem ie the

provi sion of polyner particles having a maxi num aver age
di anmeter of 100 nm (cf. point 6.1 supra), can be

achi eved by enploying a polynerisation initiation
tenperature of under 40°C.

As set out in point 4.2.2 supra, docunent D3 itself is
silent about the use of a polynerisation initiation
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tenperature in that range and contains no suggestion in
that direction.

Nor is the Appellant's case supported by skilled
person's awareness of the feasibility of polynerisation
initiation tenperatures of bel ow 50°C in conbination
wWith the use of redox initiator systens (cf. D9 (post-
publ i shed but relied on as expert evidence): page 320,

| eft hand col umm, | ast sentence of second paragraph;

D1: colum 5, lines 51 to 59) because neither could the
skill ed person expect that |ower polynerisation
initiation tenperatures would result in smaller
particles, nor that dispersions containing such
particles would exhibit an inproved rheol ogy.

Simlarly, nothing can be gained for the Appellant's
case from D8 because there the small particle size is
not achi eved by a nodification of the polynerisation
conditions, let alone of the polynerisation initiation
tenperature, but by nechani cal post-treatnent of the
di spersion (cf. step (B) of Claiml).

The Appellant, thus, failed to establish that the
subject-matter of C aim 10 was obvi ous.

In view of the non-obvi ousness of the subject-matter of
Clains 1 and 10, the dispersion according to Caim 14
and the coating conposition according to Claim15 are

| i kewi se non-obvi ous because these enbodi nents conprise
the features of Claim1l1, or, respectively, of Cains 1
and d ai m 10.

The sane applies to the subject-matter of Clains 2 to 9
whi ch are dependent on Claim1l and to the subject-
matter of Clains 11 to 13 which are dependent on
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Claim10.

O der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

E. Gborgmai er R Young
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