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Summary of Facts and Submn ssions
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The opponent appeal ed the decision of the opposition
di vision rejecting the opposition filed agai nst
Eur opean patent No. 0 495 702.

The appellant referred to the followng prior art
docunent s:

Dl: US-A-4 864 521 and

D3: US-A-4 742 878,

and to an alleged prior use.

In order to prove that prior use had taken pl ace
publicly, the appellant relied on an affidavit dated
30 August 2001 subscri bed by a nmanager of the

appel lant, to which the followi ng exhibits were
attached:

exhibit 1, graphs show ng the nunber of LMs-70
electronic mailing scales sold in the period from 1986
up to 1990, and their value in dollars;

exhibit 2, listing of custoners that bought and
received LM5-70 electronic mailing scales in the
peri ods Septenber to Decenber 1986 and Novenber to
Decenber 1990;

exhibit 3, fax of 27 Septenber 1989 sent by the Tol edo
Scal e Corporation to the appellant and relating to LMS
product specifications for new manual ranging
enhancenent s;
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exhibit 4, certificate of conformance issued on

2 Cctober 1990 to the appellant for a postal weight
classifier nodel A 610 and optional nodels A570
and A530; and

exhibit 5, custoner operating guide for an LM5-70
Model A570 scal e.

Oral proceedings were held on 22 Novenber 2001.

The appel | ant requested that the decision under appea
be set aside and that the patent be revoked.

The respondent requested that the appeal be dism ssed,
or that the patent be nmaintained in anended formon the
basis of first, second or third auxiliary requests that
had been filed with a letter of 10 Cctober 2001.

The patent in suit as granted includes two i ndependent
cl ai ms which read as foll ows:

"l. A systemfor determning a weight of an article to
be mailed within a plurality of weight ranges
conprising a scale (16) and processing neans (10)
havi ng an out put indicating said weight of an article
to be mailed and connected to an output of said scale,
sai d processing neans having at least a first and a
second node of operation, characterized in that the
system further conprises input nmeans (12) to select by
the user, for each of the plurality of weight ranges, a
first variation in weight, i.e. a first weight

increment or a first tolerance in the first node of
operation or a second variation in wight, i.e. a
second wei ght increnment or a second tol erance, which is
nore precise than the first variation in weight, in the
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second node of operation.”

"11. A nethod of indicating the weight of an article
within a plurality of weight ranges in a postage system
conprising the steps of:

(a) weighing an article to be mail ed;

(b) inputting, for each of the plurality of weight
ranges, a desired node froma selection of at |east a
first node corresponding to a first variation in
weight, i.e. a first weight increment or a first

tol erance and a second node corresponding to a second
variation in weight, i.e. a second weight increnent or
a second tolerance, which is nore precise than the
first variation in weight;

(c) outputting said weight froma processing neans in
said selected variation in weight for issuance of
post age. "

Clains 2 to 10 and 12 to 20 of the patent in suit as
granted are dependent on claiml or 11 respectively.

V. The argunents of the appellant can be sunmari sed as
fol | ows:

Exhi bit 3 showed that, before the priority date of the
patent in suit, the appellant envisaged providing the
LMS-70 scal es described in exhibit 5 with an
enhancenent i ncluding dual manual ranging. It was in
the interest of the appellant to introduce this option
as soon as possible. As soon as the certificate of
conformance (exhibit 4) had been obtai ned, urgent steps
were taken to incorporate the enhancenent in the

3030.D Y A
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subsequent |y manufactured units, so that from or
shortly after the date of the certificate newy

manuf actured LMS-70 units were provided with the
enhancenment described in exhibit 3. Exhibit 2 showed
that over 100 units were installed at custoners’

prem ses between 15 Novenber 1990 and 31 Decenber 1990
and it was the recollection and belief of the nanager
of the appellant that had subscribed and sworn the
affidavit that at |east a proportion of these units
woul d have been provided wth the enhancenent.

Furt hernore, once the certificate of confornmance had
been issued, owners of LM5S-70 scales were provided with
an up-dated set-up calibration PROM card along with a
"change range" decal to enable their nmailing scales to
be nodified to incorporate the enhancenent. Thus, nuch
circunstantial evidence of prior use was avail abl e and,
on the bal ance of probabilities, it had to be accepted
that public prior use had taken place.

The enhancenent described in exhibit 3 took away the
novelty of the independent clains of the patent in
suit. User selection of weighing tolerance across the
full range of the scale was a feature of the LM5-70
scal e.

As regards prior art docunent D1, the system descri bed
therein included a scale, processing neans and a switch
for selection of either a high or a | ow range node of
operation. In the preferred enbodi nent of D1, the |ow
range node of operation extended fromO to 10 pounds
and the high range node fromO to 100 pounds. The

wei ght of an article to be mailed had to be determ ned
with an accuracy of 1/20 of an ounce between 0 and 50
ounces and with an accuracy of 1/10 of an ounce

bet ween 50 ounces and 10 pounds when operating in the
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| ow range node. On the other hand, in the high range
node of operation, weight had to be determned with an
accuracy of 1/2 ounce bel ow 500 ounces and with an
accuracy of 1 ounce between 500 ounces and 100 pounds.
Thus, between 0 and 10 pounds, the switch allowed a
user to select a first tolerance or a second tol erance
inamnmltiplicity of weight ranges. Al though D1
indicated that, in the high range node, the display of
rate informati on and charge were inhibited when the
output of the load cell was below a threshold such as
1to 5%of the full range, it also indicated that in
this case "raw' weight data mght still be displayed.
1% of the full high range corresponded to 1 pound and,
since the step in accuracy for the | ow range was

| ocated at 50 ounces, it was possible to select the
accuracy in a plurality of ranges also in the case
where the | ower portion of the high range was
inhibited. Since claim1l of the patent in suit did not
clearly require that accuracy be selectable in every
range of the scale, its subject-matter |acked novelty.
If claiml1l was construed as neaning that the input
nmeans permtted selection of the accuracy in every
range of the scale, its subject-matter did not involve
an inventive step because Figure 3A of Dl suggested
extending the higher limt of the lowrange to the ful
range of the scale.

Caim 11l defined a nmethod having features correspondi ng
to those of claim1. Therefore, the subject-mtter of
claim 1l al so | acked novelty or did not involve an

I nventive step

Dependent clainms 2 and 12 were both fully antici pated

by D1. Cains 3 and 13 were antici pated by node 2 of
the LM5-70 scale. The features of dependent clains 3

3030.D Y A
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and 4, and 13 and 14, were al so obvious in view of D3.
Dependent clains 5 and 15 | acked novelty in view of
exhibit 4. Further clains 5 and 15 were at | east

obvi ous because postage scales had in any case to
conformto regul atory standards and confornmance to such
standards was anticipated by D1. Furthernore clains 5
and 15 were in contravention of Article 52(2)(c) EPC
reciting no nore than a schene, rule or nethod for
doi ng busi ness. Dependent clains 6 to 10 and 16 to 20
were al so obj ectionabl e under Article 52(2)(c) EPC, as
the specific values chosen for the first and second
wei ght increnents had no technical effect, being rules
for doing business fully determ ned by conmercial and
regul atory consi derati ons.

The respondent essentially argued as foll ows:

No convi nci ng evi dence had been provided that the prior
use had taken place before the priority date of the
patent in suit. A strong probability was not sufficient
in the circunstances. Furthernore, no clear evidence
had been provided that the nmachine of the prior use had
all the features of claim1. In particular, the alleged
prior use did not allow selection between two wei ght
increnments in the full weight range of the system and
thus did not take away the novelty of claiml.

Caim1l of the patent in suit defined a systemin which
a first or a second variation in weight could be
selected in every weight range of the system The | ow
and hi gh ranges of D1 conpl enented each other to
provide the full weight range of the system Thus, the
| ow and hi gh ranges of Dl coul d not coincide and there
was necessarily a zone where they did not overlap in
whi ch no user selection between two wei ght increnents
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was possi bl e.

As the subject-matter of the independent clains was
mani festly not excluded from patentability, the sane
had to be true for the subject-matter of the dependent
clainms, which incorporated the patentable features of
t he i ndependent cl ai ns.

Reasons for the Decision

1

2.1

2.2

3030.D

The appeal is adm ssible.

Al l eged prior use

According to established case | aw of the boards of
appeal, an alleged public prior use is only adequately
substantiated if specific details are given of what was
made avail able to the public, where, when, how and by
whom see inter alia decisions T 328/87 (QJ 1992, 701)
and T 93/89 (QJ 1992, 718). Once substantiated, the
public prior use has to be proved beyond any reasonabl e
doubt by the opponent, see inter alia decisions

T 472/92 (QJ 1998,161) and T 782/92, T 97/94

(Q) 1998, 467), for little, if any, evidence would be
avai l able to the patentee to show that no public prior
use had taken place. If, as in the present case, only
circunstantial facts and evidence are subm tted, these
nmust be proved and be such as to enable the board to
regard the public prior use as established.

In the present case, the appellant submts that LMs- 70
mai | i ng scal es provided with a manual ranging function
described in exhibit 3 were manufactured and sol d
before the priority date of the patent in suit.
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However, he has not provided details of the

ci rcunstances of the sales. The appellant, being unable
to substantiate and prove the prior use as such, has
provided circunstantial evidence relating to it. In
this context, he submts that the LMS-70 mailing scale
was marketed | ong before the priority date, that it had
been enhanced by addi ng the dual nmanual rangi ng
function, that this enhancenent obtained regul atory
approval on 2 Cctober 1990 as shown in exhibit 4, and
that the enhanced mailing scale was sold "from or
shortly after"” this date. To support these allegations,
the appellant relies on the affidavit, according to
which it is the "recollection and belief"” of the
manager subscribing the affidavit that "at |east a
portion" of the units sold before the priority date
were provided with the enhancenent.

In view of the affidavit, the board considers that it
IS possible that the enhancenent described in exhibit 3
was i ncorporated as soon as possible in the mailing
scal es manufactured after 2 October 1990. However,
there is no evidence of a sale to a custoner before the
priority date of the patent in suit, which was only
about three nonths after the issue of the certificate
of conformance. As three nonths is a rather short
period in which to manufacture scal es incorporating the
enhancenent, sell themand ship themto custoners, the
board is not satisfied beyond any reasonabl e doubt that
a scal e incorporating the enhancenent reached a
custoner before the priority date of the patent in
suit. Thus, the board has cone to the concl usion that
public prior use before the priority date is not

est abl i shed.

Novel ty and inventive step
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Docunment D1 di scl oses a system for determ ning the

wei ght of an article to be mailed, conprising a scale
and processing neans connected to an output of said
scal e. The processing nmeans has an output for

i ndi cating the weight of the article on a display.

I nput neans in the formof a switch is provided to
al l ow sel ection by a user of either a first, so-called
hi gh-range, node of operation or a second, so-called

| ow range, node of operation. The | ow range node of
operation extends in the particul ar exanpl e descri bed
in DL fromO up to 10 pounds and the high range node of
operation from1l to 5 pounds up to 100 pounds. In the
| ow-range node of operation, the weight of the article
Is indicated on the display with a first increnent
equal to 1/10 of an ounce. In the high-range node of
operation, the weight is indicated wwth a second
increment equal to 1 ounce. Thus, the first increnent
IS nore precise than the second increnent and, in the
zone where the high and | ow ranges overlap, the user
can sel ect whether the weight of an article should be
di spl ayed with an accuracy corresponding to the first

i ncrement or the second increnent. However, the system
of D1 does not permt user selection between two

di fferent accuracies in all ranges in which the weight
of an article to be mailed can be determ ned.

Caiml of the patent in suit as granted recites that
the systemclained is "for determ ning a weight of an
article to be mailed within a plurality of weight
ranges". The board considers that this wordi ng neans
that the "plurality of weight ranges" covers the ful
range for which the systemis suitable for weighing an
article. As a consequence, the feature of claim1:

"I nput neans (12) to select by the user, for each of

the plurality of weight ranges,"” a first or a second
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variation in weight, nmeans that the selection nust be
possi bl e over the full weight range of the system This
feature is not present in the system of D1.

Figures 3A and 3B of Dl illustrate requirenents on the
accuracy of the weight indication that should be net by
the system but do not represent actual features of the
system In the systemof D1, only one weight range (the
overl ap zone between the | ow and hi gh ranges) can be
found, in which the user can select to display the

wei ght with the accuracy of the first or the second
increment in weight. Thus, the feature of claim1 that
the selection is possible in each of a plurality of

wei ght ranges is not present in the system of D1.

The high range node of D1 is for weighing relatively
heavy articles whereas the | ow range node is for

wei ghing relatively light articles. Therefore, no
notivation exists for the skilled person to nodify the
system of D1 so that the | ow and high ranges are

coext ensi ve.

For the above reasons, the board has cone to the
conclusion that the subject-matter of claiml1l is to be
considered to be newin the sense of Article 54(1) EPC
and as involving an inventive step in the sense of
Article 56 EPC

The i ndependent claim 1l is a nethod cl ai m whose
features correspond to those of claiml1l. Thus the board
considers that the subject-matter of claiml1ll is to be
consi dered as new and involving an inventive step for
anal ogous reasons.

In view of the conclusion reached in respect of the
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i ndependent cl ains, the subject-matter of the dependent
clainms nust al so be regarded as new and i nvol ving an
I nventive step

4. Furthernore, the subject-matter of clains 5 to 10
and 15 to 20, which are dependent on independent
clainms 1 and 11 respectively, cannot be regarded as a
schene, rule or nmethod of doing business as such
according to Article 52(2)(c) and (3) EPC, because the
subject-matter of the independent clains, which is
i ncl uded by reference in the dependent clains, is
itself an invention within the nmeaning of Article 52(1)
EPC, which is novel and involves an inventive step.
This is not destroyed by an additional feature recited
in the dependent clains, even if this additiona
feature, regarded in isolation, relates to a nethod of
doi ng busi ness.

5. Since, for the above reasons, the board judges that the
grounds for opposition do not prejudice the nmai ntenance
of the patent unanended and thus is in a position to
accept the main request of the respondent, there is no
need to exam ne the auxiliary requests.

Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

3030.D Y A
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M  Hor nel | W J. L. \Weeler
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