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Summary of facts and subm ssi ons

3297.D

The appeal lies fromthe Opposition D vision s decision
to revoke European patent No. 0 311 632, since the
clainms according to the then pending requests did not
neet the requirenent of Article 123(2) EPC or since the
cl ai med conpositions were not inventive.

In the decision it was only stated that "the all eged
invention is disclosed in the patent in suit".
Therefore, the Opposition Division concluded that the
requirenment of Article 83 EPC was net.

At the oral proceedings before the Board, held on
15 Cctober 2002, the Appellant (Proprietor of the
patent) filed a main request and an auxiliary request.

The only claimin the main request read:

"1l. An enul sifiable concentrate which fornms a sprayabl e
oi | -in-wat er enul sion having di spersed phase droplets
in the range of fromO0.1 to 5 mcroneters upon dilution
with water, conprising:

(i) an N-al kyl pyrrolidone surfactant having the
formul a

Hzc]:——-c:H2
H.C.
_ 2‘. r?x

RI
where R is a hydrophobic radical consisting of a
| inear, branched chain or cyclic al kyl containing
from8 to 14 carbon atons,
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whi ch surfactant is capable of formng mcelles in
neutral, basic or acid aqueous nedia or has a critical
m cell e concentration of between about 1 x 103 and
about 5 x 10°° noles per liter,

(ii) a water-insoluble agricultural chem cal selected
frominsecticides, herbicides and fungi ci des,
and

(iii) at |least one anionic, nonionic, cationic or
anphoteric surfactant other than said N G-C, al kyl
pyrrol i done surfactant,

wherein the weight ratio of said N G-C, al kyl
pyrrolidone surfactant to said other surfactant lies in
a range from1:10 to 1:0.8."

The only claimin the auxiliary request was identi cal
with the claimof the main request, except that the
hydrophobic radical R in the N-al kyl pyrrolidone
surfactant was restricted to "a hydrophobi c radi cal
consisting of a linear chain al kyl containing from38
to 14 carbon atons".

The Respondents (Opponents) submtted that the Claimin
the main request and the auxiliary request did not neet
the requirement of Article 123(2) EPC

Furthernore, the Respondents contested, that the patent
in suit provided sufficient information to enable a
skilled person to carry out the invention over its
conpl ete cl ai med scope.

The Appel |l ant argued that the clained conpositions
could be directly and unanbi guously derived fromthe



3297.D

- 3 - T 0516/ 99

application as filed and that the teachings in the
description and in the experinental part of the patent
in suit, under the heading "GG Enulsifiable
Concentrate Formul ations for Agricultural Chem cal s”
provi ded sufficient information in order to fulfill the
requi renent of Article 83 EPC.

The Appel l ant requested that the decision under appeal
be set aside and that the patent be maintained on the
basis of the main request or the auxiliary request both
submtted at the oral proceedings on 15 October 2002.

The Respondents requested that the appeal be di sm ssed.

Reasons for the decision

The appeal is adm ssible.

Article 123(2) and (3) EPC

The Board is satisfied that the Claimaccording to the
mai n request and according to the auxiliary request
neet the requirenents of Article 123(2) and (3) EPC.

Since both requests fail on other grounds, there is no
need to give further details for the above finding.

Sufficiency of disclosure of the main request

According to the established jurisprudence of the
Boards of Appeal, the requirenent of sufficient

di scl osure nmeans that the whole subject-matter that is
defined in the clainms, and not only part of it, nust be
capabl e of being carried out by a skilled person

wi t hout the burden of an undue anpbunt of
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experimentation or the application of inventive
i ngenuity.

Therefore, in the present case, it is essential to
establish whether the patent in suit as a whol e
provides sufficient information in order to enable a
person skilled in the art to determ ne which

enul sifiable concentrates forma sprayable oil-in-water
enmul si on havi ng di spersed phase droplets in the range
of fromO0.1 to 5 mcronmeters upon dilution with water
when conpri si ng

(i) an N-al kyl pyrrolidone surfactant capable of
formng mcelles in neutral, basic or acid aqueous
nmedia or has a critical mcelle concentration of
bet ween about 1 x 102 and about 5 x 10°° nol es per
liter,

(ii) a water-insoluble agricultural chem cal and

(iii) at |least one anionic, nonionic, cationic or
anphoteric surfactant other than said N G-C, al kyl
pyrrolidone surfactant, wherein the weight ratio of
said NG-C, al kyl pyrrolidone surfactant to said other
surfactant lies in a range from1:10 to 1:0. 8.

The cl ai ned emul sifiable concentrates are not only
defined by the fact that they conprise a certain

N-al kyl pyrrolidone surfactant, a water-insoluble
agricultural chem cal and a surfactant other than said
N-al kyl pyrrolidone within specific ratios; they are
further defined by the requirement in the claimthat
the concentrate forns a sprayable oil-in-water emul sion
havi ng di spersed phase droplets in the range fromO.1
to 5 microneters upon dilution with water, which
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anounts to a further restriction on the concentrate by
reference to a functional test they nust be able to
pass. What strikes is that the reader is given neither
in the claimnor in the description any rel evant
information as to what sort of concentrates he should
test as

(1) the extent of dilution is not stated;

(2) what to choose as ingredients (ii) and (iii)
out of an extrenely w de possible range is
| eft open;

(3) even concerning ingredient (i) the reader
woul d be left with doing nunmerous tests at
different pH to be sure whether a
structurally suitable Nal kyl pyrrolidone
nmet the mcelle formng requirenent or not;

(4) the ratio of ingredients (i):(ii):(iit), is
left to the reader

Unl ess virtually everything nmeeting the conpositional
requi renents of the claimshould al so neet the
functional requirements of the claim a serious
question arises whether the skilled person has been
given sufficient information to carry out the

i nvention.

According to the established jurisprudence of the Boards
of Appeal, such a functionally defined feature is only
acceptable if it enables a skilled person to carry out
the invention in the light of the disclosure of the
patent in suit and, possibly, on the basis of common
general know edge (see T 435/91 QJ EPO 1995, 188).

3297.D Y A
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The Appellant admtted that the description of the patent
in suit did not give any information about the formation
of sprayable oil-in-water enul sions upon dilution in

wat er. Neverthel ess, he submtted that by the exanples in
t he experinental part under the heading "GG Enmulsifiable
Concentrate Formul ations for Agricultural Chem cals" and
by using common general know edge a skilled person would
have sufficient information to find out which
concentrates would form sprayable oil-in-water enul sions
according to the Caim

The 16 exanpl es under the heading "GG Enulsifiable
Concentrate Formul ations for Agricultural Chem cals" only
descri be specific concentrates, of which it is said that
t hey provide stable enul sions or fast breaking enul sions.
According to the magjority of the exanples the presence of
an organic solvent in the concentrates is required

(te (i) Exanples 1 to 5, (ii) Exanples 2 to 7 and (iii)
Exanples 2 to 4), which requirement may not be deduced
fromthe description, and according to sonme ot her
exanpl es the presence of an N-al kyl pyrrolidone is not
even required (see (ii) Exanples 3, 4, 6 and 7), contrary
to the definition of the concentrate in the present

Claim Mreover, also the experinental part does not
provi de any gui dance as to how to prepare those oil-in-
wat er enul sions cl ai med and, thus, |eaves the burden of
finding out how such oil-in-water emnul sions may be
prepared entirely upon the skilled reader. In view of
that the Board considers that the person skilled in the
art would have to find out nerely by trial and error as
to which, if any, concentrates neet the functional

requi renent set out in the Caim ie by proceeding on a
lottery basis or by making own investigations wthout the
shadow of any useful technical guidance, ie by performng
a research programm
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Consequently, the Board concludes that there is no

techni cal concept fit for generalisation in the patent in
suit relating to the invention now cl ai ned, which would
make available to the skilled person the host of
concentrates formng a sprayable oil-in-water enul sion
according to the Claim There is also no evidence that a
skill ed person coul d make such concentrates on the basis
of common general know edge.

The Appellant also admitted that it was not specified in
the patent in suit which agricultural chemcals were to
be considered as water-insol uble. However, he submtted
that the term"water-insoluble agricultural chemcal"”
woul d be understood by a skilled person as an
agricultural chemcal insufficiently soluble in water to
make it usable agriculturally w thout prior nodifications
to increase its solubility. This contention is
unsupported by any reference to docunents showi ng what is
standard usage in this art. It is also inherently

i npl ausi bl e and so does not convince the Board. The |ack
of a verifiable objective criterion or paraneter for
determ ni ng whether an agricultural chemcal is water-
insoluble in the sense of the patent in suit cannot be
validly cured in the way suggested by the Appellant as
the skilled person is given no nore hel pful gui dance for
trying to find out whether a particular agricultural

chem cal is water-insoluble in the sense now suggested by
t he Appellant or not. The Board does not see any

i nprovenent in definition. If the skilled person cannot
determ ne what is "water-insoluble”, he is even |ess able
to determne what is "insufficiently soluble in water”

The only information provided in the experinental part
under the heading "GG Enulsifiable Concentrate
Formul ati ons for Agricultural Chemicals" is that the few
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specific agricultural chem cals used in the exanples are
to be considered as "water-insoluble"” in the sense of the
patent in suit w thout however any di scussion which m ght
gi ve gui dance on why that definition is net. It remains
that these exanpl es do not provide any teachi ng hel pful
for finding other agricultural chem cals which would be
"wat er-i nsol ubl e". Indeed, as the Respondents submtted
that the solubility of those agricultural chemcals in
water differed by a factor 10% which was not contested
by the Appellant, a skilled reader could concl ude
therefromthat the term"water-insoluble agricultura
chem cal" does not necessarily exclude agricul tural

chem cal s having sone solubility in water

In the absence of (a) any information, which agricultural
chem cals are considered to be insufficiently soluble in
water for agricultural use and (b) any indication about
the maxi mum solubility in water of suitable agricultural
chemcals in the sense of the patent in suit, a skilled
reader cannot determ ne which of these are suitable for

i ncorporation in the clained concentrates.

The Appellant also admtted that all N-al kyl pyrrolidone
surfactants having a critical mcelle concentration of
bet ween about 1 x 102 and about 5 x 10°° noles per liter
also fulfill the requirenment of being capable of formng
mcelles in neutral, basic or acid agueous nedia, so only
this latter is a restriction. Thus it remains to be

deci ded whether the patent in suit provides sufficient
information to determ ne in an unanbi guous way which N
al kyl pyrrolidone surfactants are capable of formng
mcelles in neutral, basic or acid aqueous nedia, a
prerequisite for the skilled person to be able to carry
out the invention as clained.
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The only information in the patent in suit in this
respect may be found in Table 2 in the experinental part
of the patent in suit, wherein the critical mcelle
concentrations for N-n-decyl pyrrolidone, N-n-dodecyl
pyrrolidone and N-n-tetradecyl pyrrolidone are |isted.
Therefromit can be concluded that those pyrrolidones are
capable of forming mcelles.

Al though no critical mcelle concentration was given in
that Table 2 for N-n-octyl pyrrolidone, the Appellant
submtted that N-n-octyl pyrrolidone requires an
extrenely strong acid nediumto formmcelles in water
and that it would not be beyond the average skilled
person to work this out and to realise that such a
pyrrolidone would still fall wthin the definition used
in the clains of the disputed patent (see letter of

24 Cctober 1997, page 3, fourth paragraph).

However, in the present case, the patent in suit does not
di scl ose which N-al kyl pyrrolidones are capabl e of
formng mcelles in which neutral, basic or acid aqueous
medi a; it does not give any information about the

chem cal nature of the neutral, basic or acid aqueous
nmedia to be used. Therefore, the patent gives

i nsufficient useful technical guidance as to howto find
out, with a reasonabl e expectation of success, which

N-al kyl pyrrolidones are capable of formng mcelles in
neutral, basic or acid aqueous nedi a.

The Board thus cones to the conclusion that for the three
reasons given under points 3.1, 3.2 and 3.3 the patent in
suit does not provide sufficient information to enable a
skilled person to carry out the invention.

Sufficiency of disclosure of the auxiliary request
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The Appellant submtted that all N-al kyl pyrrolidones
wherein R is a linear chain alkyl containing from38

to 14 carbon atons are capable of formng mcelles in
neutral, basic or acid aqueous nedia. By restricting the
Claimto sprayabl e concentrates conprising such N-1inear
al kyl pyrrolidones, a skilled person would thus have
sufficient information to determ ne which N-alkyl
pyrrolidones are suitable.

However, even by assumng that a skilled person would
have sufficient information concerning the limted group
of N-al kyl pyrrolidone surfactants, only one reason why
the Board considers that the disclosure is not sufficient
is thereby renoved. Neverthel ess, the requirenment of
sufficiency of disclosure is still not fulfilled for the
reasons set out in points 3.1 and 3.2 above.

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

N. Maslin A. Nuss
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