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Summary of Facts and Subm ssi ons
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This appeal is fromthe decision of the Opposition
Division to revoke the European patent No. 435 876 for
lack of inventive step. Caim1l of the patent read:

"A liquid concentrate conposition that can be used in
aqueous solution to introduce, into the surface of dyed
cellulosic fabrics, |ocal areas of variations in color
density, which consists essentially of

a) 25 to 90 wt-% of a cellulase enzyne conposition

b) 0,01-10 wt-% of a thickening agent; and

c) 0,1-50 mt-%of a buffer that can maintain the pH of
t he aqueous solution to about the optinum pH for enzyme
activity; wherein the variation in color density is
substantially the same as that produced by conventi onal
pum ce stone processing."

Two notices of opposition, based on insufficient

di scl osure (Articles 100(b) and 83 EPC), extension of
the subject-matter of the patent beyond the content of
the application as filed (Article 100(c) and

Article 123(2) EPC), lack of novelty and inventive step
(Articles 100(a), 54 and 56 EPC), were filed.

In its decision, the Opposition Division found that the
amendnment, which in the course of the exam nation
proceedings had led to the wording "A liquid
concentrate conposition” - whereas Claim1l of the

Eur opean patent application as filed read in this
respect "A gelled concentrate conposition” - did not
violate Article 123(2) EPC.
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However with respect to inventive step, it found that
t he subject-matter of none of the respective Clains 1
of the pending requests did involve an inventive step.

| V. The proprietor (hereinafter appellant) filed an appeal
and contested these findings of the Opposition D vision
and submtted a main request and five auxiliary
requests; the main, the first and second auxiliary
requests were those attached to the decision of the
Qpposition Division dated 31 October 1996, the third
and fifth auxiliary requests were filed under cover of
the letter dated 29 Septenber 2003, the fourth
auxiliary request under cover of the letter dated
9 Sept enber 2004.

Claim1 of the main request and of the auxiliary
requests 1 and 2 differ fromCaim1l as granted in that
"A liquid concentrate conposition” was replaced by "A
t hi ckened |iquid concentrate conposition”.

Claim1l1l of the auxiliary requests 3, 4 and 5 differ
fromCaim1l of the main request in that "A thickened
liquid concentrate conposition” was replaced by "A
gelled liquid concentrate conposition”.

During oral proceedings the appellant filed auxiliary
requests 6 and 7.

V. Opponent 2 (hereinafter respondent I1) reiterated its
argunents put forward before the COpposition D vision,
i.e. that Caim1l of the main request and of the
auxiliary requests 1 to 5 had no basis in the
application as originally filed (Article 123(2) EPC)

2248.D



VI .

VI,

2248.D

- 3 - T 0515/ 99

Opponent 1 (hereinafter respondent 1), substanti ated,
inter alia, its argunents under Articles 100(c) and
123(2) EPC which were, in essence, the sane as that of
respondent 1I1.

Respondent Il withdrew its opposition by its letter
dated 2 April 2001.

Inits letter dated 5 May 2001 the appellant referred
t o docunent

(B) Jurgen Fal ke, Manfred Regitz, "Ronpp Chem e
Lexi kon", Cele, Ceorg Thiene Verlag, 1992, 1511

Inits letter dated 5 June 2003, respondent | referred
t o docunent

(A) Jurgen Fal ke, Manfred Regitz, "Ronpp Chem e
Lexi kon", Verdi ckungsmttel, Georg Thienme Verl ag,
1992, 4890.

Oral proceedi ngs took place on 23 Septenber 2004.

The appel |l ant requested that the patent be maintai ned
according to the main request dated 31 Cctober 1996 or
to auxiliary requests 1 or 2 also dated 31 October 1996,
auxiliary requests 3 or 5 filed with letter dated

29 Septenber 2003, or auxiliary request 4 with letter
dated 9 Septenber 2004, or auxiliary requests 6 or 7
filed in the oral proceedings.

Respondent | requested that the appeal be di sm ssed.
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Reasons for the Decision

1.2

1.3

2248.D

Mai n request, auxiliary requests 1 and 2
Article 123(2) EPC

The respective Clainms 1 of all these requests are
directed to a "thickened liquid concentrate
conposition ...., which consists essentially of" the
t hree conponents a), b) and c) as defined (see

above V).

Claim1l as originally filed on the other hand read on
"a gelled concentrate conposition” ... which consists
essentially of" the same three conmponents a), b) and c)
as above. In fact, apart fromthe replacenent of the
original "A gelled concentrate conposition” by "A

t hi ckened |iquid concentrate conposition”, Claim1l as
filed and the respective Clains 1 of the requests now

under consideration are identical.

The appell ant argued orally and in witing that it was
al lowable to replace a "gelled concentrate conposition”
by "a thickened |liquid concentrate conposition” since
the description as originally filed disclosed: "The
cellul ase treatnent conpositions of the invention can
be manufactured in the formof a thickened liquid or a
gel. Common organic and i norgani c conpositions can be
used to produce the thickened or gelled product form"
(page 16, lines 22 to 25).

According to the appellant, this passage proved that in
t he European application as filed the terns "thickened
[iquid' and "gel" were used synonynously and, hence,

i nt er changeabl e.
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It also pointed to the kind of thickeners to be used,
such as pol yners, polyethyl ene waxes and xant han guar
gum which would help to adjust either a thickened
liquid or a gel which were listed fromthe description
(page 16, line 32 to page 17, line 4) wthout

menti oni ng any difference.

It concluded that a skilled person who had to rely on

t he whol e contents of the European application as filed
woul d have understood fromall theses passages that

wi thin the disclosure of this application thickened
liquid, gel, thickened product, and gelled product
nmeant all the sane and any information given in respect
to one conposition would also hold for the other
differently designated conposition

The Board does not agree. The only place in the
application as filed which discloses the anounts of the
conponents of the conpositions concerned is Claim1l

whi ch, as already indicated, refers to "A gelled
concentrate composition ....," (see point 1.2).

A thickened |liquid concentrate conposition conprising
the three conponents a), b) and c) in the anbunts given
was not disclosed by the specification as originally
filed.

The question to be answered is whether in spite of this,
the features a), b) and c) were originally disclosed

al so in conbination with "a thickened liquid

concentrate conposition” since this expression is
synonynous to "a gelled concentrate conposition” as

al | eged by the appell ant.
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In this respect, the appellant also maintained that a
patent specification may be its own dictionary which
means that a technical termmay be defined and used
therein with a neaning different fromits normal one as

it could be found e.g. in text books.

However, in the patent application as filed neither a

t hi ckened |iquid concentrate conposition nor a gelled
concentrate conposition is defined. The use of these
ternms, even in the sane sentence, cannot be replaced by
a clear definition, be it explicit or inplicit.

In the absence of such definitions, technical terns
have to be given their normal neaning as a skilled
person woul d understand them according to his comon
general know edge (Rule 35(12) EPC). The latter is
evi denced e.g. by docunent (B) as follows:

"Agel, atermderived fromgelatine, is a designation
commonly used in colloid chemstry for liquid and gas
rich, formstable and easily deformabl e di spersion
systens conprising at | east two conponents which
consi st of a solid, colloidal substance having | ong or
branched particles (inter alia, bentonites,

pol ysacchari des, which are thickening agents often
called gelling agents) and a liquid (nostly water) as
di spersion nediunt (translated by the Board).

As to the appellant's hint to the use of thickeners,
reference was nmade to docunment (A):

"Thi ckeners, nostly high nol ecul ar conpounds, ...soak
up liquids and are used to increase the viscosity of
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liquids, nostly water. .... Thickeners are used
for...inproving the thixotropic properties of gels."

In conclusion, in the application as filed, two
alternatives were disclosed for manufacturing the
cellul ase treatnment conpositions of the patent in suit:
a thickened liquid or a gel (application as filed,

page 16, lines 22 to 24 and patent in suit, page 7,
lines 6 and 7) both terns designating products being

di stingui shed from one another by displaying different
physi cal properties.

Therefore, in the absence of additional pertinent
information, properties (here: the amounts of the
conponents of the composition) disclosed in conbination
wi th one particular product cannot be related to the

ot her alternative product.

It follows that a "thickened liquid concentrate
conposition” .... which consists essentially of

"a) 25 to 90 wt-% of a cellul ase enzyne
conposi tion;

b) 0,01-10 wt-% of a thickening agent; and

c) 0,1-50 wt-% of a buffer ...."

was not disclosed in the application as originally
filed (see above point 1.4).

Hence, the European patent application had been anended
in a way that it contai ned subject-matter which

ext ended beyond the content of the application as fil ed.

The respective clainms 1 contravene Article 123(2) EPC.
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The main request and the auxiliary requests 1 and 2 are,
therefore, not all owable.

Auxiliary requests 3 to 5

The respective Clains 1 of the auxiliary requests 3

to 5 are identical and differ fromCaim1l of the main
request in that "A thickened liquid concentrate
conposition” was replaced by "A gelled liquid
concentrate conposition”.

The application as originally filed did not disclose
the expression "gelled liquid concentrate conposition"”.
Therefore, no explicit support can be found in the
application as originally filed for a gelled liquid
concentrate conposition”, let alone an explicit or
inplicit disclosure of this termwth the features a),
b) and c) of these clainms 1 which, thus, violate
Article 123(2) EPC

For this reason auxiliary requests 3 or 5 are not
al | owabl e.

Auxiliary requests 6 and 7

The respective Cains 1 of these requests are identi cal
and differ fromCaim21 of the main request in that "A
t hi ckened |iquid concentrate conposition” was repl aced
by "A liquid concentrate conposition”

There was no support in the application as originally
filed for a liquid concentrate conposition consisting
essentially of
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a) 25 to 90 wt-% of a cellul ase enzyne conposition
b) 0,01-10 wt-% of a thickening agent; and
c) 0,1-50 wt-% of a buffer.

The Board has al so considered Claim6 as originally
filed which disclosed a liquid concentrate conposition;
this claimread as foll ows:

"A liquid concentrate conposition that can be used in
aqueous solution to introduce, into the surface of dyed
cellulosic fabrics, |ocal areas of variations and col or
density, which consists essentially of

a) at least 25 w-% of cellul ase enzyne conposition
that can provide to an aqueous treatnent solution at

| east 1500 CMC units of enzynme per liter of solution;

b) an al coholic diluent; and

c) a buffer that can maintain the pH of the aqueous
solution to about the cellul ase enzyne opti num pH,
wherein the variation in color density is substantially
the sane as that produced by conventional pum ce stone
processing. "

It follows that this original claim®6 did not disclose
a liquid concentrate conposition in conbination with a
t hi ckeni ng agent.

Hence, the respective clains 1 were anended in such a
way that their subject-matter extended beyond the
content of the application as filed (Article 123(2)
EPC) .

The auxiliary requests 6 and 7 are not all owabl e.
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Or der

For these reasons it is decided that:

The appeal is dism ssed

The Regi strar: The Chai r man:

G Rauh P. Krasa
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