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Summary of Facts and Subm ssi ons

2128.D

Eur opean patent No. 536 607 claimng the priority of
two US patent applications US 768 791 and US 799 806 of
30 Septenber 1991 and 29 Novenber 1991 respectively was
granted on the basis of 22 clains.

Appellant 1 (opponent) filed a notice of opposition
requesting revocation of the patent on the grounds of
| ack of novelty, lack of inventive step and

i nsufficiency of disclosure. During the opposition
proceedings, inter alia the follow ng docunents were
relied upon:

D1 EP- A-0 546 302 D2 EP-A-0 536 676
A2 US- A-4 992 087 A3 EP- A-0 281 894
A4 US- A-4 857 094 A6 EP- A-0 233 003
A7 EP- A-0 301 755 A8 US- A-4 900 630
Bl SPIE, vol. 652, Thin film Technologies |1, 1986,

pages 166-178
P1 US application 768 791
P2 US application 799 806
P3 JP application 311723/91

In an interlocutory decision, the oppposition division
deci ded that the patent in suit could be maintained in
an anended form The decision was based on anended sets
of clainms all filed on 4 February 1999. The opposition
division held that claim1l of the main request for the
Contracting States DE, FR, GB and I T (hereinafter
states A) | acked novelty with respect to either of D1
and D2. Caim?22 of the first auxiliary request for the
states A was not novel over the disclosure of D2. The
clainms of the third auxiliary request net the
requirenents of patentability. Caiml for the states A
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was novel with respect to D2, D1 and A8 since silicon
nitride was deleted fromthe list of protective
coatings and the TiNNCr coating system of A8 was

di scl ai med. This disclainmer also established novelty of
the clains for the Contracting States CH, ES, Li, LU
and SE (hereinafter states B)

Appel l ant 1 (opponent) and Appellant 2 (proprietor of
the patent) | odged an appeal against this deci sion.
Appel lant 1 cited three new docunents, nanely EP-A-

456 487 (A9), US-A-4 965 121 (A10) and US-A-5 000 528
(All) in the grounds of appeal and a further docunent
EP- A-279 550 (Al12) on 11 Cctober 2000. Appellant 2
submtted three sets of anended clains for the
contracting states A (as a nain request and two

auxi liary requests) and one set of anended clains for
the contracting states B with the grounds of appeal.
Further auxiliary requests were submtted during the
appeal proceedings. In a conmuni cation, the board
informed the parties of its provisional opinion
concerning the admssibility of Appellant 1's appeal
and drew the appellants' attention to decision T 323/97
(to be published in the AQJ). Oral proceedings were held
on 12 June 2002. During the oral proceedi ngs appell ant
2 submtted a set of anmended clains for the contracting
states A and a set of amended clains for the
contracting states B, as the nmain request. At the end
of the oral proceedings the board comuni cated to the
parties that the decision would be given in witing and
that the board would refer a point of |aw concerning
the requirements for the adm ssibility of disclainers
under Article 123(2) EPC to the Enl arged Board of

Appeal .

The five independent clainms 1, 8, 17, 19 and 22 for the
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contracting states Afiled at the oral proceedings read
as follows:

"1. A heat processable, netallic appearing coated
article conprising:

(a) a transparent glass substrate;

(b) a netal conpound filmwth nmetallic properties
selected fromthe group consisting of netal borides,
nmet al carbides, netal oxynitrides, chromumnitride,
titaniumnitride, zirconiumnitride, hafniumnitride,
tantalumnitride, niobiumnitride; and

(c) a protective layer conprising a different netal
fromthe nmetal conpound filmwhich mnimzes oxidation
of the metal conpound filmand is selected fromthe
group consisting of chromum titanium and nitrides
and oxynitrides of silicon-netal alloys with the
exception of silicon-zirconiumnitride and silicon-tin
nitride,

with the proviso that if the netal conpound filmis
titaniumnitride the protective layer is not chromum"”

"8. A heat processable, netallic appearing coated
article conprising:

(a) a transparent glass substrate;

(b) a netal conpound filmwth nmetallic properties
selected fromthe group consisting of netal borides,
nmet al carbides, netal oxynitrides, chromumnitride,
titaniumnitride, zirconiumnitride, hafniumnitride,
tantalumnitride, niobiumnitride; and

(c) a protective layer conprising a different netal
fromthe nmetal conpound filmwhich mnimzes oxidation
of the metal conmpound filmand is selected fromthe
group consisting of chromum titanium and nitrides
and oxynitrides of silicon and silicon-netal alloys;
wherein a stabilizing | ayer selected fromthe group
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consisting of silicon, titanium zirconium tantalum
chrom um niobium silicon alloys, nickel-chrom um
alloys and alum numnitride is deposited between said
gl ass substrate and said netal compound film?"

"17. A method of making a heat processed netallic
appearing article conprising the steps of:

(a) depositing on a surface of a glass substrate a
metal conpound filmwith netallic properties selected
fromthe group consisting of netal borides, netal

carbi des, netal oxynitrides, chromumnitride, titanium
nitride, zirconiumnitride, hafniumnitride, tantal um
nitride, niobiumnitride; and

(b) depositing a protective |layer conprising a
different nmetal fromthe netal conpound fil m which

m ni m zes oxidation of the netal conpound filmand is
selected fromthe group consisting of chrom um
titanium and nitrides and oxynitrides of silicon-netal
alloys with the exception of silicon-zirconiumnitride
and silicon-tin nitride; and

(c) heating the glass substrate on which are deposited
said netal conmpound filmand protective |ayer to a
tenperature sufficient to bend the glass."

"19. A method of making a heat processed netallic
appearing article conprising the steps of:

(a) depositing on a surface of a glass substrate a
metal conpound filmwth netallic properties selected
fromthe group consisting of netal borides, netal
carbides, netal oxynitrides, chromumnitride, titanium
nitride, zirconiumnitride, hafniumnitride, tantal um
nitride, niobiumnitride; (b) depositing a protective

| ayer conprising a different netal fromthe netal
conmpound fil mwhich mnimzes oxidation of the netal
conmpound filmand is selected fromthe group consisting
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of chromum titanium and nitrides and oxynitrides of
silicon and silicon-netal alloys;

(c) heating the glass substrate on which are deposited
said netal conpound filmand protective |ayer to a
tenperature sufficient to bend the gl ass,

further conprising the step of depositing a stabilizing
| ayer selected fromthe group consisting of silicon,
titanium zirconium tantalum chrom um niobium
silicon alloys, nickel-chromumalloys and al um num
nitride, between said glass substrate and said netal
conmpound filni.

"22. A heat processable, netallic appearing coated
article conprising:

(a) a transparent glass substrate;

(b) a netal conpound filmwth nmetallic properties
which is titaniumnitride

(c) a protective layer which is silicon nitride."

The set of anended clains for the contracting states B
contains two i ndependent clainms. Claim1l differs from
claiml1 for the contracting states A only by the
deletion of the disclainmer with respect to D1, ie "with
t he exception of silicon-zirconiumnitride and silicon-
tin nitride". Claim17 for the contracting states B
differs fromclaim217 for the contracting states A by
the additional materials for the protective |ayer,
nanely "nitrides and oxynitrides of silicon" and by the
del etion of the said disclainmner.

Appel lant 1 requested that the decision under appeal be
set aside and that the patent be revoked. Appellant 2
requested that the decision under appeal be set aside
and that the patent be maintained with the clains of
the main request filed during the oral proceedi ngs on
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12 June 2002. Appellant 2 requested alternatively that
three questions of law fornulated in its letter dated
13 March 2002 be referred to the Enl arged Board of

Appeal .

Wth respect to the adm ssibility of appellant 1's
appeal the parties argued as foll ows:

Appel lant 2 (proprietor of the patent) argued that

appel lant 1's appeal was not adm ssible since the
opponent failed to present grounds in connection with

t he decision maintaining the patent on the basis of the
third auxiliary request filed on 4 February 1999. It
was clear frompage 1 of the grounds of appeal that the
appeal was directed only against the main, first and
second auxiliary requests filed on 4 February 1999.
There was no roomfor interpretation whether the
argunments mght be relevant for the third auxiliary
request .

Appel lant 1 (opponent) argued that its appeal was

adm ssible since it was clear that the argunents
presented in the grounds of appeal also applied to the
clainms of the third auxiliary request enclosed with the
deci si on under appeal .

As to the substance, appellant 1's argunents can be
summari sed as foll ows:

Caiml1l of the main request filed on 12 June 2002 did
not neet the requirenments of Article 123(2) EPC

i ndependently of the presence of the disclainers.
Furthernore, the case | aw concerning disclainmers had
been reversed by decision T 323/97 and the disclainers
were not acceptable. The subject-matter of claim 1l of
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the main request (contracting states A) |acked novelty.
The disclainmer with respect to DI was not sufficient to
establ i sh novelty since the teaching of D1 was not
restricted to Si/Zr nitrides and Si/Sn nitrides as the
material for the protective layer. D1 further disclosed
nitrides including silicon in general, ie nitrides of
silicon-netal alloys, for exanple nitride of Si-A, and
the oxynitrides of Si-netal alloys. The term
"siliconitride"” was not equivalent to "silicon nitride"
but desi gnated products including an additional

el ement. As the expression "or the like" was used in D1
(page 3, lines 16 to 22), the disclosure was not
restricted to the two disclainmed exanpl es. Furthernore,
the conditions set out in the case |law for selection
inventions applied to the conbination of two lists of
materials. The two lists overlapped to a great extent,

t he sel ected conponents were not sufficiently far
removed fromthe exanples and it was not a purposive
sel ection. The subject-matter of claim8 | acked novelty
with respect to D1 which disclosed a stabilizing

under| ayer of SiN, or oxynitrides of Si-netal alloys.
These conpounds fell within the very general expression
"silicon-alloy" stated in claim8. The objections of

| ack of novelty over D1 applied |likew se to the process
cl ai ns.

D2 al so destroyed the novelty of the coated article of
claim1 since the conpounds SiCQN, indicated in D2 were
oxynitrides of silicon alloys. The product of claim 22
was not novel with respect to D2 taking into account
that Ti N was one of the preferred conpounds of the |ist
di sclosed in D2 for the functional layer and silicon
nitride one of the preferred conpounds of the list for
the protective |layer. The choice of these two specific
conpounds fromthe two lists of D2 did not fulfil the
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criteria for a selection invention. The coated articles
of D2 were capabl e of undergoing a heat-treatnent since
they were used as heat-screening glass for autonotive
wi ndows and buil ding glazing. The former use inplied
that the coated articles were inevitably tenpered or

| am nated for security reasons and to neet the | ega
requi renents existing before the priority date (see in
this respect A4).In the second use the articles were
inevitably exposed to the sun-light, ie to tenperatures
of up to 70°C.

A7 represented the closest prior art. In the products
of A7 the alum nium | ayer protected the underlying

| ayer by formng alumna at its surface. According to
A2 the formation of a dense oxide provided a barrier
agai nst the oxygen diffusion towards the subjacent

| ayers. Although the products of A7 were toughenable
wi t hout degradation of the coating, their optical
properties were considerably changed on toughening.
Starting from A7, the technical problemwould have been
to inprove these products so as to achieve the
protection agai nst oxidation while nmaintaining the
desired optical properties. The solution to this
probl em was given in All which taught that the optical
properties of the coating renmai ned unchanged on

t ougheni ng when using a protective |layer of silicon
nitride, alumniumnitride or boron nitride. In All,
the inner netal |ayer was a Ag, Au or Pt |ayer.
However, the skilled person would have applied the
teaching of All to netal conmpounds with netallic
properties such as the netal nitrides since he knew
fromA7 that titaniumor chromumnitride |layers al so
required a protection by an outer |ayer and were
simlarly affected by oxygen. The skilled person would
have used the silicon targets avail able before the
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priority date, nanely targets of silicon alloyed with
various elenments, to deposit the silicon nitride |ayers
onto the chromumor titaniumnitride |layers. Doing so,
he woul d have arrived wthout difficulties at the

cl ai med subject-matter. Furthernore, Bl disclosed that
the noble netal |ayers, such as Ag |ayers, were sol ar
control coatings equivalent to nmetal nitride or netal
carbide layers, in particular TiN or TiC |ayers, and
that their properties and behaviour were simlar to
those of TiN or TiC |layers. The subject-matter of
claiml was al so obvious to the skilled person in view
of the teaching of A3 or A6 in conmbination with the

t eachi ng of BLl.

As to the substance, appellant 2 put forward inter alia
the follow ng argunents:

Concerning the allowability of the disclainers under
Article 123(2) EPC, decision T 323/97 was in contrast
to the common practice of the EPO and contradicted
current jurisprudence. Therefore, three questions
should be referred to the Enl arged Board of appeal in
order to assure uniformapplication of the law Caiml
of the main request was novel over the disclosure of
D1. The wording "a nitride of at |east two of silicon,
boron, alum nium zirconiumand tin" disclosed a | arge
nunber of conbinations. D1 contai ned no unanbi guous

di scl osure of the nitrides and oxynitrides of silicon-
nmetal alloys in general or of a Si-Al nitride. The
terms "and the like" did not clearly define what was
meant. They were usually used for enconpassing
equi val ents whi ch, however, were not taken into account
for the novelty issue. The word "siliconitride"
represented another way for spelling "silicon nitride"
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and thus designated the sanme product. D1 al so did not

di scl ose a stabilizing |ayer as defined in claim38
since nitrides and oxynitrides of silicon were not
silicon alloys in the sense of the patent in suit. D2
did not nention any heat treatnent. The coated article
of claim22 was new with respect to D2 since it was the
result of the selection of one conpound in each of the
two |lists of conpounds disclosed in D2. The term "heat
processable” was a limting feature. It defined any
subsequent processing of the glass under heat such as

| am nati ng, bending, tenpering. The tenperature
resulting fromthe sun-shine was not a heat processing.
Appel lant 1 had not shown that the uses stated in D2
necessarily inplied a heat processing. The new
docunents A9, A10, All and Al2 were not closer to the
patent in suit than references A3 and A6 and shoul d be
di sregarded as filed belatedly. The clainmed product was
not obvi ous over the disclosures of A7 and All. All

i ndeed di sclosed a silicon nitride |ayer as the
protective |ayer, but silicon nitride was not stated
any longer in anmended claim1. Furthernore the teaching
about the protective |layer in All concerned netal

| ayers of Ag, Au and Pt and could not be transferred to
a titaniumnitride |layer. The reason for the
destruction of the netal |ayer in All was not
necessarily the oxidation of the layer. In A3 the
degradation of the silver layer was not attributed to
oxi dation but to an aggloneration, ie a fundanentally
di fferent nmechanism A4 also did not disclose an

oxi dation of the coating. Bl taught that the types of
defects were quite different for the nitrides and the
nobl e netals and did not teach that inproved optical
properties would be obtained with the nitrides. The
cited prior art showed that very little changes in the
protective layer led to very different results. The
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skill ed person would have had no reason to try
repl acing the alum niumlayer of A7 by a |ayer of
silicon nitride or nitrides of silicon-netal alloys.

Reasons for the Deci sion

2128.D

Appel l ant 2's appeal is adm ssible.

Appel l ant 2 has contested that the statenent of grounds
of appeal filed within the tine [imt by the opponent
nmeets the requirenent of Article 108 EPC, third
sentence. The question arises whether or not the
opponent's grounds of appeal actually specify |legal and
factual reasons why the interlocutory decision

mai ntaining the patent in suit on the basis of the
third auxiliary request filed on 4 February 1999 is
incorrect. It is stated in the cover page of the
opponent's grounds of appeal that appellant 2 has
itself filed an appeal concerning the clains of the
mai n request while maintaining two auxiliary requests
and, thus, that reasons why the main request and the
two auxiliary requests |acked patentability wll first
be given. The third auxiliary request is indeed not
expressly referred to in the cover page. However, both
in the notice of appeal and at the end of the grounds
of appeal s, the opponent has requested the entire
revocation of the patent in suit, which undoubtedly
inplies that the opponent does not agree with the

mai nt enance of the patent on the basis of the third
auxiliary request. Furthernore, a conparison of the
clainms of the third auxiliary request for the
contracting states A with those of the preceding
requests shows in particular that claim1l7 of the third
auxiliary request is identical with claim 17 of the
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mai n request and of the first auxiliary request. It was
not contested that the grounds of appeal contain
reasons as to why claim17 of the main request is

consi dered by the opponent to |ack novelty and
inventive step (see grounds of appeal, page 6, point 5
in conmbination wth point 3 for the novelty issue;

page 9, point 13 in connection with the alleged |ack of
inventive step). Therefore, it can be immedi ately
understood that the argunments presented in connection
with claim17 of the main request apply likew se to
claim17 of the third auxiliary request, ie the request
on which the patent in suit should be naintained
according to the interlocutory decision. Therefore, the
grounds of appeal neet the requirenents of Article 108
EPC, |ast sentence. As the other requirenents set out
in Articles 106, 107 and 108 are also fulfilled,

appel lant 1's appeal is adm ssible.

Appel l ant 2 requested that the new docunents A9, AlO,
All and Al12 cited by appellant 1 for the first tinme at
t he appeal stage be disregarded as being filed | ate.
Appel lant 2 argued in this respect that these
references would not be closer to the patent in suit
than A3 and A6 cited in the notice of opposition. The
board observes that the first three docunments were
cited right at the beginning of the appeal proceedings
in the grounds of appeal (16 July 1999) and Al2 was
relied upon in the letter dated 11 October 2000 in
reply to the filing of five further auxiliary requests
by appellant 2 on 11 January 2000. These docunents were
filed at a relatively early stage of the appeal
procedure. They cannot prima facie be considered as not
rel evant when considered in conbination with other
docunents already on file. The clainms of the patent in
suit enconpass a great nunber of possible conbinations
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and alternatives and A9 to Al2 disclose alternative
materials for a protective |ayer which are not

di sclosed in A3 or A6, nanely silicon nitride, nitrides
of silicon-alum niumalloys and oxynitrides of silicon-
al um nium al | oys, these layers being used in
conmbination with a silver layer in solar contro

mul til ayer coatings or optical interference fil ms.
These docunents are prinma facie closer to the clained
subject-matter than A3 and A6 regarding certain aspects
of the clainmed subject-matter, nanmely the use of
silicon nitride, nitrides or oxynitrides of silicon-
netal alloys for the material of the protective |ayer.
Therefore, they are admtted in the proceedi ngs.

Concerning the allowability of the amendnments in the
clainms of the main request for the contracting states
A, the board observes that claim1l differs fromgranted
claiml in that (i) silicon, silicon nitride, silicon
oxynitride and silicon-netal alloys have been del eted
fromthe list of materials for the protective |ayer

i ndi cated under (c), and (ii) two disclainmers have been
i ntroduced, the first one with respect to the

di scl osure of D1 and the second one with respect to the
di scl osure of A8. The board has no objection under
Article 123(2) EPC against the deletion of the said
conmpounds fromthe list of materials for the protective
| ayer. As regards the disclainers, neither silicon-
zirconiumnitride nor silicon-tin nitride are disclosed
in the application as filed as materials suitable for
the protective |layer. These two conpounds are cited in
D1 as preferred conpounds for the protective |ayer and
were disclainmed in order to overcone an objection of

| ack of novelty with respect to D1. The second
exclusion, ie the exclusion of the specific conbination
of atitaniumnitride filmwith a protective |ayer of
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chrom um al so does not seemto be disclosed in the
application as filed and was introduced into claiml
foll owi ng an objection of |lack of novelty over the

di scl osure of A8. At end of the oral proceedings before
this board, the board has conme to the conclusion that,
in view of decision T 323/97 (to be published in the
QJ), a question of |law concerning the allowability of
di scl ai mers under Article 123(2) EPC would be referred
to the Enlarged Board of appeal. The referral to the
Enl arged Board of appeal will be the object of a
separate decision. Therefore, the question whether or
not the anmendnents in claim1l neet the requirenents of
Article 123(2) EPC is not decided in the present
deci si on.

At the oral proceedings appellant 1 wished to raise
further objections under Article 123(2) EPC agai nst
claiml1l of the main request. In reply to a question
fromthe board he further indicated, however, that the
i ntended obj ections did not arise out of the anmendnments
introduced into granted claim1, ie the deletion of
sonme conponents in the list of materials for the
protective |ayer, but concerned features already
contained in the claimas granted. However, no

obj ection under Article 100(c) EPC had been raised by
appel lant 1 against granted claiml in its notice of
opposition and this matter has not been dealt with in

t he appeal ed decision. Therefore, appellant 1's

i nt ended obj ecti on woul d have anobunted to raising a new
ground of opposition. According to opinion G 10/91 (QJ
EPO, 1993, 420), fresh grounds of opposition may be
consi dered in appeal proceedings only wth the approval
of the patentee. Appellant 2 having refused to give his
agreenment, the matter was not further discussed at the
oral proceedings and is not taken into consideration by
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t he board.

3.1 The preceding considerations apply |likew se to the
process claim 17, since the anendnents introduced in
this claimare also (i) the deletion of silicon
silicon nitride, silicon oxynitride and silicon-netal
alloys fromthe list of materials for the protective
| ayer and (ii) the disclaimer with respect to D1. The
board has al so no objection under Article 123(2) EPC
agai nst the anmendnents in independent clainms 8, 19 and
22. No objection was raised by appellant 1 against the
al lowability of the anendnents in these clains.

3.2 The anmendnents introduced in claiml1 for the
contracting states B are, conpared to granted claim1,
(1) the deletion of silicon and silicon-netal alloys
fromthe list of materials for the protective |ayer and
(ii) the inclusion of a disclaimer with respect to AS.
The board has no objection under Article 123(2) EPC
agai nst this deletion. However, as claim1 al so
contains the disclainer with respect to A8, the
qguestion whether or not it neets the requirenents of
Article 123(2) EPCis not decided in this decision for
t he reasons given above. The board has al so no
obj ection against the allowability of the amendnents
introduced into claim17 (ie deletion of silicon and
silicon-netal alloy fromthe list of materials for the
protective | ayer).

3.3 The scope of protection of the anended clains for the
contracting states A and B has been restricted with
respect to that of the granted clains. This was not in
di spute. Therefore the anmended cl ai nrs neet the
requirenents of Article 123(3) EPC.

2128.D Y A
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In order to determ ne whether the question of the
allowability of the disclainers is decisive for the

out cone of the present appeal, novelty and inventive
step of the subject-matter of the clains for the
contracting states A and B are assessed on the basis of
these clains, as they stand before the board.

D1 which was published on 16 June 1993 is a European
pat ent application having a priority date of 30 October
1991. The patent in suit clains the priority dates of
30 Septenber 1991 and 29 Novenber 1991 of the US
applications Pl and P2. However, as the clains of the
mai n request for the contracting states A contain
alternatives which are not entitled to the priority
date of 30 Septenber 1991, D1 represents a prior art
docunent as defined in Articles 54(3) and (4) EPC for
certain alternatives of these clains insofar as the
disclosure in D1 is itself entitled to the priority
date of 30 Cctober 1991 of the Japanese application P3.

It was not disputed that Pl does not disclose a
protective | ayer selected froman oxynitride of

silicon, a nitride or an oxynitride of silicon-netal

all oys. Pl also does not disclose a netal conmpound film
with netallic properties selected fromnetal borides,
metal oxynitrides, zirconiumnitride, hafniumnitride,
tantalumnitride and niobiumnitride. Furthernore a
protective layer of silicon nitride is disclosed only
in conmbination with a titaniumnitride layer in

Exanple 8 of P1, but not in conbination with a | ayer of
chromumnitride or nmetal carbide. |ndependent

clainms 1, 8, 17 and 19 for the contracting states A are
therefore not entitled to the priority date of

30 Septenber 1991 for these alternatives.
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D1 discloses coated glass articles which can be bent.
The maj or conponent of the solar control filmis
silver, alumnium chromumor the like, or at |east
one of a nitride, a boride or a carbide of stainless
steel, titaniumor chrom um (see page 2, lines 52 to
54). The first protective layer is a filmwhich
prevents diffusion of oxygen into the solar control

| ayer such as a filmof at |east one of a boron
nitride, a carbon nitride and a silicon nitride. A
representative exanple is especially a filmof a
nitride of silicon or boron, or a filmof a nitride of
at least two of silicon, boron, alumnium zirconium
and tin, particularly a filmof zirconium
siliconitride, a filmof tin siliconitride or the |ike.
"Or it may be a fil mwhose maj or conponent is a
partially oxided substance of the nitride, the
boronitride, the carbonitride, the siliconitride and
the Iike". In Exanple 1, the control solar |ayer and
the first protective |ayer are made up of a chrom um
nitride and a zirconiumsiliconitride respectively (see
D1, page 3, lines 4 to 21). It was not disputed that
this disclosure is entitled to the priority date of

30 Cctober 1991 of the Japanese application P3.
Therefore it constitutes prior art pursuant to
Article 54(3) EPC for the alternatives of the clains
whi ch are not entitled to the priority date of

30 Septenber 1991.

Silicon-zirconiumnitride and silicon-tin nitride as
material for the protective |ayer are disclainmed in
claims 1 and 17. Nitrides and oxynitrides of silicon as
protective |ayers are no | onger covered by these
clainms. Appellant 1's argunents that clains 1 and 17

| acked novelty over the disclosure of D1 since D1

di scl osed silicon-alumniumnitride or nore generally
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silicon-netal nitrides and silicon-netal oxynitrides as
conpounds suitable for the protective |ayer, are not
convincing. According to D1 the protective |ayer nmay be
conposed of a nitride of at |least two of silicon,
boron, alum nium zirconiumand tin, particularly
zirconiumsiliconitride or tin siliconitride or the
like (page 3, lines 18 to 20). However, fromthe
various possible conbinations of two or nore of these
el enents the only ones individualised are tin
siliconitride and zirconiumsiliconitride. It is not
directly and unanbi guously derivable from Dl that an
alumniumsilicon nitride or a silicon-netal nitride,
whi ch are not nentioned in D1, would be suitable as
material for the protective layer in conbination with
the nitride, carbide or boride of titaniumor chrom um
cited in DL in the list of materials for the solar
control layer. The expression "or the like" indicated
inline 20 after the citation of zirconium
siliconitride and tin siliconitride is unspecific and
does not clearly define which kind of conpounds are
meant. This expression m ght nean conpounds havi ng
properties simlar to those of the tin siliconitride or
zirconiumsiliconitride, or nitrides containing tin or
zirconiumwith a further elenment of the Iist other than
silicon, or nitrides containing silicon with a second
el ement other than tin or zirconium or a silicon-tin
nitride containing a third elenent fromthe list. O her
interpretations of this expression wuld al so be

possi ble. If equivalents of tin or zirconium
siliconitride were neant, then they could not be taken
into consideration for the assessnent of novelty. In
accordance with the established case | aw, the board

hol ds that equival ents shoul d be considered for the
assessment of inventive step but not for novelty.
Concerning the partially oxided conmpounds referred to
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in D1 (page 3, lines 20 to 21), there was no agreenent
between the parties as to what the phrase "partially
oxi ded substance of the nitride, the boronitride, the
carbonitride, the siliconitride and the |ike" actually
means. According to appellant 1, the terns "the
siliconitride" could only be construed as the
siliconitride of an el enent, and thus, an oxidised
substance of the tin siliconitride and zirconi um
siliconitride indicated in the preceding sentence would
be disclosed in Dl1. Appellant 2 first indicated that an
error m ght have occurred in the spelling of "the
boronitride, the carbonitride and the siliconitride"” in
line 21 since it was referred in line 17 to "a boron
nitride, a carbon nitride and a silicon nitride".

Appel lant 2 al so argued that "siliconitride" and
"silicon nitride" were in fact two ways of spelling the
sanme conpound, ie silicon nitride. This latter

al | egati on was however contested and is not supported
by any evidence. It cannot be excluded that typing
errors or errors in the translation from Japanese into
English have occurred. It is also not directly and
unanbi guously derivable fromthe disclosure in |ines 20
to 21 that the two specific siliconitrides nentioned in
the preceding sentence (ie zirconiumsiliconitride and
tin siliconitride) are nmeant since the singular form
"the siliconitride", is used in line 21 and,
furthernore, "the carbonitride” is also referred to in
line 21 al though carbon is not nmentioned at all in the
precedi ng sentence. These considerations show that the
t eachi ng concerning the oxidi sed conmpounds in lines 20
to 21 is not clear enough to conclude that it is

di rectly and unanbi guously derivable from D1 t hat
oxynitrides of zirconiumsilicon and tin-silicon, or
oxynitrides of silicon-netal alloys are disclosed in D1
as suitable materials for the protective |ayer.
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In these circunstances, the questions whether or not
the conditions set out in the case |aw concerning the
novelty of a "selection" of a sub-range of nunerical

val ues froma broad range also apply to the sel ection
fromtwo or three different lists of products and

whet her or not they are fulfilled in the present case
are not relevant. It follows fromthe above that the
product and the process of clainms 1 and 17 (contracting
states A) are new with respect to DI.

The priority docunent P1 does not disclose a
stabilizing |ayer of a material as defined in clains 8
and 19 for the contracting states A Therefore, the
priority date of 30 Septenber 1991 is not valid for
these clains. D1 further discloses depositing a first
under| ayer (5) between the solar control |layer (1) and
t he gl ass substrate. The material of this underlayer is
the sane as the material of the first protective |ayer
(see page 3, lines 42 to 47). This disclosure benefits
fromthe priority date of 30 Cctober 1991. However, the
underl ayer of D1 is neither conposed of al um nium
nitride nor of one of the nmetals or alloys listed in
clainms 8 and 19. Appellant 1's argunent that silicon
nitride and oxynitrides of silicon-netal alloys are
conpounds falling under the term"silicon-alloys" is
not convincing. Firstly, Dl does not disclose the use
of oxynitrides of silicon-nmetal alloys for the
protective |ayer and thus for the underlayer (5) (see
the reasons in the preceding point). Secondly although
Dl discloses a silicon nitride as a material suitable
for the protective |ayer and the underl ayer (5),
silicon nitride would normally not be considered by the
skilled person to be a silicon alloy. Furthernore it is
clear fromthe patent in suit that the term"silicon

al | oy" used therein does not include silicon nitride.
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Therefore the subject-matter of clains 8 and 19
(contracting states A) differs fromDl by the kind of
the stabilizing |layer and is thus novel.

D1 does not disclose the specific conbination of a
titaniumnitride layer with a protective |ayer of
silicon nitride. Therefore, the subject-matter of
claim?22 (contracting states A) would be new even if
the priority date of 30 Septenber 1991 were consi dered
not to be valid for claim22.

D2 has a valid priority date of 19 August 1991 and thus
constitutes a prior art docunment as defined in

Articles 54(3) and (4) EPC for the clains of the
contracting states A. D2 discloses a heat-screening

gl ass conprising (i) a heat-screening film the

mat eri al thereof being selected froma netal nitride or
a metal oxynitride, preferably nitrides and oxynitrides
of Ti, Zr, H, Ta, and C, (ii) a first protective film
conprising at | east one of silicon nitride (SiN),
silicon dioxide, stannic oxide, oxynitride of silicon
carbide (SiCGQN,), and oxynitride of tantal um carbide
(TaCGQN,), and (iii) a second protective film conprising
at | east one conpound sel ected from zirconi um oxi de,

t ant al um pent oxi de, ni obi um oxi de, zirconi um
oxynitride, tantalum oxynitride and ni obi um oxynitride
(see page 2, lines 41 to 45 and 56 to 58; page 3,

lines 41 to 47). Appellant 1 argued that the coated
article of claim11 | acked novelty over this disclosure
because the oxynitride of silicon carbide (Si CQN,) fel
within the definition of oxynitrides of silicon-netal
all oys and the uses stated in D2 inplied that the
articles were heat-processable. The board is not

convi nced by these argunents for the foll ow ng reasons.
Al t hough the expression "silicon-netal alloys" is not
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further defined in claiml1, the skilled person would
normal |y not consider silicon carbide as being a
silicon-netal alloy. According to the description of
the patent in suit, the elenents alloyed or doped with
silicon include alum nium nickel, chromum iron

ni ckel -chrom um al | oys, boron, titanium and zirconi um
It can neither be derived therefromnor fromthe
description of the patent in suit that the terns
"silicon-nmetal alloys" enconpass silicon carbides.

Furt hernore, D2 does not disclose that the coated
article is heat processable. Even if, for the sake of
argunent, it were assunmed that an oxynitride of silicon
carbide is an oxynitride of a silicon-netal alloy, then
the question would still arise whether or not the
articles of D2 conprising a protective film of
oxynitride of silicon carbide are heat processable.

Al t hough the burden of proof rests on appellant 1, he
has provided no evidence that this is the case, nor

t hat both uses indicated in D2, ie building glazing and
aut onoti ve wi ndows, necessarily inplied a |am nating,
tenpering or bending process at the priority date of

D2. As pointed out by appellant 1, it is stated in A4
that in many applications including those descri bed
herei nbefore, ie the building sector and vehicle
glazing, it is necessary to thermally toughen the gl ass
carrier (see colum 1, lines 16 to 19 and 51 to 53).
However, it is not directly and unanbi guously derivabl e
therefromthat all glass panes coated with a sol ar
control coating which are used in the building sector
or in vehicle glazing are inevitably toughened.
Furthernore an increase of the tenperature of a

buil ding glazing to values of up to 70°C under exposure
to the sun-light is not a heat processing of the gl ass.
Therefore, the subject-matter of claim1l (contracting
states A) cannot be considered to |ack novelty with
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respect to D2.

The coated article of claim8 (contracting states A) is
al so novel over the disclosure of D2. The latter

di scl oses the presence of a film between the gl ass
substrate and the heat-screening film However the film
is adielectric filmconprising titanium oxide, tin

oxi de, silicon oxide, silicon oxynitride or silicon
nitride (see page 3, lines 50 to 54), and thus none of
the netals or compounds listed in claim8 for the
stabilizing |ayer.

The product of claim?22 (contracting states A) neets
the requirenment of novelty with respect to D2 since the
specific conbination of a titaniumnitride |ayer and a
protective |layer of silicon nitride is not disclosed
therein. D2 indicates one |list of 10 preferred
conpounds which are suitable as material for the heat-
screening film (see page 3, lines 43 to 45) and two
further lists of materials for the first protective
filmand the second protective filmrespectively. The
list for the first protective filmcontains five
conponents plus m xtures thereof; silicon dioxide,
silicon nitride and stannic oxide being preferred. The
list for the second protective |ayer contains 6
conmpounds plus m xtures thereof; zirconium oxide and
tant al um oxi de being preferred ((see page 2, lines 56
to 58 and page 3, lines 7 to 13; clains 1, 8 and 9).
None of the preferred conbinations cited on page 3,
lines 37 to 40, for the two-layered protective film
conprises silicon nitride. The skilled person has
therefore to select one specific material from each
list of the preferred materials to arrive at the

cl ai med subject-matter. Appellant 1 nade reference to
the conditions set out in the case |aw concerning the
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novelty of a selection of a sub-range of nunerical

val ues froma broad range and all eged that these
conditions were not net. However the appellant gave no
further explanation in this respect and, in the board's
j udgenent, these conditions are not applicable to the
present case where a specific conbination of two
conmpounds is selected fromtwo or even three |ists of
material s.

The processes of clains 17 and 19 (contracting states
A) differ fromthe process of D2 in that the coated
gl ass substrate is heated to a tenperature sufficient
to bend the glass and are therefore new.

The multilayer coating filmof A8 conprises a TiN |ayer
adj acent to the glass plate surface and either a Ti

| ayer or a Cr layer overlying the TiN | ayer (see
claiml1l, Exanples 7 to 9). The conbination of a Ti N
layer with a Cr layer is disclaimed in claiml1 for the
contracting states A. A8 does not disclose heating the
coated gl ass substrate to a tenperature sufficient to
bend the glass. The additional filminterposed between
the glass substrate and the TiN |ayer is nmade up of Ti G
or Cr,0; in the products of A8, ie materials different
fromthose listed in claim8 for the stabilizing |ayer.
Therefore the products as defined in clains 1, 8 and 22
and the processes of clains 17 and 19 (contracting
states A) are novel over the disclosure of A8. This was
no longer in dispute at the oral proceedings.

The subject-matter of clains 1, 8, 17, 19 and 22 for
the contracting states Ais also novel with respect to
t he remai ni ng docunents cited during the opposition and
appeal procedures. In particular the coated articles of
claims 1 and 8 differ fromthose of Al by the materi al
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of the protective layer. This was not disputed at the
oral proceedings.

D1 and D2 are not conprised in the state of the art for
the clains of the contracting states B. The conbination
of a TiNlayer with a O l|ayer disclosed in A8 is
excluded fromclaim1l by a disclainer. Furthernore A8
does not disclose heating the coated gl ass substrate to
a tenperature sufficient to bend the glass. Therefore

t he product of claim1 and the process of claim17 for
the contracting states B are novel over the disclosure
of A8. They are also novel with respect to the
remai ni ng docunents cited by appell ant 1.

Concerni ng inventive step, appellant 1 based his
argunentation on A7 as the closest prior art. The board
can follow this approach taking into account that A7
concerns the production of a bent and/or toughened
coated glass conprising a solar control coating and
deals with the problem of degradation of the heat and
light reflecting properties of a reflective coating
when the coated glass is bent or toughened.

A7 discloses a nethod for the production of bent and/or
t oughened gl ass whi ch conprises depositing a sol ar
control coating, conprising netals of atom c nunbers 22
to 29, ieTi, V, C, WM, Fe, Co, Ni, Cu, in the form of
nmetal or a nmetal conpound, such as a stainless steel

| ayer, a chromumnitride layer, a titaniumnitride

| ayer or a copper |ayer, onto a glass substrate,
applying a thin layer of alum niumover said coating,
and subjecting the coated glass to a bendi ng and/ or

t oughening cycle in which the glass is heated to a

t enper ature above the softening point of the glass. As
the result of the application of the thin |layer of
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alum niumon the solar control |ayer, the coatings
substantially retain their reflection properties on
bendi ng or toughening, in particular a high
reflectivity for both visible light and heat (see
page 2, lines 5 to 23; page 6, Exanples 14 to 16;
clainms 1 to 7).

Starting fromthis prior art, the technical problem
underlying the patent in suit can be seen in the

provi sion of further coated articles which
substantially retain their netallic appearance and
their reflectance and transmttance properties

t hroughout hi gh tenperature processing such as bendi ng
(see patent in suit, page 2, lines 39 to 41, and

page 3, lines 27 to 33).

It is proposed to solve this problem by the coated
articles as defined in clains 1 and 8 for the
contracting states A and claim11 for the contracting
states B. The clained coated article differs fromthat
of A7 in particular by the kind of material used for
the protective layer. In claim8 for the contracting
states A, which includes the greatest nunber of
alternatives for the material of the protective |ayer,
the latter is selected fromthe group consisting of
chromum titanium nitrides and oxynitrides of silicon
and silicon-netal alloys, the protective |ayer
conprising a different netal fromthe netal conpound
film In view of the disclosure in the patent in suit,
the reflectance and transmttance curves of Figures 1
and 2 and the exanples, it is credible in the absence
of evidence to the contrary that the problem stated
above has actually been solved by the product as
defined in clains 1 and 8 for the contracting states A
and in claim1 for the contracting states B. This was
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not di sputed by appellant 1.

Appel lant 1 defined a different technical problem
starting fromA7. H s submi ssions in this respect
cannot be followed by the board since they are based on
an incorrect interpretation of the paragraph on page 3,
lines 42 to 44, of A7. The substantial increase in the
[ight transm ssion and in the solar heat transm ssion
and the decrease in the heat and light reflection
during the toughening process do not concern a coated
gl ass having a solar control coating protected by an
alumniumfilmaccording to the invention disclosed in
A7 but a coated article wi thout the al um nium
protective film (see Exanple 1, in particular, lines 14
to 44).

A7 itself teaches that the coated article conprising a
solar control coating of titaniumnitride and an
alumniumfilmsubstantially retain high reflectivity
for both visible |ight and heat on tougheni ng and/ or
bending, ie a reflectivity conparable with the
commerci al ly avail abl e unt oughened sol ar control
products which do not conprise the alum nium]layer (see
page 6, lines 25 to 56). A7 further deals with the
guestion whether or not simlar results m ght be
achieved with protective |ayers other than an al um ni um
layer. In this context, it is indicated that attenpts
were made to replace the alum niumlayer by other
netal s, for exanple titanium but these attenpts were
not successful (see page 6, lines 57 to 58). Therefore
this docunment would rather teach away fromtrying a
nmetal |ayer such as a chromumor titaniumlayer
instead of alum niumlayer in conbination with a
reflective layer of titaniumnitride or chrom um
nitride in order to solve the problem stated above. A7



6.4

2128.D

- 28 - T 0507/ 99

al so contains no pointers towards using nitrides or
oxynitrides of silicon and silicon-netal alloys as the
protective | ayer instead of alum nium

All concerns an optical interference filmwhich is
generally used on the surface of a |l anp. According to
All, the optical characteristics of conventional

optical interference filnms are reduced if these filns
are used at a tenperature > 200°C for an extended
period of tinme because the silver layer is crystallised
or oxidised by oxygen atons of the dielectric |ayer.
All ainms at protecting the nmetal |ayer included in an
optical interference filmfrom oxidation, reduction,
crystallization, etc.. This purpose is achieved by
depositing an outer layer of a nitride selected from
the group of alumniumnitride, silicon nitride and
boron nitride on the Ag, Au, Pt layer. The exenplified
interference filmincludes an underlayer of alum nium
nitride, a netal layer of Ag and a thin outer |ayer of
alumniumnitride. The latter is said to prevent oxygen
gas or hydrogen gas frombeing transmtted

t herethrough. It is further taught that since the netal
| ayer is sandwi ched in between nmetallic nitride |ayers,
no oxidation or crystallisation of the netal |ayer
occurs even if the filmis heated at a high tenperature
inair. Fig 3 and 4 show that the refl ectance and
transmttance characteristics of this exanple are not
changed when this optical interference filmis heated
at 300°C for an hour in air, contrary to the

conventional film (see colum 1, lines 6 to 10 and 30
to 59; colum 2, lines 19 to 64; colum 3, lines 54 to
60) .

Appel lant 1's submi ssions that the clained solution
woul d be obvious in view of A7 and A2 in conbi nation
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with the teaching of All and optionally Bl are not

convi ncing. The skilled person woul d i ndeed have
inferred fromAll that alumniumnitride, silicon
nitride and boron nitride can efficiently protect a
reflective netallic layer of Ag, Au, and Pt from

oxi dation or crystallisation during heating at 300°C
for one hour in air and that the opti cal
characteristics are retai ned under these conditions.
However, All does not deal with the problem encountered
when perform ng a bending or tenpering process.
Accordingly it is silent as to whether or not the

refl ectance and transmttance characteristics would

al so be retained at much higher tenperatures, ie

t enperatures of between about 570°C and 680°C which are
necessary for performng thernmal tenpering or bending.
It is not suggested in All that the protection would
still be effective at bending tenperatures.

Furthernore, All contains no information suggesting
that the outer layer of titaniumnitride, silicon
nitride or boron nitride would al so be suitable for
avoi di ng a degradation of the optical properties of an
article including a titaniumnitride filmor a chrom um
nitride filminstead of a silver, gold or platinum

| ayer as the solar control coating.

Nei t her A7 and All, nor Bl and A2 contain information
fromwhich it could be inferred that a titaniumnitride
filmor a chromumnitride fil mbehaves in the sanme way
or is degraded by the sanme nechanismas a silver |ayer
when subjected to a bendi ng process. Bl, which conpares
the optical properties of noble netals with those of
the 4th group transition netal nitrides (Ti, Zr and Hf
nitrides) studies to what extent the nitrides m ght be
considered as optically noble netal "like". It

di scl oses not only some simlarities in the optical
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properties but also inportant differences between these
two groups of materials (see pages 166 to 171, and
sunmary on page 177). It is pointed out that the types
of defects appearing in the thin filnms are quite
different for the nitrides and the noble netals (see
page 166, the two last lines of the introduction). It
is indicated on page 167 (paragraph above Fig.2) that
the colours of elemental noble netals are stable, while
the nitride colours are strongly affected by the
preparation conditions. Films of TiN or H N nade at a

| ower deposition rate have a nore yell ow hue and the
original reflectance can also be affected by long term
roomtenperature storage or tenpering for 1 hour at
900°C. This does not suggest that the nechani sm by

whi ch degradati on occurs during a bending process would
be the sane for a silver filmand a titaniumnitride
film

It cannot be inferred from A7 that the degradation of
the titaniumnitride |ayer results froman oxidation

t hereof during bending or toughening since A7 is silent
as to why the titaniumnitride |layer not protected by
an alum nium | ayer does not retain the desired optical
properties during bending or toughening. A2 which was
relied upon by appellant 1 in this context teaches that
a protective layer of an Al-Ti alloy or A -Zr alloy
provi des an excellent protection to the netal coating
agai nst oxygen during bending or tenpering (see

colum 1, lines 8 to 22; colum 2, lines 38 to 50).
However, in A2 the solar control coating is neither a
netal nitride layer nor a silver, gold or platinum

| ayer and the protective layer is different fromthat
of A7. The reflective nmetal coating in A2 is selected
fromTi, V, &, M, Fe, Co, N and alloys thereof, in
particul ar chrom um and a hi gh-grade steel. Although
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Ti, V, &, My, Fe, Co, N are also cited as possible
solar control coating in A7, it cannot be deduced

t herefrom that oxidation would al so be the cause of the
degradation in the case of the titaniumnitride |ayer
The board observes in this context that although A3 and
A6 both relate to the degradation of the optical
properties of a silver |ayer during bending or
toughening, two totally different reasons or nechani snms
are proposed in these docunents for explaining the
degradation of the silver layer, nanely the oxidation
of the silver layer in A6 and the formation of
agglonerates in the silver layer in A3. In A4 where the
netal layer is a Pt, Ir or Rh |layer or alloys thereof,
it is disclosed that the protective action of the
overlying oxide | ayer cannot be preventing the oxygen
fromair fromdiffusing to the netal |ayer during the
tenpering process (see colum 5, lines 10 to 18).
Therefore appellant 1's argunents that the skilled
person woul d have inferred fromthe prior art that the
optical properties of the unprotected titaniumnitride
| ayer of A7 are degraded by oxidation during bending or
toughening simlarly to a silver |ayer cannot be

accept ed.

For the preceding reasons, the skilled person would
nei ther have inferred fromthe teaching of A7, A2, A3,
Bl and All nor expected in view of this teaching that a
| ayer of the nmetal nitrides used in All for protecting
the Ag, Au or Pt |ayer from oxidation or
crystallisation at 300°C for one hour in air mght be
suitable for solving the problem stated above. In the
absence of any reasonabl e expectati on of success, he
woul d not have tried replacing the protective |ayer of
alum niumused in the products of A7 by the silicon
nitride layer disclosed in All. Under these
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ci rcunst ances the question whether or not the skilled
person woul d have used a silicon target or avail able
nmetal doped silicon targets for depositing the silicon
nitride layer is irrelevant.

Appel lant 1 further argued that the clainmed subject-
matter |acked an inventive step in view of the teaching
of A3 or A6 in conbination with the general know edge
illustrated by Bl.

A3 di scloses a process for making a reflecting glass in
whi ch an outer |ayer of a netal selected fromTi, Zn,
Ce, Zr, Bi, H, A, In, Ta or an alloy thereof, in
particular Ti or Ta or alloys thereof, is deposited
onto a silver layer and the coated article is subjected
to a bending or toughening process at a tenperature of
580°C to 680°C. The outer |layer substantially avoids
degradation of the optical properties which otherw se
occurs during bendi ng and/or toughening (see colum 3,
line 31 to colum 4, |ine 46).

In A6, which also deals with the probl em of non-
stability of the optical properties (emssivity and
light transm ssion) of a coating conprising a silver

| ayer during bending or toughening, this difficulty is
overconme by depositing a | ayer of a netal selected from
A, Ti, Zn, Ta and Zr over the silver layer. It is
believed that the silver layer is protected fromthe
effect of oxygen by the additional netal |ayer which
becones oxi di sed during the bendi ng and/ or toughening
process (see page 2, lines 33 to 54; page 3, lines 20
to 32; clainms 1 and 2).

Starting fromA3 or A6 as the closest prior art, the
technical problemto be solved would be the sane as
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i ndi cated above in point 6.1. The products as cl ai ned
inclaiml or 8 for the contracting states A or claim1l
for the contracting states B for solving this problem
differs fromthe products of A3 or A6 containing a
protective layer of titaniumat |east by the material

of the solar control |ayer. Al though Bl discloses that
the 4th group transition metal nitrides (TiN, HHN, ZrN)
have sone simlarities with the noble nmetals regarding
their optical properties, it also teaches that there
are inmportant differences (see point 6.4 above). Bl
does not suggest that a silver layer and the | ayers of
the 4th group transition nmetal nitrides have the same
behavi our when heated to the high tenperatures
necessary for bending, nor that the cause for the
degradati on woul d be the sanme for these two types of

| ayers. According to A3 the degradation m ght be due to
the formati on of agglonerates in the silver layer while
a different reason is given in A6, ie oxidation at the
bendi ng tenperatures. Furthernore, according to A7 in
which a titaniumnitride or a chromumnitride is used
as the solar control coating, it is disclosed that
attenpts to replace the protective |layer of alum nium
by titaniumwere not successful (see page 6, lines 53
to 58). In view of the teaching of Bl and know ng from
A7 that titaniumis not adequate as a protective |ayer
for titaniumnitride, the skilled person would not have
been encouraged to use in the products of A3 or A6 a

| ayer of the netal nitrides cited in Bl instead of a
silver layer in conbination with a titani um protective
| ayer since he would have had no reasonabl e expectation
of success by effecting such a replacenent.

A9 is a prior art docunent according to Article 54(2)
EPC only for the subject-matter of the clains for which
the priority date of 30 Septenber 1991 is not valid. It
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di scloses interference filters conprising an optically
reflective layer of Ag, Au, Cu or Pt and a dielectric

| ayer which may be of silicon nitride or a m xture of
silicon nitride and alum niumnitride. They pass a
durability test at 92°C and 98% rel ative humdity and a
steamtest for 10 mnutes at 100°C (see clainms 1 and 8,
page 3, lines 26 to 35; page 4, lines 27 to 30; pages 7
and 8). Al0 discloses a |am nated vehicle w ndshield
structure in which the solar control coating conprises
a reflective layer of Ag, Pd, Pt and a dielectric

| ayer, the latter being oxides of Zn, Ti, Ta, Sn, In,
Bi, Mg and alloy thereof and silicon nitrides (see
claims 4, 9 and 10). The coated gl ass substrate of Al2
conprises a silver layer and an overcoating of a
nitride or oxynitride of an alumniumsilicon alloy
which is said to be a better barrier to corrosion than
ZnO and other materials formng crystalline filns (see
claims 1 to 3, 6 to 11; page 3, lines 16 to 28; Table
6). These docunents are |l ess relevant than All since
they do not deal with the problem of degradation of the
optical properties at tenperatures of 200°C or 300°C
contrary to All, nor with the problem of degradation at
t he hi gher tenperatures required for a bendi ng process.
Therefore, in view of the teaching of Bl and any one of
A9, A10 or Al2, the skilled person would not have been
pronpted to replace the alum niumprotective | ayer of
the products of A7 by a layer of silicon nitride, or a
| ayer of a nitride or oxynitride of a silicon-alum nium
al | oy.

The coated gl ass plates disclosed in A8 are useful as a
buil ding material or ornanmental material. The Ti or Cr

| ayer overlying the TiN |layer adheres strongly to the
|atter and affords sufficiently high durability and
wear resistance to the multilayer coating. The coated
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pl ate assunmes a gol den appearance when viewed fromthe
uncoated side (see colum 1, lines 6 to 12, and 51 to
68; colum 2, lines 1 to 8). This docunent does not
address the problem of avoidi ng degradation of the
optical properties when the coated glass plate is
exposed to high tenperatures during a bendi ng process.
It does not contain information suggesting that the
deposition of a protective |ayer of chromumonto a Ti N
| ayer m ght solve the said technical problem

Therefore, the skilled person faced with the probl em
stated above with respect to A7 woul d not have been
encouraged to replace the alum nium protective |ayer by
a chromumor atitaniumlayer, all the nore so since
A7 further teaches that the attenpts to replace the
alum nium | ayer by other netals such as titanium were
not successful .

The remai ni ng docunents cited by appellant 1 are |ess
rel evant than those consi dered above and contain no
teaching pointing towards the products as defined in
clainms 1 and 8 for the contracting states A or in
claim1l1 for the contracting states B

It follows fromthe above that clains 1 and 8 for the
contracting states A and claim11 for the contracting
states B neet the requirenent of inventive step set out
in Articles 52(1) and 56 EPC. The preceding

consi derations apply anal ogously to the subject-matter
of claim22 for the contracting states A which is
restricted to the specific conbination of a titanium
nitride layer with a protective |layer of silicon
nitride.

The processes for making a heat-processed article
according to clainms 17 and 19 for the contracting
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states A and claim 17 for the contracting states B
conprise depositing a netal conpound film and a
protective |ayer as defined in the different product

cl ai ms consi dered above and heating the coated gl ass
substrate to a tenperature sufficient to bend the

gl ass. Therefore, they derive their patentability from
that of the product clainms. The independent product and
process cl ains being allowable, the same applies to the
dependent cl ai ns appended t hereto.

Or der

For these reasons it is decided that:

The subject-matter of clainms 1 to 22 according to the main
request filed on 12 June 2002 for the Contracting States DE
FR, GB and IT and the subject-matter of clains 1 to 21 filed
at the same date for the Contracting States CH, ES, LI and SE
nmeet the requirenents of patentability set out in

Articles 52(1), 54 and 56 EPC.

The Regi strar: The Chai r man:

P. Martorana R Spangenberg
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