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Summary of Facts and Subm ssi ons

1081.D

The present appeal is fromthe decision of the
OQpposition Division to revoke the European patent
No. O 418 986, concerning a process for absorbing a
I ipophilic soil froma surface.

In their notices of opposition the Respondents 01 and
02 (Opponents 01 and 02) sought revocation of the
patent inter alia on the grounds of Article 100(b) EPC.

In its decision, the Opposition D vision found that the
clainms according to the Appellant's (Patent
Proprietor's) then pending nmain request, first and
second auxiliary requests did not conply with the

requi renents of the EPC.

Claim1 of the main request read as foll ows:

"1. A process for absorbing a lipophilic soil froma
hard surface into a liquid crystal detergent
conposition and converting such liquid crystal
detergent conposition to a thinner m croenmul sion which
conprises applying the liquid crystal detergent
conposition to the lipophilic soil on the surface,
whereby the soil is absorbed into the detergent
conposition and the conposition is converted to a

m croemnul sion, which is of |lower viscosity than the
liquid crystal composition and is readily renovabl e
fromthe surface.”

This claimdiffered fromclaim1l as granted only
insofar as it contained the additional word "hard"
between "lipophilic soil froma" and "surface into".
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Claim1l of the first auxiliary request differed from
that of the main request insofar as it specified that
the "liquid crystal detergent conposition conprises a
noni oni ¢ detergent which is acconpani ed by either an
anionic or a cationic surfactant in amounts |ess than

t hat of the nonionic detergent”.

Caim1l1l of the second auxiliary request differed from
that of the main request insofar as it did not contain
the word "hard" but specified that the "liquid crystal
conposition consists essentially of by weight: 5 to 40%
of surface active agent, which is a m xture of nonionic
and ani onic detergents wherein the anionic detergent is
an aliphatic al cohol ester of a sulfosuccinic acid

salt; 0.5 to 20% of a cosurfactant of the fornmula
RO(X),Hor RQX),Hwherein Ris a C_s alkyl, R is a C._,
acyl; Xis CHCHO or CH(CH)CHO and nis fromlto 5; 1
to 20% of |ipophilic solvent; and 40 to 90% of water”

Al'l requests contained dependent clains relating to
particul ar enmbodi ments of the clainmed process.

The opposition division found in particular that

- according to the teaching of the patent in suit a
skill ed person could have found |iquid crystal
det ergent conpositions able to undergo the
required conversion to a m croenul sion by draw ng
a ternary phase diagramas explained in the
description of the patent;

- however, the skilled person, after having drawn
such a phase diagram had still to analyse the
type and quantity of soil to be renpved and to
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verify if the chosen liquid crystal conposition
lied in an area of the phase diagram from which
one woul d expect that it could convert to a

m croemnul si on under the chosen use conditions;

- a phase diagram had thus to be drawn for any given
conposition and for any type of lipophilic soil to
be renoved;

- the teaching of the patent in suit therefore did
not give sufficient information for carrying out
the clained invention in its whol e extent w thout
undue burden and the invention as clained in
accordance with the main request or in accordance
with the first and second auxiliary requests
contravened the requirenents of Article 83 EPC

An appeal was filed against this decision.

The Appellant submtted in witing and in the oral
proceedi ngs held before the Board on 10 February 2002
t hat :

- the clains were not directed to liquid crystal
det ergent conpositions as such but to a process
wherein the used liquid crystal detergent
conposition had to be able to undergo a conversion
to an oil-in-water mcroemnul sion by absorbing a
lipophilic soil; therefore, the patent did not
need to contain all the information necessary for
preparing such liquid crystal conpositions;

- noreover, the patent in suit showed at | east one
way for carrying out the clainmed process and ot her
sui tabl e conpositions could be easily found by the
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skilled person by drawing a ternary phase di agram
as taught in the patent in suit and sel ecting

t hose conpositions lying in an area of the phase
di agram from whi ch one woul d expect that they
could convert to a m croenul sion;

- nor eover, since the resulting mcroenul sion was
| ess viscous than the starting liquid crystal
detergent conposition, the skilled person could
easily verify if the required conversion to a
m croenmul si on had taken place by testing the
obt ai ned t hi nner product.

V. The Respondents argued in witing and in the oral
proceedi ngs that:

- the patent in suit did not contain any general
teaching for selecting a suitable liquid
crystalline detergent conposition and obliged the
skilled person to draw a phase diagram for any
used conposition;

- this fact was evidenced by Figure 1 of the patent
in suit showing that the area of existence of an
oi | -in-water m croenul sion was very narrow and
that the conversion of a liquid crystal detergent
conposition to a mcroenul sion by absorbing an
oily material was not always possi bl e and depended
fromthe anount of oily material absorbed,;
nor eover, a conparison of the phase di agram of
Figure 1 with that of Figure 2 showed that a
slight structural change in one of the surfactant
conponent s brought about a drastic change of the
phase di agram

1081.D Y A
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- the interpretation of such phase diagrans was
further conplicated by the possible use of
addi ti onal conponents and by the fact that the
i pophilic soil was not identical to the
hydr ophobi ¢ sol vent contained in the conposition;
all these variables affected in an unpredictable
way the phase di agram

- nor eover, the description of the patent in suit
did not teach how the skilled person could verify
that the required conversion to a m croemul sion
had taken pl ace;

- the skilled person had thus to find new net hods of
i nvestigation which would enable himto find in a
reliable way suitable liquid crystal detergent
conposi tions; this was, however, equivalent to the
set up of a search program

- therefore, the patent in suit did not contain a
teaching that would directly lead the skilled
person to select w thout undue burden or the use
of inventive skill a conposition suitable for
perform ng the cl ai med process.

During the oral proceedings held before the Board the
Appel | ant, follow ng the discussion about

Article 123(2) EPC, anended claim 1l of the second

auxi liary request by specifying further the used liquid
crystal conposition by the follow ng wording: "the
proportion of anionic detergents being within the range
of 2 to 25% of the ampunt of nonionic detergent
present".

The Appel |l ant requests that the decision of the first
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i nstance be set aside and the case be remtted to the
first instance for further prosecution on the basis of
the main request or alternatively on the basis of the
first auxiliary request, both as attached to the

deci sion of the opposition division, or on the basis of
the second auxiliary request filed during oral
proceedi ngs before the Board.

The Respondents request that the appeal be di sm ssed.

At the end of the oral proceedings, the chairman
announced the decision of the Board.

Reasons for the Decision

1.2

1081.D

Mai n request

Claim1 of this request is directed to a process which
requires the essential steps of applying a liquid
crystal detergent composition to a lipophilic soil on a
hard surface, absorbing the lipophilic soil into the
liquid crystal composition and therewith converting the
|atter to a mcroenul sion which is of |ower viscosity
than the liquid crystal conposition and is readily
renmovabl e fromthe surface.

According to the established jurisprudence of the
Boards of Appeal of the EPO a European patent conplies
with the requirenments of Article 83 EPCif a skilled
person, on the basis of the description of the
respective patent and of the common general know edge,
is able to carry out the clained invention in its whole
extent w thout undue burden and wi t hout needi ng
inventive skill. In this respect also a reasonable
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anmount of trial and error is permssible, provided that
t he specification contains adequate instructions or the
common general know edge would | ead the skilled person
necessarily and directly towards success through the
eval uation of initial failures or through an acceptable
statistical expectation rate in case of random
experinments (see, for exanple, T 639/95, point 1 of the
reasons for the decision, unpublished in the QJ EPO
and T 226/85, QJ EPO 1988, 336, point 8 of the reasons
for the decision).

In the present case, it has thus to be evaluated if the
clainmed invention is disclosed in the patent in such a
manner that a skilled person, nmaking use of his common
general know edge, woul d have found suitable |iquid
crystal detergent conpositions undergoing the required
phase transition to a mcroenul sion, which in the
present case is an oil-in-water mcroemnul sion as
explained in the patent (page 5, lines 43 to 44), and
could have verified that this conversion has taken

pl ace wi t hout undue burden and w t hout needi ng

i nventive skill

The description of the patent in suit specifies the
various conponents which can be used in the liquid
crystal conpositions of the invention (see e.g. page 3,
line 15 to page 5, line 30) and which are the preferred
conpositions (page 6, lines 28 to 38); the Exanples 1
and 3 on pages 8 to 10 show noreover at |east one way
for carrying out the invention.

As explained in the patent in suit the required
conversion of a liquid crystal conposition to a
m croemul si on occurs spontaneously at the interface
between the liquid crystal detergent conposition and
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the Iipophilic soil or after the addition of sonme water
(see page 7, lines 19 to 21; page 3, lines 13 to 14 and
page 8, lines 13 to 16).

However, as agreed by all parties in the oral

proceedi ngs, not every liquid crystal detergent
conposition woul d undergo a phase transition to a

m croenmul si on by absorbing a lipophilic soil and this
conversion depends inter alia fromthe concentration of
t he vari ous conponents of the conposition as well as
fromthe anount of soil absorbed.

According to the patent in suit the notional skilled
person, being in this case a person routinely entrusted
wi th and having experience in the preparation of liquid
crystal detergent conpositions, can find conpositions
whi ch undergo the required conversion to a

m croenul sion by drawing a ternary phase di agram havi ng
as the three variables the amobunts of, respectively,

t he surfactant-cosurfactant system water and the

i pophilic solvent and selecting, in view of such phase
di agram the conbi nati on of conponents belonging to the
liquid crystal area which could be expected to be
converted into a mcroenul sion and not into a different
t hi nner phase upon absorption of a lipophilic soil (see
page 7, lines 14 to 28 and page 6, lines 53 to 56).

The Board agrees that the drawi ng of such a phase
di agram was an operation well known to the skilled
person and coul d be carried out w thout need of

i nventive skill

However, as shown in Figures 1 and 2 of the patent in
suit, the area of existence of an oil-in-water
m croemul sion is very narrow and |ies between the
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liquid crystal phase area and the |arge area including
ot her thinner phases such as macroenul sion and mcell ar
phases (see Figure 1 in conbination with page 6,

lines 50 to 52 and Figure 2 in conbination with page 7,
lines 6 to 11 of the patent in suit). This neans that
the liquid crystal conposition can also be easily
converted to another different thinner phase if too
much soil is absorbed. Mreover, even a small variation
in a given conposition affects dramatically the phase
di agram as shown by the conparison of Figures 1 and 2
relating to conpositions differing fromeach other only
insofar as that of Figure 1 contains a tripropyl ene

gl ycol n-butyl ether as cosolvent and that of Figure 2
a di propyl ene glycol n-butyl ether (see page 8,

lines 48 to 49 and 54 to 57).

Therefore, it is the Board's finding that the presence
in agiven liquid crystal detergent conposition of
addi ti onal conponents not reported in such a phase

di agram as envisaged in the patent in suit (page 5,
lines 31 to 39) or the absorption of a lipophilic soi
not identical to the lipophilic solvent of the
conposition would alter in an unpredictable way the
phase di agram drawn on the basis of only the
surfactants, cosurfactant, |ipophilic solvent and water
of the given conposition.

The Board concludes that the drawi ng of a phase di agram
as taught in the patent in suit does not permt to
identify with certainty if a given conposition would
effectively convert to a mcroenulsion in a process as
clainmed and not, for exanple, to another different

t hi nner phase such as a macroenul sion or a mcellar
phase.
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The patent, noreover, does not teach either how to
nodi fy a given liquid crystal conposition which is not
able to give the required phase conversion in order to
performthe clained invention.

Anot her point to be evaluated in the present case is
whet her the skilled person could verify w thout undue
burden and wi thout needing inventive skill that the
requi red phase conversion has taken pl ace.

As taught in the patent, the formation of a

m croenul sion is allegedly indicated by a thinning of
the originally viscous conposition, for exanple by the
fact that part of the conposition sticking originally
to the wall to be cleaned starts running down (see
page 8, lines 21 to 22; page 9, lines 57 to 58).

However, as expl ai ned hereinabove in point 1.4, the
phase conversi on obtained by absorption of the

i pophilic soil can equally proceed to thinner phases
different from m croemul sions. Such phases, e.g.

macr oemul sions or mcellar phases, which also have a
reduced viscosity, would therefore on formation al so
start running down the wall

Thus, this behaviour is not apt to distinguish a
m croenul si on from ot her thinner phases.

Therefore, the skilled person, in order to be able to
carry out the clainmed process in a reliable way, nust
have another possibility of verifying if such a

m croemnul si on has been obt ai ned.

The Appellant, in the oral proceedings, submtted that
this could be done by testing the obtained thinner
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product and the Board accepts that a skilled person, in
principle, was able to analyse a given liquid
conposition as to its phases.

However, the clainmed nethod is not limted to the
cleaning of walls or other vertical surfaces in which
case the converted phase would start running down, as
expl ai ned above, but reads al so on the cleaning of not
vertical surfaces, e.g. a floor.

Since the required conversion occurs at the interface
between the liquid crystal conposition and the

i pophilic soil (see point 1.3 above), only a part of

t he viscous conposition will undergo such a conversion;
therefore, situations could arise in a process applied
to not vertical surfaces where the partially Iiquefied
conposition still remain covered by the original

vi scous crystal conposition and does not separate out
fromthe rest of the soil and of the original viscous
conposi tion.

Since the patent in suit does not give any indication
how the skilled person could reliably verify by testing
the occurring of the required phase transformation, a
suitable testing nmethod for verifying if the clained
process has actually occurred in any type of
application has thus first to be found.

1.6 The Board concludes that the patent in suit, for the
reasons put forward in points 1.4 and 1.5 above, does
not contain sufficient information or technical
teaching enabling the skilled person, in conbination
wi th his comon general know edge, to performthe
clainmed invention in its whole scope in a reliable way
wi t hout undue burden and w thout needing inventive

1081.D Y A



- 12 - T 0501/ 99

skill.

Therefore the clainmed invention does not conply with
the requirenments of Article 83 EPC.

2. First and second auxiliary request

Even though the clainms of these requests further
specify the liquid crystal detergent conposition which
can undergo the required conversion to a m croenul sion
(see points Il and VI above), they do not contain any
feature which could renove the insufficiency found in
the use of a ternary phase di agram as suggested in the
patent in suit or in the necessary verification of the
occurring phase conversion, as explained in points 1.4
and 1.5 above.

Consequently, the argunents put forward in points 1.4
to 1.6 above apply nutatis nmutandis to these requests.

3. For these reasons the Board concludes that the patent
in suit does not conply with the requirenents of
Article 83 EPC

Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

1081.D
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G Rauh P. Krasa
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