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Summary of Facts and Subm ssi ons

2939.D

The appeal is against the decision of the Exam ning

Di vi sion of the EPO posted on 2 Cctober 1998, by which
Eur opean patent application No. 95 941 693.4 was

ref used.

The appel lant (applicant) filed a notice of appeal by
tel efax received on 11 Decenber 1998 and paid the
appeal fee on the sane day. The statenent setting out
the grounds of appeal was filed on 9 April 1999 in
response to a tel ephone rem nder of a Formalities
Oficer of the EPO on 8 April 1999.

On 2 June 1999, the appellant applied for re-
establishnment of rights and paid the appropriate fee.
Furt hernore, grounds, facts and evidence supporting the
application for re-establishnent of rights were filed
at the sane tine.

In an annex to the summons to attend oral proceedings,
whi ch were held on 23 Septenber 1999, the appellant was
i nformed that during these proceedings the issue of
restitutio in integrumpursuant to Article 122 EPC only

woul d be di scussed.

The appellant's subm ssions in witing and during ora
proceedi ngs were in essence as follows:

(A) Ofice organisation:
(1) Five secretaries assist the professional

representatives before the EPO. The secretaries
do not work for the sane representative all the
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(i)

(iii)

(iv)
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time; rather, there are frequent changes. Ms H
assists the appellant's representative on Monday
and Tuesday and Ms A on Thursday and Friday. On
Wednesday, he receives support fromany of the
secretaries, except Ms A and Ms H On Mnday,
both secretaries, Ms A and Ms H, are in the

of fice. This comon working day is an opportunity
for sharing information on pendi ng and conpl et ed
secretarial tasks.

The appellant's representative wites letters on
the PC and delivers themto the secretary by e-
mail, or places themin a specific conmon
"mai | box" directory (electronic mailbox) that is
accessi ble both by the representative and the
secretary.

The appellant's representative warns his
secretary, in the formof an oral warning or of a
yell ow attention note attached to the file, that
a letter has been placed in the mail box for final
processing. Secretaries working with the
representative check the mailbox for new letters
generally a few tines a day.

The final processing of the letters, ie. giving
them t he address information and reference
nunbers, having themprinted, submtting themto
the appellant's representative for approval and
his signature and actual sending out of the
signed letters, is done by the secretary. The
representative does not consistently check

whet her the final processing is actually
acconpl i shed.
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The secretaries have been instructed to renove
processed final draft letters fromthe nail box.

(B) Handling of EPO deadlines:

(i)

(i)

(iii)

(iv)

(v)

(vi)

After reception of a comunication fromthe EPQ
the mail is opened by a first enployee and it is
witten down in the EPO post book that this
conmruni cation has been received.

Then, a second enpl oyee checks whet her a conputer
updating is required. If yes, 'COM is marked on
t he communi cation, and a third enpl oyee does the
updating of the conputerised system (IPSS). At
the sane tine a Yellow Card is created by the
third enpl oyee containing the case nunber, the
deadl i ne and the action to be perforned.

Every day a journal containing all |IPSS updates
is printed, and a fourth or a fifth enpl oyee
makes sure that the proper updating has been
done.

Then, the communication fromthe EPOis sent to
the secretary of the representative concerned
wth the 'due stanp' on it showing the date by
whi ch the action has to be done. The third

enpl oyee is responsible for indicating the date
on the conmuni cati on.

The secretary gives the comrunication to the
representative concerned for handling.

In parallel, every two weeks, diary lists are
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i ssued, based on IPSS, containing all the
deadl i nes each representative has to conply with
within the next three nonths. Every two weeks,
each representative sends to the section handling
all formalities his diary list fromwhich he has
mar ked of f the actions he has done, and a new
diary list is issued.

(vii) The Yellow Cards are a manual failsafe system
They are created when | PSS is updated. Then, the
Yel | ow Cards are put into boxes by due date, and
every day the Yellow Cards relevant to the
actions which are due in five days are checked.
If an action is marked off on IPSS, the Yell ow
Card is also marked off and no further actions
are taken. If, however, the action is not marked
of f, the representative concerned and his G oup
Manager are imrediately informed for imedi ate
action. The third enployee is responsible for the
i npl ementati on of these neasures.

(C© Handling of the systemin the present case:

The deadline for filing the statenent setting out the
grounds of appeal was present on the diary of the

appel lant's representative in Decenber 1998. On

28 January 1999, ie. five days before the deadline, the
Yel | ow Cards had been checked, and it had been noticed
that, according to IPSS, the action had not yet been
done. The representative updated his diary list on this
day, and I PSS was updated accordingly. But no further
actions were taken.

(D) Historical facts:
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(1) Ms A started working for the appellant's
representative only fromJanuary 1999 onwards.

(i) On 28 January 1999, the appellant's
representative conpleted the statenment setting
out the grounds of appeal, placed it in the
mai | box and signed off his diary list with
pendi ng acti ons.

(iii) Ms Adid not inspect the mail box. She knew t hat
the delivery of new draft letters into the
mai | box i s acconpani ed by a warning of the
representative concerned. In contrast to Ms H
who nonitors the content of the mail box by
inspecting it a fewtinmes a day, Ms Arelied on
the warnings for a new delivery. In the present
case, the warning was either omtted or |ost or
had not been noticed. Not even on Friday,

29 January 1999 did Ms A notice the presence in
the mail box of the draft letter in question.

(iv) Wen taking over secretarial duties from her
col | eague the foll owi ng Monday, Ms H had
understood that the secretarial work was done at
| east with respect to sending letters.

(v) On the secretary's diary list the action "filing
grounds of appeal due 2 February 1999" showed a
sign off by Ms A She was unable to explain why
she had signed off, while the draft letter was
not processed.

(E) Grcunstantial facts:

2939.D Y A
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Ms His a very able and experienced patent secretary
and has worked satisfactorily and without interruption
for the appellant's representative since March 1991.
Also Ms A has several years of experience as a patent
secretary, and she was well instructed and supervi sed.
Thus, the appellant's representative had no reason to
doubt the ability of Ms Ato properly carry out the
routine task of final processing the draft letter
contai ning the statenent setting out the grounds of
appeal .

(F) Requirenents of all due care:

(1) The system of placing final draft letters for
secretarial processing in an electronic mail box
in conmbination with a warning is a proper working
practice. For at least five years it has worked
satisfactorily.

(ii) The incidental om ssion, which occurred very
shortly after a change of working circunstances
must be considered an isol ated unfortunate
m stake in a well organi sed and supervi sed patent
depart nent.

(G Concl usion:

The principles as laid down in decisions T 35/83 of
22 Decenber 1983, T 130/83 of 8 May 1984 and T 309/ 88
of 28 February 1990, where re-establishnment of rights
was decided, fully apply to the present situation.

Reasons for the Deci sion

2939.D
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The appeal does not conply with Article 108 EPC because
the statenent setting out the grounds of appeal has not
been filed within the tinme limt laid down in

Article 108, third sentence EPC

The application for re-establishnent of rights conplies
with Article 122(2), (3) EPC, it is adm ssible.

When an applicant is represented by a professiona
representative (Article 134 (1) EPC), an application
for re-establishment of rights under Article 122 EPC
cannot be acceded to unl ess the authorised
representative hinself or herself can show that he or
she has taken the due care required of an applicant by
Article 122 (1) EPC (cf. J 05/80 [QJ EPO 1981, 343],
point 4 of the reasons).

However, if the representative has entrusted to an

assi stant the performance of routine tasks, the sane
strict standards of care are not expected of the

assi stant as are expected of the applicant or the
applicant's representative (cf. J 05/80, point 6 of the
reasons). Hence, a cul pable error on the part of the
assi stant nade in the course of carrying out routine
tasks is not to be inputed to the representative if the
| atter has hinself or herself shown that he or she
exerci sed the necessary due care in dealing with the
assistant. In this respect, it is incunbent upon the
representative to choose for the work a suitable
person, properly instructed in the tasks to be
performed, and to exercise reasonabl e supervision over
the work (cf. J 05/80, point 7 of the reasons).

Furt hernore, when considering an application for re-
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establ i shnent of rights, it has to be kept in mnd that
Article 122 EPC is intended to ensure that in
appropriate cases the | oss of substantive rights does
not result froman isolated procedural m stake within a
normal |y satisfactory system (cf. J 02/86, J 03/86 [(J
EPO 1987, 362]).

On 28 January 1999 the appellant's representative
conpleted the draft |etter containing the statenent
setting out the grounds of appeal and placed it in the
el ectronic mail box. On the sane day the Yell ow Cards
were checked and it was noticed that, according to

| PSS, the action "filing grounds of appeal” had not yet
been done. The representative then updated his diary
list by marking off the action in question on

28 January 1999, and | PSS was updated accordingly. The
representative nust assunme the whole responsibility for
this updating. G ven the fact that the updating brought
about by the representative had taken place before the
letter was printed and duly signed by the
representative, and before the actual sending out of
the letter, the neasures taken by the representative in
this context may not be considered to be in keeping
with the requirenent of '
Article 122 (1) EPC

all due care' pursuant to

The posting of a letter prepared and signed by the
representative is a typical routine task which the
representative can entrust to an assistant. However, in
the present case, the letter had not even been printed,
| et al one reviewed and signed by the appellant's
representative. On the other hand, the review ng and
signing of the printed letter within the non-extensible
time imt pursuant to Article 108 third sentence EPC
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could not be entrusted to Ms Aor Ms H, rather, it
had to be done by the representative hinself.
Furthernore, in view of the |ack of experience of the
new y engaged Ms A and the fact that the statenent
setting out the grounds of appeal is to be considered
an i nportant subm ssion, the representative should have
checked before the end of the tine limt in question,
ie. 12 February 1999, whether the letter had actually
been printed and submtted to himfor approval and his
signature. Fromall this it follows that the
representative failed to exercise reasonabl e

supervi sion over the activity of Ms A

The appellant's representative used the systemfor
nmonitoring tinme limts established in the patent
departnent of the appellant, a large firm In a |large
firmwhere a | arge nunber of dates has to be nonitored
at any given tine, it is nornmally to be expected that

at | east one effective and i ndependent cross-check is
built into the system (cf. J 09/86 of 17 March 1987,

T 828/ 94 of 18 Cctober 1996). In the Board' s judgenent,
the systemfor nonitoring tine limts of the appellant
di d not include such a cross-check. The premature
updating by the representative of his diary |ist
resulted in the action "filing grounds of appeal" being
del eted on the Yellow Card concerned and in the | PSS,
and there was no effective and i ndependent cross-check
built into the systemto show the inconsistency between
the updated Yellow Card and I PSS, on the one hand, and
the factual situation, on the other. Consequently, the
system cannot be considered to be normally
satisfactory.

The question whether a particular arrangenent used in a
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particular office to ensure that procedural acts are

conpleted in due tine satisfies the requirenent of "al
due care" has to depend on the individual circunstances
of each case (cf. T 166/87 of 16 May 1988). In the
Board's judgenent, decisions T 35/83 of 22 Decenber
1983, T 130/83 of 8 May 1984 and T 309/ 88 of

28 February 1990, which have been cited by the
appel l ant, are of no rel evance because the factual and
| egal situation underlying each of these decisions is
too different in conparison with the circunstances

pertaining to the present case.

For the reasons given above, the Board conmes to the
conclusion that, in the present case, the requirenent
of "all due care' within the neaning of Article 122 (1)
EPC is not satisfied. Thus, the application for re-
establi shnment of rights has to be refused.

Since the application for re-establishnment of rights is
refused, the appeal has to be rejected as i nadm ssible.

For these reasons it is decided that:

1. The application for re-establishnent of rights is
refused.

2. The appeal is rejected as inadm ssible.

The Regi strar: The Chai r wonan:

2939.D
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U. Bul t mann U. Kinkel dey
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