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Menmber s: F. L. Davi son-Brunel
V. D Cerbo

Summary of Facts and Subm ssi ons

Eur opean patent No. 0 220 273 entitled "Synthetic
antigens for the detection of AIDS-rel ated di sease" was
granted with 43 clains based on the international
application No. WO 86/06414.

Claim1l as granted read as foll ows:

"1. A nethod of detecting the presence of LAV/ HTLV-II
virus or antibody to LAV HTLV-111 virus where a sanple
is conbined with a conposition having epitopic sites

i mmunol ogically conpetitive with LAV HTLV-111 epitopic
sites, whereby antibodies bind to such protein
conposition to forma specific binding pair conplex and
t he amount of conplex formation is determ ned,
characterized by:

enpl oying in the assay nedium as a reagent a
conposition containing at |east one peptide which has
at least six amno acids and fewer than 50 am no acids,
at | east six of those ami no acids are contiguous and
encoded for by part of the coding region of
LAV/ HTLV-111 frombp 450 to bp 731 fromthe gag region
or bp 900 to bp 1421 (fromthe gag region) or bp 7210
to bp 7815 (fromthe env region)."

1. Qppositions were filed under Article 100(a) to (c) EPC
(lack of novelty, lack of inventive step, |ack of
sufficient disclosure, added subject-matter). The
opposi tion division decided to maintain the patent in
amended form pursuant to Article 102(3) EPC on the
basis of the third auxiliary request then on file.

0739.D Y A



0739.D

-2 - T 0451/ 99

The patent proprietor (appellant 1) | odged an appeal
agai nst this decision, requesting that it be set aside
and the patent maintained on the basis of a new main
request, or a new first auxiliary request, both filed
with the statenent of grounds. A new set of clains, to
be considered as a second auxiliary request, was filed
with a letter dated 24 May 2002. As a third auxiliary
request (referred to in the statenent of grounds as the
second auxiliary request) the patent proprietor
requested that the patent be maintained in the form
specified in the decision under appeal.

An appeal was al so | odged by opponent 02
(appellant 11), who requested that the decision under
appeal be set aside and the patent revoked.

In a letter dated 29 Decenber 1999, opponent 01, a
party to the proceedings as of right pursuant to
Article 107 EPC, filed his coments on appellant |'s
statenent of grounds of appeal, requesting that this
appeal be di sm ssed.

Appel lant 1's new main request was the nmain request
refused by the Qpposition Division but its claim1l was
the sane as claim 1l of the request accepted by the
opposition division and read as foll ows:

"1. A nethod of detecting the presence of LAV/ HTLV-1I
virus or antibody to LAV HTLV-111 virus where a sanple
is conbined with a conposition having epitopic sites

i mmunol ogi cally conpetitive with LAV HTLV-111 epitopic
sites, whereby antibodies bind to such protein
conposition to forma specific binding pair conplex and
t he amount of conplex formation is determ ned,
characterized by:
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enpl oying in the assay nedium as a reagent a
conposition containing at |east one peptide which has
at least six amno acids and fewer than 50 am no acids,
at least six of those am no acids are contiguous and
encoded for by part of the coding region of

LAV/ HTLV-111 from bp 450 to bp 731 (fromthe gag
region) or bp 900 to bp 1421 (fromthe gag region) or
bp 7210 to bp 7815 (fromthe env region), except for
the foll ow ng pepti des:

a) pepti des fromthe gag region defined starting from
amnoacid 1 - Met coded by the ATG in position
336-338 in the LAV DNA sequence:

am noaci ds 37-46 inclusive, ie Al a-Ser-Arg-d u-
Leu- @ u- Ar g- Phe- Al a- val ;

am noaci ds 49-79 inclusive, ie Gy-Leu-Leu-d u-
Thr-Ser-Ju-G@y-Cys-Arg-An-1le-Leu-3y-d n-Leu-
A n-Pro-Ser-Leu-A@n-Thr-d y-Ser-d u-d u- Leu- Ar g-
Ser - Leu-Tyr;

am noaci ds 200-220 inclusive, ie Met-Leu-Lys-d u-
Thr-11e-Asn-G u-d u- Al a- Al a-d u- Tr p- Asp- Arg- Val -
Hi s- Pro-Val - Hi s- Al a;

am noaci ds 226-234 inclusive, ie Ay-Gn-Mt-Arg-
G u-Pro-Arg-Qy- Ser;

am noaci ds 239-264 inclusive, ie Thr-Thr-Ser-Thr-
Leu-A@n-Gu-An-1le-Ay-Trp-Met-Thr-Asn- Asn- Pro-
Pro-l1le-Pro-Val-Ay-Qu-1le-Tyr-Lys-Arg;

am noaci ds 288-331 inclusive, ie @y-Pro-Lys-d u-
Pr o- Phe- Ar g- Asp- Tyr - Val - Asp- Ar g- Phe- Tyr - Lys- Thr -
Leu- Arg- Al a-d u-d n- Al a- Ser-d n-d u- Val - Lys- Asn-
Tr p- Met - Thr - d u- Thr - Leu- Leu- Val - G n- Asn- Al a- Asn-
Pr o- Asp- Cys- Lys;

am noaci ds 352-361 inclusive, ie Ay-Val-Ay-Ady-
Pro-d y-Hi s-Lys-Al a- Arg;
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b) peptides fromthe env region defined starting from
am noacid 1 = Lysine coded by the AAA at position
5746-5748 in the LAV DNA sequence:

am noaci ds 466-500 inclusive, ie Leu-Thr-Arg-Asp-
A y-d y- Asn- Asn- Asn- Asn-d y- Ser-Qd u- | | e- Phe- Ar g-
Pro-A@y-dy-dy-Asp- Met - Arg- Asp- Asn- Tr p- Ar g- Ser -
A u-Leu- Tyr-Lys-Tyr-Lys-Val;

am noaci ds 510-523 inclusive, ie Pro-Thr-Lys-Al a-
Lys- Arg- Arg- Val - Val - @ n- Arg- @ u- Lys- Arg;

am noaci ds 551-577 inclusive, ie Val-Gn-Al a-Arg-
A n-Leu-Leu-Ser-3@y-1le-Val-d n-dn-Adn--Asn- Asn-
Leu-Leu-Arg-Ala-l1le-3 u-Ala-Gn-d n-His-Leu;

am noaci ds 594-603 inclusive, ie Al a-Val-d u-Arg-
Tyr-Leu-Lys-Asp-d n-d n;

am noaci ds 621-630 inclusive, ie Pro-Trp-Asn-Al a-
Ser - Tr p- Ser - Asn- Lys- Ser ;

am noaci ds 657-679 inclusive, ie Leu-lle-Qd u-d u-
Ser-A@ n-Asn-A n-d n-3 u-Lys-Asn-Ad u-d n- 3 u- Leu-
Leu- 3 u- Leu- Asp-Lys-Trp-Ala."

As submitted in appellant |'s grounds of appeal, the
only difference between claim1l as granted and this
claiml1l was that all the peptides specified in docunent
(1): WO 86/02383 - which has an earlier first priority
date (18 October 1984) than the patent in suit

(24 April 1985) but was published on 24 April 1986, ie
after its filing date (21 April 1986), and thus was
prior art in accordance with Article 54(3) EPC - had
been excised fromthe latter claim ie "disclained" in
order to overcone an objection of |ack of novelty.

Oral proceedi ngs took place on 28 May 2002. In the
course of the discussion relating to whether or not the
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"disclainmer” in claim21l contai ned added subject-matter
in contravention of Article 123(2) EPC, the parties
attention was drawn to decision T 323/97 of

17 Septenber 2001 (now published in QJ EPO 2002, 476)
concerning the admssibility of "disclainmers" under
Article 123(2) EPC. All the parties then requested that
question(s) be referred to the Enlarged Board of Appeal
on this matter. They were given two nonths to file
proposal s.

Al'l the parties submtted questions of |law for the
Enl arged Board of Appeal within the time limt.

Appel lant | requested that the foll ow ng questions be
referred to the Enl arged Board of Appeal:

"Can an anmendnent of a claimhaving no support in the
application as filed, i.e. by way of a disclainer, be
adm ssi bl e under Article 123(2) EPC when the purpose of
t he amendnment is to exclude matter which is disclosed
in a prior art reference, especially when the prior art
reference is as defined in Article 54(3) EPC?

|f yes, what are the criteria to be applied in
assessing the adm ssibility of the disclainers?”

Appel lant 1l requested that the follow ng questions be
referred:

"(la) Does the requirenment according to Article 123(2)
EPC t hat a European patent application or a
Eur opean patent may not be anended in such a way
that it contains subject-matter which extends
beyond the content of the application as filed
mean that any discl ai mer nust be supported by
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the application as filed?

O can a disclainmer be introduced, not having a
basis in the application as filed, that is
intended to establish novelty over an
"accidental " anticipatory prior art docunent

wi t hout causing a violation of Article 123(2)
EPC?

| f question (1b) is answered in the affirmative,
what are the criteria to be applied in assessing
whet her or not the disclainmer in fact is limted
to the establishment of novelty, i.e. the added
negative feature does not involve any technical
contribution to the clainmed invention?

| f question (1b) is answered in the affirmative,
what are the criteria to be applied in assessing
whet her or not the anticipatory disclosure is
real ly accidental ?

| f question (1b) is answered in the affirmative,
is a disclainmer adm ssible that is intended to
excl ude subject-matter that is to be regarded as
prior art under Article 54(3) EPC?

| f question (1b) is answered in the affirmative,
is a disclainmer adm ssible in a situation when
novelty can still be established over an
anticipatory prior art docunent by introduction
of a positive feature?

| f question (1b) is answered in the affirmative,
whi ch other criteria nmay be necessary to be
fulfilled in order for such disclainmer to be
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adm ssi bl e?"

Opponent 1 proposed the foll ow ng questions:

"Art. 123(2) EPC requires that a European patent
application or a European patent may not be anended in
such a way that it contains subject-matter which
ext ends beyond the content of the application as fil ed.

1. Does this requirenment allow the adm ssion of
di sclaimers having no basis in the application as
filed in order to delimt the subject-matter of a
Eur opean patent or a European patent application
over an allegedly novelty-destroying prior art
docunent, particularly a prior art docunment under
Art. 54(3) EPC, as stated e.g. in the decisions
T 0898/91, T 0526/92, T 0645/95, T 0608/ 96,
T 0863/96 and T 0597/92 (QJ EPO 1996, 135)? O, in
the contrary, are disclainmers not adm ssibl e under
Art. 123(2) EPC as stated in the decision
T 0323/ 977

2. If question 1 is answered such that disclainers
are adm ssible, what are the criteria to be
applied in assessing the adm ssibility of a
di scl ai mer ?

Particularly, nmust an acceptabl e disclainer neet
the followng criteria?

a) The di scl ai mer nust be precisely defined and
l[imted to the prior art disclosure, i.e. if
it is not allowed to disclaimsone sort of
general i zed teachi ng based upon
interpretation of the teaching of the prior
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art di scl osure.

b) The all egedly novelty-destroying prior art
docunent nust be an accidental anticipation,
this meaning that a disclainer is only
allowable, if the prior art docunent,
contai ni ng the excluded disclosure, has no
rel evance for any further exam nation aspect
of the clainmed invention, and that, upon
i ntroduction of the disclainer, this prior
art docunent nust di sappear fromthe prior
art field to be taken into consideration.

c) The di scl aimer nust be the only possibility
for a delimtation over the allegedly
novel ty-destroying prior art docunent.

3. Do the criteria under 2a, 2b, and 2c also apply
for a disclainmer art. 54(3) EPC?"

Reasons for the decision

0739.D

Claim1l1l of the main request for consideration by the
board contains what is called a "disclainmer” which
excludes fromthe clainmed subject-matter 13 peptides
specifically nentioned in the claim These peptides are
di scl osed in docunment (1), which is prior art under
Article 54(3) EPC (see section IV above). daim1l would
not be novel if the "disclainmed" peptides were to
remain. This is in line with the boards' established
case law on this particul ar aspect of novelty, where
the subject-matter of a claimoverlaps with a prior-art
di scl osure (see, for exanple, decision T 124/87 (Q) EPO
1989, 491)). Thus, it is decisive for this case whether



0739.D

-9 - T 0451/ 99

the disclainmer is adm ssible or not under
Article 123(2) EPC

The peptides to be used as reagents in the clained

nmet hod (see point |V above) are defined by the nunber
of am no acids they contain and which part of the
genone of LAV/HTLV-111 they are at |east partly encoded
from Thus, they may contain between 6 and 49 am no
acids, 6 of which nust originate fromany of three

regi ons respectively conprising 93 am no acids
(encoding DNA from base pair (bp) 450 to bp 731), 170
am no acids (encoding DNA frombp 900 to bp 1421) and
201 am no acids (encoding DNA frombp 7210 to bp 7815).
The 6 am no acids nust al so be contiguous in the said
regions. Thus, it is readily apparent that the clained
nmet hod may be carried out with a plethora of peptides.
The "disclainmer” used to exclude fromthe claimthe 13
pepti des already disclosed in docunment (1) is the only
expedient way to word the claimso that it does not
have to contain a list of all the peptides, but not the
13 just mentioned, which would no doubt cover many
pages but still not be conplete.

In the board's judgnent, the disclainmer in claim1l
therefore fulfils the clarity requirenent (Article 84
EPC) which the early case | aw of the boards of appeal
(eg decision T 4/80, QJ EPO 1982, 149) had al ready
stated to be essential to the adm ssibility of

di scl ai mers.

Claim1l as now worded refers to two specific groups of
pepti des: those which possess the generically defined
features, but of which 13 are excepted, and those 13
whi ch, while al so possessing these features, are
nonet hel ess excl uded from protection by neans of a
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di sclaimer. Neither of these two groups is explicitly
identified in the application as filed. The claimcould
t hus be considered not allowable under Article 123(2)
EPC in line with the established case | aw of the boards
of appeal on how to apply Article 123(2) EPC when an
amendnent to a claimis a "selection", froma general

di scl osure, of specific enbodi mrents not expressly

di sclosed in the application as filed (see, for

exanpl e, decision T 288/ 92 of 18 Novenber 1993).
Nonet hel ess, it woul d be all owabl e under | ong-standi ng
EPO practice based upon the established board- of - appea
case law on the adm ssibility of disclainmers, which

wi |l be sunmarised bel ow.

Several decisions of the boards of appeal have
considered the introduction of a disclainer into a
claimto be adm ssible under Article 123(2) EPC, even
in the absence of any explicit support in the
application as filed. The nost relevant of these are
menti oned bel ow. Reference has al so been nmade to

deci sions concerning disclainmers intended to avoid a
novelty objection under Article 54(2) EPC, in so far as
the principles stated therein may al so be relevant to
assessing the adm ssibility of disclainers intended (as
in the case in suit) to avoid a novelty objection under
Article 54(3) EPC.

According to decisions T 433/86 of 11 Decenber 1987 and
T 170/87 (QJ EPO 1989, 441), it is permssible, in
cases where what is clainmed in general overlaps with
the state of the art, to exclude a special state of the
art fromthe clainmed invention by neans of a

di scl aimer, even if the original documents give no
(specific) basis for such an exclusion. In particular,

t he second decision said that the inventive teaching
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disclosed in the originally filed application was not
changed as a whole nerely by being delimted with
respect to the state of the art; the effect of the

di scl aimer was to "excise" only that part of the
teachi ng which the applicant could not claimowing to
| ack of novelty. It further pointed out that a

consi derabl e practical need existed for such an

expedi ent. The only requirenent was to define what was
left of the inventive teaching originally disclosed
that was still capable of being protected. In other
words, it is assuned that the nmere delimtation of a
claimin order to overcone a novelty probl em does not
per se change the inventive teaching of the application
and is therefore conpatible with the ratio |egis of
Article 123(2) EPC

It can be inferred fromthe decisions quoted above
that, to be adm ssible, a disclainmer not supported by
the original disclosure nust fulfil only the follow ng
condi ti ons:

(a) There nust be an overlap between the prior art and
t he clainmed subject-matter defined in generic
terms.

(b) The prior art to be excised by neans of a
di scl ai mer nust be "special" or, as nore clearly
stated in decision T 433/86 (see above), specific.

(c) The disclainer is necessary to establish novelty.

In decision T 597/92 (QJ EPO 1996, 135) the board of
appeal essentially confirned the above principles, but
added a further requirenent: a disclainer may only be
used by way of exception for avoiding claim
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anticipation, if the subject- matter of a cl ai mcannot
be restricted on the basis of the original disclosure
in positive terms without unduly inpairing its clarity
and conci seness. The clarity requirenent had al ready
been established by decision T 4/80 (see above).

Decision T 426/ 94 of 22 May 1996 seens to identify a
new requirenent to be fulfilled by a disclainer
intended to neet an objection under Article 54(2) EPC
if it is to be allowable under Article 123(2) EPC. that
the prior art which it excludes nust be accidentally
novel ty-destroying prior art. It also states that a

di scl ai mer introduced in order to establish novelty
shoul d exclude precisely that subject-matter which is
di sclosed in the state of the art.

In the board's view, the inportance of this decision
resides in the introduction of a new condition which a
di scl ai mer nust satisfy to be adm ssible: the prior art
has to be accidentally novel ty-destroying, whereas the
deci si ons quoted under points 6 and 7 above refer to a
speci al / specific state of the art. This principle,
established within the framework of restoring novelty
under Article 54(2) EPC, could also be rel evant under
Article 54(3) EPC.

The meaning of the term"accidentally” with reference
to the prior art in this context has been expl ai ned,
inter alia, in decision T 608/96 of 11 July 2000,
according to which a disclosure would be regarded as
accidentally novelty-destroying (zuféallig
neuhei t sschadl i che O fenbarung) if a skilled person

t ook no account of it when eval uating the probl em
underlying the patent (or patent application), since it
woul d either belong to a conpletely different technical



12.

13.

14.

0739.D

- 13 - T 0451/ 99

field or in view of its subject-matter would not help
in solving the technical problemunderlying the clained
i nvention. This neans al so, according to the decision
in question, that a disclosure can be considered as
accidentally novelty-destroying only when it is not at
all relevant for the assessnent of inventive step.

The principle set out under point 9 above was applied
coherently in decision T 917/94 of 28 Cctober 1999,

whi ch considered a disclainer with no basis in the
original application as inadm ssible because the prior
art docunent which gave rise to it related to the sane
field (as well as to the same technical problem as the
cl ai med i nvention. Mreover since this docunent

di scl osed the nost relevant prior art, it should have
been considered for the purposes of inventive step.

| ndeed, according to this decision, a disclainmer is not
perm ssible if its introduction would render subject-
matter inventive which is otherw se obvious. Since it
woul d change the nature of the alleged invention, the
di sclaimer did not comply with Article 123(2) EPC

Decision T 596/ 96 of 14 Decenber 1999 al so pointed out
that the prior art docunent (on which the disclainmer is
based) nust be indisputably novelty-destroying. This
means that a disclainer cannot be allowed sinply as a
precautionary or auxiliary neans of further clarifying
the distinction between the clained subject-matter and
the prior art.

A precise and conpl ete exposition concerning the
adm ssibility of disclainmers was given in decision

T 934/97 of 6 June 2001, according to which a

di scl ai mer introduced into a claimdoes not infringe
Article 123(2) EPC and can therefore be admtted as
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long as the follow ng stringent requirenents are
ful filled:

(1) There has to be novelty-destroying prior art,
and the disclainmer nust be precisely formul ated
on the basis of that art and Iimt the invention
against it.

(i) The said prior art has to be accidental.

(iii) The prior art excluded has to Iie outside that
to be considered for the purpose of assessing
i nventive step.

(1v) The introduction of the disclainmer nmust fulfil
the further condition laid down in decision G
1/93 (QJ 1994, 541), point 9 of the Reasons,
according to which, pursuant to Article 123(2)
EPC, an applicant shall not be allowed to
i nprove his position by adding subject-matter
not disclosed in the application as filed, which
woul d gi ve hi man unwarranted advantage and
could be damaging to the | egal security of third
parties relying on the content of the originally
filed application.

Wth specific reference to Article 54(3) EPC, the

adm ssibility of a disclainmer has been affirmed inter
alia in decisions T 318/ 98 of 8 August 2000 and

T 1125/ 97 of 22 February 2001, where the disclainer had
been necessary to reinstate novelty vis-a-vis a
docunent not yet published on the patent application's
date of filing. These two decisions do not give any
grounds for such an affirmation, but nerely refer to
the principles set out in the case |aw
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Decision T 351/98 of 15 January 2002 was reasoned in
awar eness of the view expressed in decision T 323/97
(see bel ow) about the adm ssibility of disclainmers. It
says that, when an overlap occurs between prior art
pursuant to Article 54(3) EPC and the clai ned subject -
matter, the specific prior art nmay be excluded by a

di sclaimer to establish novelty even in the absence of
support for the excluded matter in the application as
filed. Where the prior art is inline with

Article 54(3) EPC, the later applicant could not have
known of its content and thus could not have fornul ated
his original clainms to avoid it, so it seens
justifiable on a balanced interpretation of the EPC to
allow himto introduce a disclainer to limt his clains
to what is novel vis-a-vis the Article 54(3) EPC prior
art. In such a situation, where a too litera

i nsi stence on a precise basis in the original

di scl osure for the purposes of Article 123(2) EPC woul d
have the effect of extending the deenmed publication
provisions of Article 54(3) EPC to matter which was
actually not disclosed in the earlier applications,
maki ng a di sclai ner adm ssible would seemto reflect a
nore appropriate interpretation of the Convention. (NB
the technical subject-matter in this case was also HV
peptides, as in the present case.)

A simlar solution was adopted in decision T 664/00 of
28 Novenber 2002, where the disclainmed subject-matter
was part of the state of the art under Article 54(3)
EPC. The board held that the introduction of

di sclaimers had to be seen as nerely waiving
protection, not as making any technical contribution to
t he subject-matter of the clainmed invention. These

di sclaimers were therefore considered as adm ssi bl e.

Ref erence was made to the principles stated in G 1/93
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(see above).

Several other decisions have essentially confirnmed the
above principles. See in particular decisions: T 525/99
dated 12 Septenber 2002, T 339/98 dated

18 Septenmber 2001, T 43/99 dated 29 January 2001,

T 13/ 97 dated 22 Novenber 1999, T 863/96 dated

4 February 1999, T 982/94 dated 16 Septenber 1997,

T 653/92 dated 11 June 1996, T 434/92 dated

28 Novenber 1995, T 710/92 dated 11 Cctober 1995.

Decision T 323/97 (see above) stated principles which
are expressly in contrast to the established case | aw
referred to so far. This decision said that a

di scl ai mer could not be introduced into a claimin
order to neet an objection of lack of novelty when no
support for it could be found in the application as
filed. In the board' s view this nay be regarded as an
obi ter dictum because point 2.1 of the reasons clearly
expl ai ned that no | ack-of-novelty objection to the

subj ect-matter of the patent in suit was based or could
have been based on the prior art docunments taken into
consi deration by the disclainmer, since their respective
di sclosures differed fromthat of the patent in suit
even without the incorporation of a disclainer into the
| atter. However, the board believes that this decision
rai ses an inportant point of law (Article 112(1) EPC)
taking into consideration, on the one hand, the EPO s
established practice concerning the adm ssibility of
introducing into a claima disclainmer not supported in
the application as filed and, on the other, the
significance of the objections to this practice raised
by the decision in question.
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This point of lawis to be considered as rel evant for
the present proceedings in so far as they entail a

deci sion upon the adm ssibility of a disclainmer. Inits
decision T 323/97 (see above), the board of appeal held
t hat an amendnent to a patent through the introduction
of a "negative" technical feature into a claim
resulting in the exclusion of certain enbodi nents, ie
the incorporation into the claimof a disclainmer, was,
regardl ess of the nane "disclainer”, nonetheless an
amendnment governed by Articles 123(2) and (3) EPC. This
nmeant, as far as the requirenments of Article 123(2) EPC
wer e concerned, that the anended clai mnust be
supported by the application as filed, a requirenent

whi ch was mandatory if the anended patent or patent
application was to be adm ssible, as explained in
decision G 3/89 (QJ 1993, 117, point 1.3 of the
reasons).

It was pointed out that the principles of |egal
certainty and consistency, which, according to decision
G 2/98 (QJ EPO 2001, 413) had to be safeguarded in the
assessnment of priority rights, novelty and inventive
step, had also to be taken into account when
considering the adm ssibility of introducing a

di scl ai mer not supported by the application as fil ed,
in order to establish novelty vis-a-vis an allegedly
"accidental " anticipatory docunent. Decision G 2/98
states in particular that the assessnent of whether or
not certain technical features of an invention are
related to its function and effect may vary in the
course of the proceedings, especially if additional
prior art has to be considered, and that the technical
probl em sol ved by an invention m ght not be

determ nabl e once and for all at a single point in tine
but m ght have to be considerably redefined in the
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course of the proceedings, or even later, in the |ight
of new prior art. As a consequence, the validity of an
existing right of priority mght be put in jeopardy,
whi ch could be at variance with the requirenent of

| egal certainty. Simlarly, with reference to the

adm ssibility of disclainmers, since it would in fact
not be possible to assess with certainty whether or not
the limtation achi eved by the anendnent, ie the added
negative feature, involved a technical contribution to
t he clained invention and whet her or not the
anticipatory disclosure was really accidental, the
adm ssibility of a disclainmer not supported by the
application as filed would be at variance with the
above principles. Indeed it was al ways possibl e that,
when a particul ar enbodi nent (eg a chem cal conpound)
was di sclainmed fromthe generic teaching of a patent
application (eg a generic formula) because it had been
accidentally disclosed in a technical field conpletely
outside that of the application, a further citation

m ght |ater be found which disclosed properties of the
di scl ai mred enbodi ment within or relevant to the
technical field of the application. This could inply
the need to redefine the technical teaching originally
considered, with all the negative consequences pointed
out in decision G 2/98 (see above).

Decision T 323/97 (see above) al so enphasised that, in
the light of decision G 1/93 (see above), the

i ncorporation of a disclainmer not supported by the
original application could not be all owed under

Article 123(2) EPC. According to decision G 1/93, which
deals with the possible conflict between paragraphs (2)
and (3) of Article 123 EPC, arising fromthe

i ntroduction of an inadm ssible amendnent during

exam nati on proceedi ngs, such an addition could be
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accepted if it nmerely anounted to an excl usi on of
protection for part of the invention as covered by the
application as filed and did not provide a technical
contribution to the clainmed subject-matter.

In decision T 323/97 (see above) the board therefore
concl uded that any amendnent of a claimby neans of a
di scl ai mer not supported by the application as fil ed,
and intended to distance the clainmed subject-matter
further fromthe state of the art, contravened
Article 123(2) EPC and was consequent!ly inadm ssi bl e.

Thus, follow ng decision T 323/97 (see above), the

di sclaimer in claim21l now under consideration would not
be al | owabl e, because, as already nentioned in point 4
above, there is no specific nmention in the application
as originally filed of two groups of peptides: the 13
pepti des of docunent (1), now disclainmed, and the
remai ni ng pepti des enbraced by the generic definition
of the class of peptides.

The above survey of board of appeal case | aw and of the
di fferent solutions thereby adopted shows that a
referral to the Enlarged Board of Appeal is necessary
pursuant to Article 112(1) EPC. The wordi ng of the
request (as stated in the Order below) was arrived at,
on the one hand, in the light of the proposals of the
parties to the proceedings (see sections VI to VIII
above) and on the other, of the fact that the present
case only concerns disclainmers in relation to novelty
obj ections under Article 54(3) EPC.

In the board's view, for a proper consideration of the
probl ens concerning the adm ssibility of disclainmers
under Article 123(2) EPC, the follow ng points may be
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taken into consi derati on:

i- O all the possible neanings of the word
"disclainmer”, the only one to be considered is that
indicated in decision T 323/97 (above), according to
whi ch a disclainer is an anendnent to an al ready
existing claimresulting in the incorporation into the
claimof a "negative" technical feature. Like al
amendnents, disclainmers are governed by Article 123(2)
EPC.

ii- To assess the admi ssibility of a disclainer
one may take into consideration the principles set out
in decision G 1/93 (see above) (point 16 of the
reasons). G ven that the purpose of Article 123(2) EPC
is to prevent an applicant from securing an unwarranted
advant age by obtai ning patent protection for sonething
he had not properly disclosed and maybe not even
i nvented on the date on which the application was
filed, an added feature is not to be considered as
subj ect-matter extendi ng beyond the content of the
application as filed within the neaning of this
provision if it nerely excludes protection for part of
the subject-matter of the clained invention as covered
by the application as filed w thout providing any
technical contribution to it. Indeed the addition of a
feature fulfilling these requirenents cannot reasonably
be considered to give any unwarranted advantage to the
applicant, nor does it affect the interests of third
parties. Wether or not these principles can apply,
mutatis nutandis, to the admssibility of a disclainer
havi ng the characteristics described above is a probl em
that the Enlarged Board of Appeal nay consider rel evant
to its decision on the present referral.
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iti- If the Enlarged Board of Appeal were to
confirmdecision T 323/97 (see above), this would
invalidate under Article 123(2) EPC granted cl ai ns
i ncorporating a disclainmer in accordance with earlier
case law. This could not be renedied by sinply deleting
t he di scl ai mer (assuming that the novelty objection
whi ch pronpted the introduction of the disclainmer could
be overcone by other neans than a disclainmer) wthout
falling into the so-called "inescapable trap” situation
(G 1/93, see above), since a disclainmer by its very
nature restricts the scope of a claimand its renoval
woul d thus unavoi dably broaden the scope of the
protection after grant in contravention of
Article 123(3) EPC

iv- Wth reference to Article 54(3) EPC, the
particul ar situation of the applicant has to be taken
into consideration. As nade clear in decision T 351/98
(see above), he cannot be aware of the potentially
novel ty-destroying prior art in an earlier application
published only after the filing of his own application.
He cannot therefore draft his application in such a way
as to avoid an overlap with such prior art. That
Article 54(3) EPC is intended to prevent double
patenting (see, for exanple, Singer/Stauder,

Eur opai sches Pat ent tber ei nkommen, 2. Aufl age,

Arti kel 54 Rdn 90) may suggest an interpretation of
Article 123(2) EPC in accordance with decision G 1/93
(see para. 26. ii- above). An amendnent by discl ai mer
is then nothing nore than a waiver of protection for
the subject-matter already disclosed in a piece of
prior art under Article 54(3) EPC.

v- The answers to the questions referred to the
Enl arged Board of Appeal in this decision will have a
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significant inpact on quite a nunber of patents already
granted, since the use of disclainmers is a w despread
practice within the EPO under its established case | aw

Or der

For these reasons it is decided that:

The follow ng questions are referred to the Enl arged Board of

Appeal :

Is the introduction into a claimof a disclainmer not supported
by the application as filed adm ssible, and therefore the

clai mall owabl e under Article 123(2) EPC, when the purpose of
the disclainmer is to neet a | ack-of-novelty objection pursuant

to Article 54(3) EPC?

If yes, what are the criteria to be applied in assessing the
adm ssibility of the disclainmer?

The Regi strar: The Chai r wonman:

P. Crenona U. Ki nkel dey
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