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Summary of Facts and Subm ssi ons

0585.D

Eur opean patent application No. 95 905 567.4, based on
I nt ernati onal application No. PCT/EP94/ 04249, was filed
on 21 Decenber 1994, claimng the priority of

27 Decenber 1993 of an earlier European patent
application (93203699.9) and published under

No. WO - A-5/18180 on 6 July 1995. The application was
refused by a decision of the Exam ning Division issued
in witing on 2 Decenber 1998 for |ack of inventive
step (Article 56 EPC).

The deci sion was based on a set of 10 cl ai s,
consisting of Clains 1 to 5 as submtted with letter of
10 October 1995 and of Clains 6 to 10 as originally
filed.

Caim1l reads as foll ows:

"A gel conprising:

A) a solution of at |east one organi c peroxide
essentially solubilized in a phlegmati zer,

B) at |l east one cellulose ester as thickening agent
essentially solubilized in solution A and

O at | east one thixotropic agent selected from
hydrogenat ed castor oil and funed silica."

| ndependent Claim9 relates to the use of the gel
according to any one of Clainms 1 to 8 in the hardening
of thernoset resins.

The remai ning clains are dependent clains which refer
to specific elaborations of the subject-matter of the
respective antecedent independent clains cited above.
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The objection of |lack of inventive step was based on
t hef ol | owi ng docunents:

D1: Chemical Abstracts, Vol. 82, No. 20, 19 May 1975,
Abstract No. 126 278h, referring to JP-A-74/102
779),

D2: US-A-3 806 477,

D3: US-A-3 859 240,

D4: US- A-3 182 028, and

D5: NL-A-70/06273.

In its decision the Exam ning Division held that the
cl osest prior art was represented by peroxide
formul ati ons contai ning a ketone peroxide, a

phl egmati zer such as a phthalic ester, and a gel
formng colloid (e.g. cellulose acetobutyrate) which
were to be used as curing agents for unsaturated

pol yesters. D1, D2 and D3 were considered as
representative of this art.

It considered that the feature distinguishing aiml
fromthe closest prior art was therefore the presence
of component (C).

The Exam ning Division stated that the objective
techni cal problemunderlying aiml was to increase
the viscosity of the known peroxi de conpositions to
make them nore easily neterable fromcartridges.

According to the decision, an obvious sol ution would
have been to include a conventional thixotropic agent.

0585.D Y A
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The skilled person woul d have sel ected an agent of this
ki nd which would not give rise to undesirable side
reactions with the peroxide and which has been used in
sim | ar peroxide fornulations before. Hence, an obvious
choi ce woul d have been e.g. hydrogenated castor oil or
silica which both were known as possi ble additives for
per oxi de conpositions (see Exanples Il and V of D2,
Table Il and Exanple Il to V of D4, page 3, line 18
and Claim9 of D5). Furthernore, there was no evidence
for any technical prejudice of using thixotropic agents
in the peroxide conpositions of D1, D2 and D3. Thus,

t he Exam ning Division came to the conclusion that
Claim1 did not neet the requirenents of Article 56
EPC.

On 1 February 1999, a Notice of Appeal against the
above deci sion was | odged by the Appellant (Applicant).
The prescribed fee was paid on the sanme date.

In the Statement of G ounds of Appeal, submitted on
7 April 1999, the Appellant contested the findings of
the Examning Division. It argued essentially as
fol | ows:

(1) The techni cal problem solved by the invention
was to provide an organi c peroxide containing
gel which was storage stable and di spl ayed
t hi xotropi ¢ behavi our. The exanpl es denonstrat ed
that this problemhad in fact been solved. The
techni cal problemwas not, as stated by the
Exam ning Division, to increase the viscosity of
t he known peroxi de conpositions to nmake them
easily meterable fromcartridges.

(i) None of the cited docunments referred to the
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probl em effectively solved by the application.
Hence, inventive step shoul d be recogni zed.

(iii) The Exam ning Division had nosai cked the
Appel lant's invention on the basis of an
incorrect interpretation of the problemand with
i nper m ssi bl e hi ndsi ght .

Communi cations were issued on 1 February 2001,

20 Septenber 2001, and 19 June 2002 by the Board, in
which in addition to prelimnary coments on the
teaching of the various docunents on file, conparative
data in view of the Exanple 1V of D4 which disclosed a
gel conposition conprising a peroxide, a phlegmti zer,
finely dispersed silica and an activator for the gel
formation (i.e. cellulose butyl ether), was requested.
Al'l these points were addressed by the Appellant in its
responses dated respectively 30 May 2001, 8 January
2002 and 3 Cctober 2002. The experinental data filed by
t he Appel | ant concerned conpositions conprising

cellul ose esters and conpositions conprising cellul ose
ethers (i.e. nethyl cellulose and ethyl cellul ose) and
the argunents presented by the Appellant in these

subm ssions may be summari zed as foll ows:

(1) The use of cellulose ethers in conmbination with
silica was suggested in D4.

(i) The present application related, however, to gel
conpositions conprising cellulose esters and
silica (referred as fornulations A) and to gel
conpositions conprising cellulose esters and
hydrogenat ed castor oil (referred as
formul ati ons B)
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For the fornulations A the closest prior art
woul d be represented by conpositions conprising
a cellul ose ether and silica as presented in D4.

There was no indication in D4, that cellul ose
esters could be conbined with silica to give
acceptabl e fornul ati ons.

Cel l ul ose esters could not be considered as a
mere substitute for cellul ose ethers, since the
tests submtted showed that they led to better
vi scosity characteristics and a better
honogeneity of the fornul ations.

Concerning the fornulations B castor oil was
neither a detergent, nor a colloid, and would be
used, if at all, in D4 as an activating agent.

Even, if for sake of argunent one woul d argue
that D4 di scl osed conpositions conprising castor
oil in conmbination with cellul ose ethers, there
was no pointer in D4 to conbine castor oil with
cellul ose esters. Furthernore it had been shown
(cf. Exanples 16 and H submtted with letter of
30 May 2001), that this conmbination led to
conpositions with better viscosity
characteristics and honopgeneity.

Thus, formul ations A and fornul ati ons B i nvol ved
an inventive step over D4.

The Appel l ant requested that the decision of he
Exam ning Division be set aside and a patent be granted

on the basis of Cains 1 to 10 annexed to the deci sion.
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Reasons for the Decision

1

2.2
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The appeal is adm ssible.

Wordi ng of the clains

Article 123(2) EPC

Claims 1, 2, 3, 5, 6, 7, 8 9 and 10 correspond
respectively to Clains 1, 2, 5, 6, 7, 8 9 and 10 as
originally filed.

Claim4 is supported by Claim4 as originally filed and
t he passage on page 3, lines 24 to 26 of the
application as originally filed.

Consequently, the requirenents of Article 123(2) EPC
are nmet by the clains.

No objection under Articles 84 and 83 EPC has been
rai sed by the Exam ning Division. The Board is al so
satisfied that the requirenments of Articles 84 and 83
EPC are net.

Novel ty

The subject-matter of Clainms 1 to 10 has been

consi dered as novel by the Exam ning D vision over the
cited prior art. The Board sees no reason to depart
fromthat view

Pr obl em and sol uti on

The application in suit concerns organi c peroxi de gel
conposi tions.
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Such conpositions are known from docunents D2, D3, D4,
and D6 (GB-A-1 275 172, which is the UK patent
application corresponding to D5). In that respect, D4
(rmentioned on page 2, lines 14 to 16 of the application
in suit) refers to gel conpositions conprising a

t hi xotropi ¢ agent such as a finely divided silica, and
an activating agent in formof an organic polar
conponent having at | east one hydroxyl group in order
to inprove the honogeneity of the gel and its storage
stability (cf. D4, colum 1, lines 14 to 19; colum 2,
lines 21 to 34). In particular, it discloses inits
Exanple 1V (cf D4, colum 6, line 17) a gel conposition
conprising a finely divided funed silica (e.g. "Cab-O
Sil") and butyl cellul ose as activating agent. Thus, D4
represents, in the Board view, an appropriate starting
poi nt for the assessnment of inventive step concerning
the fornmulations A (as referred by the Appellant in

par agraph 1V(ii) above).

Docunent D6, which is the only docunent which refers to
t he use of hydrogenated castor oil as gelling agent for
storabl e peroxide gel conpositions (cf. D6, Caim1l,
page 2, lines 31 to 36; Exanple 5) constitutes, in the
Board view, an appropriate starting point for assessing
inventive step of the fornmulations B (as referred by

t he Appellant in paragraph IV(ii) above).

According to the application in suit (cf. page 2,
lines 23 to 26), it ains to provide peroxide
conpositions which are storage stable and whi ch have
t hi xotropi c properties.

Thus, starting fromD4 (fornulations A) or from D6
(formul ations B), the technical problemnmy be seen in
the provision of further peroxide gel conpositions
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bei ng storage stable and exhibiting thixotropic
properti es.

The sol ution proposed according to Caim1l of the
application in suit is to use a conposition conprising
a conbination of cellul ose ester solubilized in the
per oxi de/ phl egmati zer solution as a thickening agent
with a thixotropic agent selected fromfuned silica
(formul ati ons A) and hydrogenated castor oi
(formul ati ons B)

In view of Exanples 1 to 14 of the application in suit,
the Board is satisfied that the clai ned neasures
provide an effective solution of the stated problem

Obvi ousness

It remnins to be deci ded whether this solution was
obvious to a person skilled in the art having regard to
the cited state of the art.

Formul ati ons A di stinguish fromExanple 1V of D4 by the
feature that a cellul ose ester solubilized in the

per oxi de/ phl egmati zer conposition is used in
conbination with silica instead of a cellul ose ether
(i.e. butyl cellulose). The question therefore boils
down as to whether it would have been obvious to

repl ace the cellul ose ether (butyl cellulose) by a
cellul ose ester which is essentially solubilized in the
per oxi de/ phl egmati zer solution, in order to obtain a
conposition having good storage stability and

t hi xotropi c properties.

Docunent D4 defines the activating agent used to
i nprove the honobgeneity and the storage properties of
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the gel in a very broad manner as a pol ar organic
conmpound havi ng at | east one hydroxyl group.

VWaile it is true that this broad definition would al so
enconpass cellul ose esters, D4 does not explicitly
menti on these conponents as activating agents.

Furthernore, the conparative data submtted by the
Appellant with its letter of 3 Cctober 2002 (Exanples |
and J) show that cellul ose ethers other than butyl
cellul ose either |lead to i nhonbgeneous conpositions
(i.e. methyl cellulose in Exanple I) or to a non gelled
conposition (i.e. ethyl cellulose in Exanple J) and,
that they, although falling under the broad definition
of the activating agent given in D4, will not perform
as such.

This inplies that only specific organic conpounds
bearing at | east one hydroxyl group would effectively
work as activating agents for silica. As indicated
above, D4 is totally silent on the use of cellul ose
esters as activating agent, let alone in conbination
with silica. Thus, D4 itself cannot lead to the
solution of the technical problem proposed in the
application in suit.

Docunents D2 and D3 (which is a divisional application
of D2) both relate to peroxide paste conpositions
conprising a gel formng colloid such as cellul ose
esters, cellulose ethers or silica aerogels, and a

synt hetic organic polynmer which is insoluble in the
paste (cf. D2, colum 2, lines 4 to 40; claim 1;
Exanples Il and V; cf D3, colum 2, lines 5 to 30;
Exanple 1l, Caim1). The aimof docunents D2 and D3 is
to provi de honbgeneous and storage stable paste
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conposi tions containing ketone peroxi des enabling a
faster jellification and hardeni ng of unsaturated

pol yester putties than the materials known and
avai l abl e for this purpose (cf. in particular D2,
colum 1, line 64 to colum 2, line 9; Example V of
D2). To this end, they instruct the skilled person to
conbine the gelling agent (e.g. colloidal silica) with
a synthetic organic polyner insoluble in the paste.
Furthernore, they do not contain any teaching to
conbine silica with cellul ose esters for any purpose,

| et alone as an activator for formng a stabl e peroxide
gel conposition. They cannot, therefore, |ead the
skilled person to the relevant solution of the

t echni cal probl em

Wil e D1 discloses a conposition conprising 10 parts of
solution of a peroxide in a phlegmatizer and 10 parts
of a cellul ose acetobutyrate, it appears that this
conposition also contains a very high anount (i.e. 80
parts) of organic solvents (e.g. ethyl acetate,

toluene) and that it is used for inpregnating a
substrate. Firstly, it is highly questionable, in view
of its very high anount of solvent and its intended
use, as to whether this conposition could be in form of
a gel and could exhibit thixotropic properties.
Secondly, D1 is absolutely not concerned by the storage
stability of the peroxide conposition. Thus, the
skilled person could not derive fromDl in which way to
nodi fy the teaching of D4 in order to solve the
techni cal probl em

Docunent D6 nerely relates to the use of fatty esters
such as hydrogenated castor oils as gelling agents for
per oxi de conpositions (cf. D6, Claim1, page 2,

lines 31 to 36; Exanple 5). It can therefore provide no
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hint to the solution of the technical problem
represented by the fornulations A according to the
application in suit.

The formulations B differ fromD6 by the feature that a
cellul ose ester solubilized in the peroxide/

phl egmati zer solution is used in conbination with the
hydr ogenat ed castor oil.

Docunent D6 itself contains no indication to conbine

t he hydrogenated castor oil with a cellul ose ester in
order to obtain storage stable conpositions, |et alone,
as shown by the conparison between Exanple 1 and

Conpar ative Exanple D nmade in the application in suit,
that this would result in an inproved storage stability
of the gel conpositions.

Docunments D2 and D3 woul d not give any hint to the

sol uti on proposed by the application in suit, since, as
i ndi cated above, they teach to conbine the gelling
agent with a polynmer insoluble in the paste. Nor would
the skilled person regard the teaching of D4 as

rel evant to the solution of the technical problem
since on the one hand, as submtted by the Appellant,

t he hydrogenated castor oil cannot be considered as a
colloid nor as a detergent as required by D4 for the
gelling agent, and since, on the other hand, as

i ndi cated above, D4 is totally silent on the use of
cellul ose esters as activating agent for the gelling
conmpound. Document D1 is, for the reasons given in

par agraph 5.7 above, of no relevance for the solution
of the technical problem

Consequently, the solution (i.e. formulations A and
formul ations B) of the stated problem does not arise in
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an obvious way fromthe cited prior art. It thus
follows fromthe above that the subject matter of
Claim1 involves an inventive step in the sense of
Article 56 EPC.

By the sane token, the subject-matter of Clains 2 to 8
which are directly or indirectly dependent upon
Claim 1, involves an inventive step. This conclusion is
also valid for the subject-matter of Clains 9 and 10,
whi ch require as an essential feature the application
of the conmposition according to any of Clains 1 to 8.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the Exam ning Division with the
order to grant a patent on the basis of Clains 1 to 10
annexed to the decision under appeal, after any
consequential anmendnment of the description (i.e. in
particul ar acknowl edgnent of the relevant disclosure of
D4 and D5 to the state of the art).

The Regi strar: The Chai r man:

E. Gorgmaier R Young
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