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Summary of Facts and Submn ssions

0688. D

Eur opean patent No. 0 360 330, based on application
No. 89 202 297.1 and relating to a process for
preparing detergent powders having inproved di spensing
properties, was granted on the basis of 10 cl ai ns.

The Respondent (Qpponent) filed a notice of opposition
requesting revocation of the patent on the grounds of

i nsufficiency of disclosure (Article 100(b) and 83
EPC), and | ack of novelty and |ack of inventive step
(Article 100(a), 54(2), (3) and 56 EPC) in view of
several cited docunents.

The ground of insufficient disclosure was based on the
argunment that the devices to be used in accordance with
the description of the patent in suit to neasure the
dynamc flowrate (DFR, feature of Caim1l) and the

di spenser residue (feature of Clains 4 and 5) were not
adequately defined since, in the first case, the
apparatus dinensions (orifice dianmeter of 225 nmmin
relation to a tube dianeter of 35 mm were inpractica
and obvi ously neaningless and, in the latter case, the
machi ne to which the di spenser drawer for determ ning
the residue was fitted (Hoover Matchbox (Trade Mark)
3263H washi ng machi ne) had never existed, with the
consequence that neither size nor shape of the required
di spenser drawer could be established by a person
skilled in the art.

In a comruni cation dated 18 April 1996 and annexed to
the sunmons to a first oral proceedings on 6 Novenber
1996, the Opposition Division, referring to the one
nont h period prescribed by Rule 71a(l) EPC, directed
the Appellants (Proprietors) to file in relation to the
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DFR neasurenent the results of tests using particular
apparatus dinensions (orifice dianmeters of 22, 25 and
22.5 mm and in relation to the dispenser drawer

evi dence as to how this could be identified.

Wth a letter of 23 October 1996, i.e. only about two
weeks prior to those first oral proceedi ngs on

6 Novenber 1996, the Appellants filed conparative data
concerning the orifice diameter and a letter from
Hoover concerning its "Matchbox" washi ng nmachi ne range.

The oral proceedings, in the course of which the
Qpposition Division gave its provisional opinion on
sufficiency of disclosure, was termnated with a
direction that the proceedings were to be continued in
witing to give the Respondent, as it had requested, an
opportunity to submt its own test results within

four nont hs.

These tests were filed with a letter dated 28 January
1997. Follow ng an auxiliary request nmade by the
Respondent, second oral proceedi ngs took place before
the Opposition Division on 11 February 1999.

In its decision which was based on anmended cl ai ns, the
Qpposition Division, by accepting inter alia the

Appel  ant's argunent that the skilled worker woul d have
realized that the figure 225 nmwas a m stake and that
the correct orifice dianmeter was 22.5 nm found that
the invention was sufficiently disclosed in accordance
with Article 83 EPC. The patent was, however, revoked
for the reason that the amendnents nmade to Claim1 of
the then pending main request did not neet the

requi renents of Article 123(2) EPC. An auxiliary
request was not admtted into the proceedi hgs under
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Rul e 71a EPC. Upon the Respondent's request, the
Qpposition Division further held that, in accordance
with the provisions of Article 104 EPC, the Proprietor
shoul d bear the Qpponent's costs incurred by having to
attend the second oral proceedings.

During the appeal proceedings, the parties filed new
evi dence and the Appellants refiled the clains of the
above nentioned auxiliary request as their main request
and filed amended clains as new first and second
auxiliary requests, the conplete sets of clains being
enclosed with their letter dated 21 January 2002.

Caiml of the main request reads as foll ows:

"1. A process for the preparation of a detergent

powder, which includes the steps of preparing an

I ntermedi ate powder, and spraying on to the

i nternedi ate powder an intimate mxture of a G_,, fatty
acid having an iodine value of |ess than 20, and a
liquid or liquefiable nonionic surfactant, the fatty
acid being enployed in an anount of 0.1 to 1% by

wei ght, based on the final detergent powder, the fina
det ergent powder having a dynamic flow rate (as defined
in the description) of at least 90 m/s."

Oral proceedings were held before the Board on
21 February 2002, in the course of which the Appellant
further anended the clains of the auxiliary requests.

Caim1l of the first auxiliary request differs from
that of the main request by insertion of the term
"conposed whol ly or predom nately of a Cg.,, saturated
fatty acid" between "intimate m xture of G, fatty
aci d" and "having an iodi ne val ue".
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Claim1 of the second auxiliary request differs from
that of the first auxiliary request in that the term
"having an iodine value of |less than 20," has been
omtted.

During these proceedings only issues regarding
Articles 123, 84, 83 and 104 EPC were discussed.

VI . The argunents submtted by the Appellants can be
summari zed as foll ows:

- The anmendnents made to the clains were supported
by the original disclosure and delimted the
cl ai med subject-matter in its scope of protection
The requirenents of Article 123(2), (3) EPC were,
t herefore, net.

- The invention was sufficiently disclosed in the
patent in suit (Articles 100(b) and 83 EPC) since
it was not only evident to the skilled reader that
m st akes were contained in the description but, at
the sane tine, clear what neasures had to be taken
in order to renedy those m stakes in the sense of
finding out what the originally intended neaning
had been.

- No anbiguity in the sense of Article 84 EPC was
i ntroduced into the clains by the anmendnents
effected. On the contrary, it was now cl ear that
the anobunt of fatty acid has to be varied within
the range of 0.1 to 1% by wei ght according to
circunstances in order to arrive at the desired
DFR.

- As regards the apportionnent of costs, while the

0688. D Y A
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Appel | ants acknow edged that the experinental

evi dence supporting correction of the orifice size
to 22.5 mmwas filed late, they argued that the
princi pal reason for the second oral proceedi ngs
was not the late filing of that evidence but to
al l ow the Respondent to investigate the prior art
in the light of the correct orifice dianeter. The
Respondent was not prevented fromtesting the DFR
of the prior art by not having the correct

di anmeter which was supplied anyway by the

Appel lants' letter of 20 Cctober 1995 which

contai ned a request to correct "225 mi to

"22.5 mi'.

VI, The Respondent argued in essence as foll ows:

- The anmendnments made to the clainms anmounted to a
generalization of features originally disclosed in
a particular context only and, therefore,
br oadened the content of the application as filed
(Article 123(2) EPC).

- The patent in suit did not neet the requirenents
of Article 83 EPC, in particular in view of the
insufficiency in the nethods of neasurenent used
for calculating the DFR and determ ning the
di spenser residue.

- The Opposition Division's order that the
Appel | ants pay the Respondent's costs of the
second oral proceedings was correct because the
Appel lants filed their experinental evidence so
late (wth their letter of 23 Cctober 1996 and not
by 6 October 1996 as woul d have been appropriate
in view of Rule 7la EPC) that the Respondent only

0688. D Y A
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had fourteen days in which to make any

i nvestigations using that data. It therefore
requi red an adj ournnent and the Appellants should
pay the additional costs thereby caused.

The Appel l ants request that the decision under appea
be set aside and that the case be remtted to the first
i nstance for further prosecution on the basis of either
the main request filed with their letter of 21 January
2002 or the first or second auxiliary request filed
duri ng oral proceedings.

The Respondent requests that the appeal be di sm ssed.

Reasons for the Deci sion

1.1.1

1.1.2

0688. D

Anmendnent s

The effect of the anendnents nmade to Claim1l of the
mai n request is that protection is now sought for a
process extending to the use of an intimate m xture of
a G.,, fatty acid having an iodine value of |less than 20
to be sprayed onto the internedi ate powder and wherein
the amount of fatty acid is |limted to 0.1 to 1% by

wei ght, based on the final detergent powder, whereas in
the clains as originally filed (and granted) the G._,,
fatty acids were i ndependent of a particular iodine

val ue and their anount to be used was not restricted to
an upper limt of 1%

In Caiml of the first auxiliary request it is further
specified that the G_,, fatty acid is conposed whol |y or

predom nantly of a Cg,, fatty acid having an iodine
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1.3.1

1.3.2

1.3.3
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value of less than 20, and in CQaim1l of the second
auxiliary request it is specified that the G.,, fatty
acid is conposed wholly or predom nantly of a Cg. 5
fatty acid. Cdaim1l of both auxiliary requests contains
the sane limtation of the anount of fatty acid as
Caiml of the main request.

Amendnents nade to a European patent application are
only permissible if they do not "contain subject-matter
whi ch extends beyond the content of the application as
filed" in accordance with Article 123(2) EPC

Concerning the first amendnent, the Appellants
submtted that a basis for the iodine value could be
found on page 6, |ast paragraph to page 7, first

par agraph of the application as filed.

It is, however, uncontested that the now cl ai ned use of
a G.,, fatty acid having an iodi ne value of |ess than 20
is not explicitly disclosed in the application as

filed. Therefore, it has to be determ ned whet her
claimng this particul ar enbodi nrent can be based on
inmplicit disclosure.

The feature in question relates to the conposition of
the fatty acids to be used in the clained process. The
foll ow ng passages in the application as filed concern
this crucial point:

- first full paragraph of page 2 where the wording
of Caiml as granted is set out;

- t he paragraph bridging pages 6 and 7 referred to
above whi ch reads

"CGood results have been obtained if the fatty acid
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is wholly or predom nantly conposed of Cg. o
saturated fatty acids. Suitable fatty acids are
those derived from hardened oils and fats; for
exanple, tallow, palmoil, rapseed oil and marine
oil s hardened to an iondi ne value of |ess than 20
and preferably less than 5.";

- the Exanples which all nention fully hardened
tallow fatty acid (page 10, lines 10 to 11,
page 11, lines 7 to 8 and 28 to 29, and page 12,
line 34); and

- said Caim1l and, dependent thereon, Caim7 which
reads:

"7. A process as clained in any preceding Caim
wherein the fatty acid is wholly or predom nantly
conposed of Cy.,, saturated fatty acids.”

The parties agreed that iodine value is a well-known
nmeans for neasuring the average degree of unsaturation
of a fatty material and is expressed in terns of grans
of iodine adsorbed by 100 g of fat. They further agreed
on the resulting inplication that for a given iodine
val ue the nol ecul ar degree of unsaturation is dependent
on the chain-length of the fatty material.

The Appellants contended that a person skilled in the
art woul d understand the sai d paragraph bridgi ng

pages 6 and 7 of the application as filed to indicate
that any mxture of fatty acids to be used should have
an iodine value of less than 20 in the sense of |ow
aver age unsaturati on.

Whi | st considering that it woul d have been easy to put
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such a meani ng unanbi guously into words if it was
i ntended, the Board does not see how it can be derived
fromthe content of the application as filed:

The paragraph in question consists of two phrases only,
the first saying that "Good results have been obtai ned
if the fatty acid is wholly or predom nantly conposed
of Cy.,, Saturated fatty acids". This phrase corresponds
to dependent Caim7 of the application as filed and

i ncl udes two preferred enbodi nents within the anbit of
original daiml1, nanely that Cg.,, saturated fatty
acids are either the only fatty acids used or the
predom nant part thereof. Consequently, no degree of
unsaturation is present in the first case of those
conposed "whol | y" of Cg.,, saturated fatty acids and the
i odi ne val ue nust be zero. In the second case of
"predom nantly" saturated fatty acids, however, a

remai nder exists which is not Cg,, saturated fatty
acids but any other saturated or unsaturated fatty acid
within the G_,, fatty acid range of original Caima1l.

In the second phrase of the paragraph it is said that

"Suitable fatty acids are those derived from hardened

oils and fats; for exanple, tallow, palmoil, rapeseed
oil and marine oil hardened to an iodine value of |ess
than 20 and preferably | ess than 5".

There is no evidence whatsoever for the Appellants’
suggestions that the sem colon after "fats" nust be
repl aced by a comma and that another conma nust be read
into the phrase after the term"marine oils".

The punctuation used in this paragraph is quite clear
and indicates that only tallow, palmoil, rapeseed oi
and marine oil are hardened to an iodi ne value of |ess
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than 20 and that these particular enbodi nents are
exanples for those fatty acids which are suitable. This
Is corroborated in the exanples given in the
application as filed which are all worked with fully
hardened tallow fatty acid.

In contrast, there is no indication in the description
of the application as filed that any other fatty acid
or mxture of fatty acids should have or be hardened to
an iodine value of less than 20; and the clains as
originally filed are also silent on this issue.

Consi dering further that a particular iodine value
woul d indicate different degrees of nol ecul ar
unsaturation in long-chain fatty acids and in short-
chain fatty acids, the Board holds that any conbi nation
of the iodine value of less than 20 with other fatty
acids than those explicitly nmentioned (page 7, lines 2
to 3) anmobunts to an unal |l owabl e generalization of a
physi co-chem cal property of a particular group of
fatty acids to other fatty acids contrary to the

requi renents of Article 123(2) EPC

The Board, therefore, concludes that the amendnents
made to the clains of the nmain request and first
auxiliary request do not neet the requirenents of
Article 123(2) EPC

The i odi ne value not being a feature of the clains of
the second auxiliary request, no problemarises in this
respect. However, the second anendnent, the upper
limtation of the anbunt of fatty acid, is also present
in daim1l of this request.

The Appellants referred in this respect to page 6, |ast
full paragraph of the application as filed as a
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sui tabl e basis. The Respondent, however, argued that
according to this paragraph the upper limt of 1% by
wei ght of fatty acid was necessarily interrelated with
powders having a particle size of up to 1 nm and

concl uded that, therefore, introducing into Claim1l the
upper Iimt of the anount al one was al so unal | owabl e
under Article 123(2) EPC

The rel evant passage of the said paragraph on page 6
contains the foll ow ng statenent:

"For powders having an average particle size of 1 mmor
| ess, the anpbunt of fatty acid sprayed on preferably
does not exceed 1% by wei ght based on the final powder.
A range of 0.1 to 1% by weight is preferred,....".

The Board agrees with the Respondent insofar as this

i ndi cates unm st akeably that for particles of up to

1 mMmin size, the preferred anount of fatty acid used
is within this range of 0.1 to 1% by wei ght. The Board
does not, however, share the Respondent's opinion that
hi gher anmounts of fatty acids nust be used if the
particle size is larger. Relevant in this respect is
only the | ast phrase of the paragraph in question (I|ast
full paragraph on page 6) according to which higher
fatty acid |l evels can be tolerated for powders having

an average particle size greater than 1 nm

The Board, therefore, concludes that the clains of the
second auxiliary request neet the requirenents of
Article 123(2) EPC

Sufficiency of disclosure

Caiml of the second auxiliary request is directed to
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a process for the preparation of a detergent powder
including, in addition to several process steps, the
feature "the final detergent powder having a dynam c
flowrate (as defined in the description) of at |east
90 m/s".

According to the description (page 3, lines 30 to 47)

of the patent in suit, this paraneter is neasured in an
apparatus consisting of a cylindrical glass tube,
having an internal dianeter of 35 mmand a | ength of
600 nmm which is clanped in such a position that its

| ongi tudinal axis is vertical. The |ower end of the
tube term nates in a cone having an internal angle of
15° and a lower outlet orifice dianmeter of "225 mmi'. To
determ ne the dynamc flow rate (DFR) of a sanple
powder, the tube is filled with the powder while the
outlet orifice is closed and, after opening the outlet,
the tinme taken for the powder to fall froma first to a
second | evel is measured.

The parties agreed that this description was defective,
since it was self-evident that the dianeter of the
outlet orifice should be smaller than that of the tube.
As a consequence, there was obviously a mstake in the
figures given for one dianmeter or the other.

The Appellants argued that - the particle size of the
powder being of the order of 1 nm- the interna

di aneter of the tube was probably correct, so that it
was apparent to the skilled reader that the m stake
must be in the orifice dianmeter which, instead of 225
nm shoul d probably have read 22 nm 25 nmor 22.5 nm
The correct figure would then be obtained by
conparative tests, such as those nade and filed by the
Appel  ants during the opposition proceedings (Wth
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their letter of 23 COctober 1996) in which Exanples 2
and 3 of the patent in suit were worked using those
three alternative dianeters.

In the light of such tests, so the Appellants argued, a
skilled person would find it obvious that the | ower
orifice dianeter in the description of the patent in
suit should read 22.5 mminstead of 225 mm since this
produced the closest results to the DFR values in the
Exanpl es, the deviations being only within the margin
of error due to sanple preparation.

As a prelimnary observation on this argunent, the
Board notes that it is nerely an assunption that the
selection of the correct orifice dianmeter should be
confined to the three possible figures nentioned above.
The Board then acknow edges that, if any exanples are
to be used to clarify the DFR neasurenent, it nust be

t hose exanpl es based on particul ar enbodi nents in the
patent in suit where the DFR is known. Since only
Exanples 2 and 3 contain DFR-values for the respective
conpositions, only they can be considered for this

pur pose. These exanples do not, however, fully describe
the powders used, but sinply refer to Exanple 1 for
both the procedure of preparing the powder and its
conposition. Exanple 1 discloses in detail the nethod
of preparation on the basis of lists of ingredients for
a base powder, a "sprayed on" conposition and a "post-
dosed” material in particular percentages by wei ght
(page 4, lines 44 to 45 and page 6, lines 5 and 16)

whi ch anmount to a total of 100.0% In Exanples 2 and 3,
however, the followi ng ingredients are used in a
different anount as conpared to Exanple 1:

- 7% (Exanpl e 3) instead of 6% of al kyl benzene
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sul phonat e;

- 4.5% (Exanple 2) or 1% (Exanple 3) instead of 4%
of nonionic surfactant in the base powder;

- 0. 3% (Exanple 2) or 1% (Exanple 3) instead of 0.2%
of fatty acid and

- 3.5% (Exanple 2) or 2% (Exanple 3) instead of 3%
of nonionic surfactant in the spray on
conposi tion.

Exanpl es 2 and 3 do not indicate how to adapt the
anounts of the remaining ingredients in order to
achieve a total of 100% by weight. Since any of the

ot her ingredients could be used in conpensating
quantities or percentages, it follows that the powders
used in the Exanples 2 and 3 are undefined and,
consequently, that the Appellants' conparative test
results submtted with their letter of 23 Cctober 1996
share the sanme | ack of definition.

The Respondent based its insufficiency objection on the
argunment that the DFR paraneter was an essenti al
feature of Caim1l but, owng to the uncertainty of the
DFR neasurenent, the skilled worker would be unable to
determ ne whet her a detergent powder was within the
scope of Claim1l or not.

The Board agrees that the disclosure concerning the DFR
nmeasurenent in the patent in suit is so uncertain that
a person skilled in the art, even if relying on the
Appel I ants' assunptions that only three possibilities
exi st, would not be able to ascertain the correct
orifice size and, therefore, would not be able to
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determne the DFR Nor is the Board aware of any conmon
general know edge which would allow the skilled person
to suppl enent the defective disclosure of the patent in
suit in this respect. The technical consequence is that
the DFR value itself is vague in the patent in suit.
The | egal consequence is to be viewed as a nmatter of
clarity (Article 84 EPC) rather than one of sufficiency
(Article 83 EPC).

In the present case, the unclarity was already present
inthe clains as originally filed and granted, as to
which Article 84 EPC cannot be a ground of opposition
(Article 100 EPC). In such circunstances, if an
essential feature in a patent is unclear, it is
necessary for those skilled in the art to interpret it
in the wi dest possible sense.

For the reasons set out above under 2.1.5, the Board
concludes that the value given in Claim1l of at |east
90 m/s for the DFR "as defined in the description” is
not limting for the product of the clained process

W th the consequence that the only neaning which can be
attributed to the last feature of Cdaiml is that the
product of the process, the final detergent powder,

must have a dynamc flow rate but this can be of any
val ue what soever and thus cannot be a distinguishing
feature for the product of the cl ai ned process.

It is evident that this unclarity does not affect the
feasibility of the process in the sense of Article 83
EPC.

Simlar considerations apply to the feature concerning
the di spenser residue contained in Clains 4 and 5 of
the second auxiliary request which is defined using the
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test in the description. This test requires use of a
di spenser drawer as fitted to a Hoover Matchbox (Trade
Mar k) 3263H washi ng machi ne (page 3, lines 16 to 17).

The Respondent objected during the opposition
proceedi ngs, and the Appellants agreed, that a Hoover
Mat chbox (Trade Mark) 3263H never exi sted.

The Appellants, with their letter of 23 Cctober 1996,
provided a letter (dated 11 October 1996) from Hoover
Eur opean Appliance G oup which indicated that the term
"Mat chbox" refers to the conpact size of washing

machi nes and tunbl e dryers in a range nmarketed by
Hoover in the early to md 70's and that the first
washers in this range were the 3235, 3236H and 3243H
nodel s.

In the Appellants' viewit would, therefore, be obvious
to a skilled person that the correct nodel nunber
shoul d be 3236H i nstead of the erroneous nunber 3263H.

Apart fromit being doubtful whether any such

i nformati on can be used at all to correct
msinformation in a patent, the limted information in
t he Hoover letter does not allow the conclusion that
one and the sane dispenser drawer was fitted to all the
machi nes in question frommd 70's to Septenber 1988,
the priority date of the patent in suit. In addition,
the letter suggests that there were further washers

wi thin the "Mt chbox" range, over and above the three
early nodels actually identified by their nunbers. Most
i nportant, however, is the fact that even if one had
good reasons to confine the selection to just the three
nodel s identified in the Hoover letter, the Board (like
t he Respondent) sees no justification for the
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assunption that the error necessarily consisted in
m sprinting "3236H' as "3263H' when, for exanple, the
I ntended nunber could just as easily have been "3243H'

Therefore, and for simlar reasons as those in

point 2.1.8 above, the Board concludes nutatis nutandis
that sufficiency of disclosure (Article 83 EPC) is also
met for the process of Clains 4 and 5, but that the

val ues given for the dispenser residue in those clains
must (in the sane way as the DFR value in Caim1l) be

i gnored as non-di stinguishing features when it cones to
the evaluation of novelty and inventive step of the
respective clainmed subject-matter.

Remttal to the first instance (Article 111(1) EPC)

I n accordance with decisions G 9/91 and G 10/91 (QJ EPO
1993, 408 and 420, in particular reasons, n° 18), the
essential function of an appeal is to consider whether
the decision issued by the first instance departnent is
correct. Therefore, the Boards normally consider
remttal of a case if essential questions regarding the
patentability of the clainmed subject-nmatter have not

yet been exam ned and deci ded by the first instance.

In the present case, the Qpposition Division decided on
the issues of Articles 123, 83 and 104 EPC, but left
the issues of novelty and inventive step (Articles 54
and 56 EPC) undeci ded.

Mor eover, the Qpposition Division did not consider the
amended version of the clains according to the present
second auxiliary request or the interpretation to be
attributed to essential features contained therein.
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G ven those circunstances, the Board concludes that it
is justified to remt the case to the Qpposition

di vision for further prosecution on the basis of
Clainms 1 to 8 of the second auxiliary request.

Apportionnment of Costs

The Board considers the apportionnment of costs ordered
by the Opposition D vision was correct for the
follow ng reasons. It nust be borne in mnd that the
genesis of this issue was the Appellants' own error,
whi ch they have admitted throughout the opposition and
appeal proceedings, in using the orifice dianeter
figure of "225 mi' in their patent.

Neither at the tine nor since have the Appellants given
a satisfactory reason for the late filing of their test
evidence. In their 23 COctober 1996 letter they said
only that they had not received the results of their

i nquiries of Hoover (a separate matter on which the
Qpposition Division had directed the Appellants to file
evidence) until after the deadline of 6 October 1996
had passed. The clear inplication is that the test

evi dence was or could have been finalised and filed by
that deadline even if the Hoover inquiries were stil

i nconpl ete; and at the oral proceedings before the
Board the Appellants could offer no information to
rebut that inplication.

The Appel l ants' argunent (see paragraph VI. above) that
the chief reason for adjournnent of the ora
proceedi ngs was not the late filing of their test

evi dence but the Respondent's w sh to conduct tests on
the prior art using the correct orifice figure is
mani f estly unacceptabl e. That suggestion seeks to draw



4.3

0688. D

- 19 - T 0413/99

a distinction which does not exist. The correct orifice
di anmeter could only be known (if at all) fromthe
results of the tests the Opposition D vision directed
the Appellants to nmake; without the results of those
tests, the Respondent was clearly unable to nmake any
inquiries using that figure. No party to any
proceedi ngs can respond to another party's evidence
until that evidence is produced.

It is true that, when the erroneous figure "225 nm' was
hi ghl i ghted by the Respondent in its Notice of
Qoposition (in which 22 mm 25 nmmand 22.5 mm were all
suggested as possible correct figures), the Appellants
intheir letter of 20 Cctober 1995 nmade a request to
correct "225 mmi to "22.5 mmi'. It was not however for

t he Respondent to accept that as the correct figure
when, on the information then avail able, any of three
or nore figures could be the correct one. |ndeed, by
maki ng a request for correction under Rule 88 EPC, the
Appel | ants had asked the Qpposition Division to find
that "22.5 mm' was obviously the correct figure in the
sense that it was imedi ately evident that no other
figure woul d have been intended. The Respondent was
clearly under no obligation to accept that before the
Qpposi tion Division had deci ded the request. I|Indeed, as
both the subsequent decision dismssing that request (a
deci sion the Appellants elected to exclude fromtheir
appeal ) and paragraphs 2.1.1 to 2.1.8 above show,

"22.5 mi was not the obvious figure. The Respondent
behaved quite properly in waiting for directions from
the Opposition Division which were given in paragraphs
1.1 and 4 of its comunication, sent by fax on 23 March
1996, which required the Appellants to nmake conparative
tests using dianeters of 22 mm 25 nmmand 22.5 nm and
file the results by 6 COctober 1996, a period of sone
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si x nonths endi ng one nonth before the ora

proceedi ngs. The results were in fact filed on

23 Cctober 1996, giving the Respondent only fourteen
days before the oral proceedings to consider and reply
to evidence the Appellants took over six nonths to
prepare and file.

4.4 In ordering an apportionnent of costs, the Qpposition
Di vi sion was exercising its discretion. The Board
should only interfere wwth that discretionary decision
if it is manifestly wong. In fact, it appears
mani festly right: it is quite clear that the Respondent
incurred the additional and avoi dabl e costs of having
to attend the second oral proceedi ngs because the
Appel lants filed their test evidence |late, contrary to
the Opposition Division's clear direction under Rule
7la EPC, and w thout any explanation at all let alone a
sati sfactory explanation. The Opposition D vision was
entirely justified to order, for reasons of equity (see
Article 104 EPC), that the Appellants pay the
Respondent's additional costs.

O der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.
2. The case is remtted to the first instance for further

prosecution on the basis of Clains 1 to 8 of the second
auxiliary request filed during oral proceedings.

0688. D Y A
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3. The request that the apportionnent of costs by the

Qpposition Division be set aside is refused.

The Regi strar: The Chai r man:

G Rauh P. Krasa
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