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Summary of Facts and Submn ssions

1776.D

The respondent is proprietor of European patent
No. O 425 313 (application No. 90 311 783.6).

Claim1l reads as foll ows:

"1. An elevator hoistway (2) having spaced apart

hori zontal building structural beans (6) and a nount
assenbly for nounting an elevator guide rail (16), said
nmount assenbly conpri sing:

(a) a basal beam (10) connected to a said structura
beam (6), said basal beam (10) extending
vertically in the hoistway (2) and including upper
and | ower ends thereof off-set upwardly and
downwardly of the structural beam (6)
respectively;

(b) elongated extension arns (12) nounted on said
upper and | ower ends of said basal beam (10)
extendi ng horizontally into the hoi stway above and
bel ow the structural beam (6); and

(c) a guide rail nounting clip assenbly (14) secured
to each of said extension arns (12) at an end
t hereof distal of said basal beam (10), said guide
rail nmounting clip assenbly being operable to
nmount a guide rail (16) in place in the el evator
hoi stway (2)."

The appel |l ant (opponent) filed a notice of opposition
wth a letter dated 4 Septenber 1995 citing two
addi ti onal docunents
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D6: US-A-5 119 908

D7: WD 89/ 04807

Docunent D6 was published on 9 June 1992, that is well
after the priority date of the European patent

(16 Cctober 1989).

The notice of opposition was based on three |ines of

argunent :
(i) | ack of novelty vis-a-vis document D6,
(ii) lack of inventive step with respect to the

conbi nati on of documents D6 and D7,

(iii) lack of inventive step in the |ight of
docunent D7 and common general know edge.

In respect of line (iii) the notice of opposition sets
out the following (in the terns of the English version
of claiml).

"Figure 3 (of docunent D7) discloses the preanble and
the features (a) and (c) of claim1l: an elevator

hoi stway havi ng spaced apart structural beans
(structural wall) of a building and a nount assenbly
for mounting an el evator guide rail (15), said nounting
assenbly conpri sing:

(a) a basal beam (25) connected to a said structura
beam (5), said basal beam (10) extending vertically in
t he hoi stway and i ncl udi ng upper and | ower ends thereof
of fset upwardly and downwardly of the structure beam
respectively;
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(c) a guide rail mounting clip assenbly, secured to
each of said extension arns at an end thereof distal of
sai d basal beam (the clip assenbly, extensions arns and
basal beam are united in 25), said guide rail nounting
clip assenbly being operable to nount a guide rail (15)
in place in the el evator hoistway.

Feature (b) which is not disclosed in this citation may
be found wi thout any inventive nmerit by any one skilled
inthe art as it is common procedure in elevator

engi neering for conpensating inaccuracies in

bui | di ngs. "

In a decision dated 22 February 1999 the opposition
division rejected the opposition as inadm ssible in
accordance with Rule 56(1) EPC, on the ground that the
notice of opposition did not conply with Rule 55(c)
EPC

On 15 April 1999 the appellant (opponent) | odged an
appeal against this decision, with the appeal fee being
paid at the sane tine.

The statenment of grounds of appeal was filed on 22 June
1999.

Oral proceedings before the Board were held on 31 My
2001 in the absence of the respondent (patent
proprietor).

The appel | ant requested that the contested decision be
set aside and the patent be revoked, alternatively that
the case be remitted to the first instance for a
further decision on the unexam ned issue of
patentability. It further elaborated its witten
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subm ssions according to which its notice of opposition

of 4 Septenber 1995 conplied with all the requirenents

of Rule 55(c) and was therefore adm ssible.

The respondent requested (in witing) that the appea

be di sm ssed and the patent be maintained.

In support of this request the respondent submtted in

witing the follow ng argunents:

(i)

(i)

As to the requirenents of Rule 55(c) EPC the
GQuidelines D1V, 1.2.2.1(v) state that:

"An opposition is adequately substantiated only
if ... the opponent adduces facts, evidence and
argunment s establishing a possible obstacle to
patentability under the EPC .... The content of
the statenent of grounds nust be such as to
enabl e the patent proprietor and the opposition
Division to exam ne the alleged ground for
revocati on without recourse to independent
enqui ri es. Unsubstantiated assertions do not neet

this requirenent

Subsequent |y published docunent D6 does not form
part of the state of the art and therefore the
opponent's allegation in its notice of opposition
that claim1l1 | acks novelty over D6 nust be

di sregarded as bei ng unsubstanti at ed.

The sane applies to the opponent's further

all egation that the subject-matter of claiml

| acks an inventive step with respect to the
conbi nati on of docunents D6 and D7, since any
argunent which relies on D6 form ng part of the
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state of the art nust be wholly disregarded as
bei ng unsupport ed.

(ii1) Inits third line of argunent the opponent
all eges that the subject-matter of claim11 | acks
an inventive step in the light of prior art
docunent D7 and commobn general know edge. More
precisely, it submts that D7 discloses all the
features of claim1l with the exception of
feature (b) which is however "conmmon procedure in
lift engineering".

The opponent failed to submt evidence to support
its allegation of what is "comobn procedure” in
the art. Thus even if D7 were as relevant to the
i nvention as the opponent suggests, the argunent
that the clained subject-matter | acks an

i nventive step in the light of D7 and common
general know edge is nothing nore than an
unsupported and unfounded assertion. As has been
already nentioned in relation to the requirenent
of Rule 55(c) the Guidelines DIV, 1.2.2.1(v)
state that "unsubstantiated assertions do not
nmeet this requirenment”.

(tv) As discussed in the introductory part of the
patent specification the present invention
recogni ses that problens arise when horizonta
structural beans are used for anchoring el evator
guide rails in building hoistways. The invention
sol ves the problem by neans of the features
specified in claiml.

In contrast to this, D7 describes the use of a
jig to assist in installing an elevator inside a

1776.D Y A
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buil ding. As may be seen fromFigure 3, the lift
shaft has planar walls and the guide rails are
connected directly to these walls. There is no
suggesti on what soever that the guide rails are
connected to "building structural beans" as
specified in claim1l. Since the connection of
guide rails to such beans lies at the heart of
the problem solved by the invention, it is
difficult to see what possible rel evance docunent
D7 could have to the validity of the clains.
Thus, not only has the opponent failed to provide
any prior art that discloses the features of the
i nvention, it has not even provided a docunent
that forns a credible starting point for
considering the existence of an inventive step.

It can therefore be seen that the only ground of
opposition that relates to the prior art is an
unsubstantiated allegation that it would be
obvious to nodify the teaching of an irrel evant
docunent (D7) in the light of unsubstanti ated

al l egati ons of common procedure in the art.
Therefore, the notice of opposition clearly fails
to provide "sufficient indication of the rel evant
facts, evidence and argunents ... for the
reasoning and nerits of the opponents' case in
relation to the grounds of opposition to be
under st ood by the opposition division and the
patentee" (cf. T 222/85, QJ EPO 1988, 128 and the
Gui del i nes as quoted above). The objections to
claim1 are therefore i nadm ssi bl e.

Caimlis the only independent claimin the
patent, and in the absence of an adm ssible
novelty or inventive step objection in relation
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to this claim there can be no such adm ssible
objection to the clains dependent thereon. The
noti ce of opposition contains no other grounds of
opposition, and therefore the opposition as a
whol e i s i nadm ssi bl e.

Reasons for the Deci sion

1

1776.D

The appeal is adm ssible.

Adm ssibility of the opposition

Under Rule 56(1) EPC the opposition division rejects an
opposition as inadmssible if it finds that it does not

conply with Rule 55(c) EPC

Rul e 55(c) requires that a notice of opposition shal
contain inter alia a statenent of

(1) "the grounds on which the opposition is based",
and
(i) "an indication of the facts, evidence and

argunments presented in support of the grounds.”

As stated in decision T 550/88 QJ EPO 1992, 117, "a
noti ce of opposition which contains a statenent of
grounds of opposition and which indicates facts,

evi dence and argunents which are all eged to support
such grounds, is not necessarily adm ssible. .... The
adm ssibility is not nerely a question of its form but
is a question of substance.”
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The decision goes on to state "Conversely, if the only
facts and evidence indicated in a notice of opposition
cannot as a matter of |aw support the grounds of
opposition all eged, the opposition is inadm ssible. In
such a case the notice of opposition necessarily
contai ns nothing which could possibly lead to the
patent be revoked" (see point 4.2 of the reasons).

This decision is in line with the above quoted passage
of the Quidelines (Facts, point VI) which states that
"An opposition is adequately substantiated only

if ... the opponent adduces facts, evidence and
argunent s establishing a possible obstacle to
patentability under the EPC

As has been already said the notice of opposition is
based on the followi ng three Iines of argunent:

(1) | ack of novelty vis-a-vis docunment D6,

(ii) lack of inventive step with respect to the
conbi nati on of documents D6 and D7,

(iii) lack of inventive step in the |light of
docunent D7 and the common know edge of the
skill ed person.

Docunent D6 (US-A-5 119 908) was published on 9 June
1992, that is well after the priority date of the

Eur opean patent (16 October 1989). It is clear that
this subsequently published docunent does not form part
of the state of the art.

It follows that subsequently published docunent D6 is
wholly irrelevant to the alleged ground of |ack of
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novelty (part (i) of the notice of opposition) or to
the all eged ground of obviousness in conbination with
prior published docunent D7 (part (ii) of the notice of
opposition). Thus it "cannot as a matter of |aw support
t he grounds of opposition alleged" (T 550/88 as quoted
above) or establish "a possible obstacle to
patentability under the EPC' (Quidelines as quoted
above). Therefore the parts (i) and (ii) of the notice
of opposition do not conply with Rule 55(c) EPC.

In the part (iii) of the notice of opposition, prior
publ i shed docunent D7 is relied upon in relation to the
ground of lack of inventive step. In such a case the
decision T 222/85 relied upon by the respondent (Facts,
poi nt VI) enphasi zes that

"dependi ng upon the circunstances of each individua
case requirenent (3) of Rule 55(c) will only be
satisfied if there is sufficient indication of the

rel evant "facts, evidence and argunents” for the
reasoning and nerits of the opponent's case in relation
to the grounds of opposition relied upon to be properly
under st ood by the Qpposition Division and the patentee.
This nmust be assessed on an objective basis, fromthe
poi nt of view of a reasonably skilled man in the art to
whi ch the opposed patent relates" (cf. point 4 of the
reasons).

It is true that D7 does not explicitly disclose "spaced
apart structural beans". However it is clear that the
el evator disclosed therein is used for raising or

| owering persons or things to different floors of a
buil ding. Fromthe point of view of a skilled person it
appears to be not fully unreasonable to assimlate

t hese spaced apart horizontal floors to "spaced apart
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hori zontal structural beans "as specified in claim1l,
since they are both structural elenents which forma
part of the building itself. Vertically extendi ng basa
beans (25) are connected to these structural beans. As
is apparent fromthe right-hand part of Figure 3 of D7,
t hese basal beans conprise also an horizontal el ongated
extension arm The basal beam the el ongated extension
armand the guide rail nounting clip are designated by
t he same nuneral reference "25" in docunent D7.

Fromthe foregoing it is apparent that D7 cannot be
consi dered as being clearly irrelevant to the features
of the claim in particular features (a) and (c) and
per haps part of feature (b).

It is true that the depicted basal beam conprises only
one horizontal extension arm whereas according to
feature (b) the basal beam conprises two el ongat ed
extension arns nounted on its upper and | ower ends. In
the notice of opposition it is stated that this feature
Is "conmmon procedure in |ift engineering”. Such an

al l egati on may appear to anount to an unfounded and
unsupported assertion that the feature (b) is conmon
general know edge in the art. However in the present
case it was acconpani ed by sone reasoning, i.e. that it
woul d be normal practice to make use of such arns if
necessary in view of building inaccuracies.

Mor eover, evidence as to what is commobn genera

know edge is often difficult and normally not even
request ed during substantive exam nation of an

adm ssi bl e novelty or obvi ousness objection. There is
thus all the |l ess reason for requesting such proof
during exam nation of the adm ssibility of an

opposi tion.
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Therefore, the objection concerning |ack of inventive
step based on the line of argunent (iii) is supported
by sufficient facts and evidence in respect of Figure 3
of D7 and the elenents of Figure 3 which are referred
to in the notice of opposition. The substantiation of
this line of argunent is thus such as to enable the
patent proprietor and the Opposition Division to
properly understand the reasoning as to the all eged

| ack of inventive step. It follows that the |ine of
argunent (iii) and hence the notice of opposition
conply with Rule 55(c) EPC

The assertion of the respondent that D7 is of very
little relevance to the present invention concerns the
nmerits or the substantive allowability of the
opposition, not its admssibility. It is therefore
imaterial, as far as the question of adm ssibility of
an opposition is concerned, whether the opposed prior
publ i shed docunent is not sufficiently relevant to
prejudi ce the mai ntenance of the patent in its granted
form

In view of the above in the Board' s judgenent the
opposition is adm ssible and the contested deci sion
nmust therefore be set aside.

The opposition division issued a decision based on

i nadm ssibility of the opposition and consequently did
not deci de upon the substantive allowability of the
opposi tion.

In view of the fact that the respondent did not attend
the oral proceedings before the Board and in accordance
wWith the appellant's request, the Board remts the case
to the opposition division for further prosecution.
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Or der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the first instance for further
prosecuti on.

The Regi strar: The Chai r man:

S. Fabi ani F. Gunbel

1776.D



