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Summary of Facts and Subm ssi ons

2563.D

The nention of the grant of European patent

No. 0 294 041 in respect of European patent application
No. 88304241.8, filed on 11 May 1988, was published on
26 June 1996

The patent as granted contains the follow ng
i ndependent cl ai ns:

"1. A stable emulsion for rendering organic pol yner
coatings renovable fromvertical surfaces consisting
essentially of (1) at |east 10% by wei ght of at |east
one di basic ester, (2) at |east 50% by wei ght of water,
and (3) at |east one thickening agent selected from
wat er sol ubl e and water swellabl e thickening agents."”

"8. Use of a stable enmulsion of a dibasic ester to
render organic polynmer coatings renovable fromvertica
surfaces, the enulsion containing at |east 50% by

wei ght of water and at |east one thickening agent

sel ected from wat er-sol ubl e and water-swel | abl e

t hi ckeni ng agents.™

A notice of opposition was received on 25 March 1997 in
whi ch revocation of the patent was requested on the
grounds of added subject-matter (Article 100(c) EPC)

i nsufficiency of disclosure (Article 100(b) EPC) as
wel |l as lack of novelty and inventive step

(Article 100(a) EPC).

The foll ow ng docunments were cited, inter alia, during
t he opposition proceedi ngs:
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D1: DE-C-3 438 399

D2: JP-A-57-83598 (partial translation into English)

D5: JP-A-57-83598 (conplete translation into English)

The deci si on under appeal was based on a nmain request
(patent as granted) and two auxiliary requests, filed
during oral proceedings held on 13 January 1999, in
whi ch only claim8 had been anended.

In the first auxiliary request amended claim8 read as
foll ows:

"8. Use of a stable emulsion for rendering organic

pol ynmer coatings renovable fromvertical surfaces, the
enmul sion consisting essentially of a dibasic ester, at
| east 50% by wei ght of water and at | east one

t hi ckeni ng agent sel ected from water-sol uble and water -
swel | abl e thi ckening agents."

In the second auxiliary request anmended claim8 read as
fol | ows:

"8. Use of a stable emulsion as clained in any of
claims 1 to 7 for rendering organic pol yner coatings

renovable fromvertical surfaces."

In its decision the opposition division held that:

(a) Caim8 as granted had no basis in the application

as filed. The main request was consequently not

al | owabl e.
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(b) Cdaim8 according to the first auxiliary request
extended the scope of claim8 as granted and thus
contravened the requirenments of Article 123(3) EPC

(c) The invention was sufficiently disclosed in the
patent in suit (Article 100(b) EPC)

(d) The subject-matter of claiml of all requests was
not novel with regard to D5. In view of this
conclusion it could be left undeci ded whet her or
not D1 di sclosed already a conposition in
accordance with claim1 of the patent in suit.

The Proprietor (Appellant) |odged an appeal against the
above decision, received on 7 April 1999, the appeal
fee being paid on the sane day. Wth the statenent
setting out the grounds of appeal, received on 7 June
1999, the Appellant filed 8 sets of anmended cl ains as
the main request and the first to the seventh auxiliary
requests.

The main request corresponded to the first auxiliary
request underlying the inpugned deci sion.

In a letter dated 27 Septenber 2003, the Respondent
(Opponent) referred to docunent US-A-4 508 634 cited
during exam nation of the application for the patent in

suit.

During the oral proceedi ngs which took place on

27 Septenber 2004 the Appellant filed six sets of
amended clains as the first to the sixth auxiliary
request, replacing all the previous auxiliary requests.
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The Appellant's argunents can be sumrari sed as foll ows:

(a)

(b)

(c)

(d)

Claim8 of the main request, corresponding to the
first auxiliary request underlying the contested
decision, related to the use of a stable emnul sion
of a dibasic ester as claim8 of the patent as
granted. The objection of the opposition division
according to Article 123(3) EPC was thus unfounded.

Since the term"consisting essentially of" in
clainms 1 and 8 of the main request was already
present in claim1l as granted, it could not be
objected to under Article 84 EPC. This term was

al so in accordance with the description of the
opposed patent which taught that no other

essenti al conmpound than those specified in claiml
shoul d be present in the conposition in inportant

anount s.

The exanpl es of the opposed patent fell under the
wordi ng of the clains. The invention was thus
sufficiently disclosed.

As to novelty, D1 related to paint-stripping
conpositions of specific esters in high
concentration and not to a conposition with at

| east 50% by wei ght of water. Further, the

t hi ckeni ng agent was not necessarily water-sol uble
or water-swellable. The cl ai med subject-nmatter was
t heref ore novel over the disclosure of D1.
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The conpositions according to D2 or D5 were
solutions and not stable emul sions. Furthernore,

D5 did not disclose conmpositions containing a

t hi ckeni ng agent sel ected from water-sol uble and
wat er - swel | abl e thi ckeni ng agents. Thi ckening
agents were only nentioned in a list of several
possi bl e additives. No nmention was nade there of

wat er - sol ubl e or water swell abl e-thickening agents.

The cl ai ned subject matter was therefore novel
over the disclosure of D5.

US-A-4 508 634 was |late filed and not relevant. It
menti oned esters of dibasic acids as possible co-
solvents in aqueous skin cleaner conpositions
conpri sing propyl ene carbonate. However, in order
to arrive at the conpositions according to the
patent in suit several selections within the
possibilities offered by that US docunment had to
be made. The document |eft open the possibility of
using a co-solvent or not, and discl osed several
conpounds for that purpose. This disclosure in the
US docunent could therefore not prejudice the
novelty of the clainmed conpositions. Furthernore,
as the cleaning of skin could not be conpared to

t he renoval of organic polyner coatings from
vertical surfaces, the subject-matter of claim38

was al so novel

In addition, it could not be established w thout
doubts whether the main active conmpound of the
conpositions of the docunent US-A-4 508 634, i.e.
propyl ene carbonate, was a dibasic ester in the
sense of the patent in suit.
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The Respondent submtted that:

(a)

(b)

(c)

Si nce the dependent clains nentioned the addition
of a surfactant, the term"consisting essentially
of" in clainms 1 and 8 of the main request was not
clear and could only nmean "conprising”. The clains
| eft al so open the possibility of adding up to 40%
by wei ght of a thickening agent, whereas claim?2
recited only 0,5 to 4% by wei ght of that conpound.

Claim7 was not clear as it required at | east 50%
by wei ght of water and the anount of dibasic ester
coul d be 50% by wei ght. Under these conditions,

t he conposition could not contain at |east 0.5% of
a thickening agent as required by the claim

The enbodi nents according to the exanples of the
patent in suit fell under the wording of the
clainms but were not an adequate support for the
breadth of the clainms. The invention was thus not
sufficiently disclosed.

Exanple 1 of D1 disclosed a conposition with only
5 % by wei ght of water. However, claim3 of D1

whi ch was not restricted to any anount of water

i nvol ved the addition of a soap for rendering the
conposition water soluble and thus, inmplicitly,

di scl osed that water was added to the conpositions
contai ning di basic esters and a thickening agent.
The cl ai ned subject-matter was thus not novel with
regard to DL.
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(d) As to D5, it related to aqueous conpositions which
contai ned the sane ingredients as the patent in
suit. Hence, the thickening agents envi saged there
could only be water-soluble or water-swellable and
t he conpositions stable emul sions. Therefore, D5
was prejudicial to the novelty of the clained
conposition and use.

(e) US-A-4 508 634, which had already been cited
during the exam nation proceedi ngs, nentioned
esters of dibasic acids as possible co-solvents in
aqueous skin cl eaner conpositions conprising
propyl ene carbonate and thickening agents. As the
wor di ng of the clains of the opposed patent did
not exclude the presence of other active
i ngredi ents such as propyl ene carbonate, whether
or not propyl ene carbonate was a di basic ester in
the sense of the patent in suit, the clained
subj ect-matter |acked novelty or at |east
inventive step with regard to that docunent.

The Appel l ant requested that the decision under appeal
be set aside and that the patent be maintained on the
basis of the main request submitted with letter dated
7 June 1999, alternatively on the basis of one of the
sets of clains submitted as first to sixth auxiliary
requests during the oral proceedings and repl acing al
the previous auxiliary requests. In addition, in case
t he Board consi dered docunent US-A-4 508 634 to be

rel evant, he requested to remt the case to the first
i nst ance.

The Respondent requested that the appeal be dism ssed.
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Reasons for the Decision

1

The appeal is adm ssible.

Mai n request

Amrendnent s

2563.D

The anmendnment in claim8, i.e the replacenent of the
term "contai ning" by the expression "consisting
essentially of" is based on the originally filed
description, page 3, lines 31 and 32, and is thus in
accordance with the requirenents of Article 123(2) EPC
This was not contested by the Respondent.

According to the decision under appeal, claim8 as
granted defined the use of a stable emnmulsion of a

di basic ester whereas claim8 of the first auxiliary
request (corresponding to claim8 of the present main
request) was generalized to an "enul sion of whatever
type". Therefore, the anmendnents in claim8 were held
to extend the scope of claim8 as granted

(Article 123(3) EPC).

Claim8 as granted as well as claim8 of the present
mai n request relate to the use of a stable enulsion to
render organic polynmer coatings renovable fromvertica
surfaces. The term "stabl e enul sion"” defines a physico-
chem cal property of the conposition which is used for
t he purpose foreseen in the claimand inplies that the
conposition in its entirety has to be in the formof a
stabl e emul sion. This requirenent of the granted
claim8, still applies to the anended cl ai m 8.
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The stable emulsion is further defined by its
ingredients. The fact that in the wording of the
anended claim8 the term"dibasic ester"” is not placed
directly after "stable enulsion" has no bearing on the
fact that the enul sion should be stable and contain, as
al so specified in claim8 as granted, at |east 50% by
wei ght of water, a dibasic ester, and at |east one

t hi ckeni ng agent sel ected from water-sol uble and water -
swel | abl e thi ckeni ng agents.

2.2 Therefore, anended claim8 does not extend the scope of
protection conferred by the clainms as granted
(Article 123(3) EPC). This was not contested by the
Respondent in the appeal proceedings.

Clarity

3. The Respondent has rai sed objections to the term
"consisting essentially of" in clains 1 and 8 and to
the ranges defining the amobunts of the ingredients in
clainms 2 and 7.

3.1 Claims 1, 2 and 7 of the main request are already
present in the clainms as granted. Therefore, they
cannot be objected to under Article 84 EPC, as |ack of
clarity is no ground for opposition (Case Law of the
Boards of Appeal of the EPO 4'" Edition, 2001, section
VI1.C. 10.2).

3.2 The term "containing"” in the definition of the enul sion
in granted claim8 has been replaced by the term
"consisting essentially of". However, the term
"consisting essentially of" is already present in

2563.D
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granted claiml in relation to the definition of the
enul si on. Consequently, this term cannot be objected to
under Article 84 EPC.

Wth regard to the nmeaning of the term "consisting
essentially of", it can be derived fromthe patent in
suit inits entirety that other ingredients, such as in
particular a surfactant, can be present in the stable
emul sion (page 3, lines 24 to 28; claim3).

Sufficiency of disclosure

2563.D

An invention is sufficiently disclosed within the
meani ng of Article 83 EPC if a person skilled in the
art can carry it out on the basis of the information
provided in the specification as filed, in the |ight of
conmon general know edge.

The exanples of the patent in suit illustrate stable
enmul sions falling under the clains of the opposed

pat ent and provide sufficient information for the
skilled person how to prepare the exenplified
conpositions (exanples 1 to 9, page 3, line 55 to
page 6, line 30, page 7, line 41 to 56). This has not
been contested by the Respondent who argued, however,
that the exanples only illustrated a "small part" of

t he conpositions which were enconpassed by the clains.

However, the information provided by the patent in suit
is not restricted to the exanples. The patent in suit
gives informati on on the nature and amounts of the
different ingredients of the clainmed conpositions and
on the nmethod for preparing the conposition (page 3,
lines 4 to 49). This disclosure enables the person
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skilled in the art to fornulate, in addition to the
exenplified conmpositions, further stable emnul sions
within the anbit of the clains.

The Respondent has not submtted any evidence that
conpositions falling under the clainms of the opposed
pat ent could not be reproduced according to the

gui dance of the patent specification. The onus of proof
in this respect |lies however with the opponent

(T 219/83, QJ EPO 1986, 211).

Consequently, the Board is satisfied that the invention
is sufficiently disclosed for it to be carried out be
the skilled person within the whole anbit of the clains,
so that the requirenents of Article 83 EPC are net.

| ndependent claim1 as well as independent claim8
require a stable enul sion consisting essentially of, at
| east 50% by wei ght of water, a dibasic ester and at

| east one thickening agent sel ected from water-sol uble
and wat er-swel | abl e thickening agents.

D1 discloses an opacifier-free, in particular wax-free,
pai nt stripping conposition, preferably for renoving
buil ding wall paints and wall paints on an organic
basi s, characterized by a content of nethyl and/or

et hyl and/or propyl and/or butyl esters of succinic
and/ or glutaric and/or adipic acid (claim1). The
conposition optionally contains an organic thickener
(claim2) and one or nore soaps for water-
solubilisation (claim3). Exanple 1 discloses the
foll ow ng conposition:
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12, 0 wei ght % di et hyl engl ycol nonobut yl et her

15, 0 wei ght % di met hyl ester of succinic acid

45, 0 wei ght % di net hyl ester of glutaric acid
6, 0 wei ght % di net hyl ester of adipic acid

2,0 weight% cel | ul ose acetobutyrate (thickener)
5,0 wei ght % al kyl benzol sul fonate (soap)

10, 0 wei ght % sodi um ol eat e

5, 0 wei ght % wat er

Thi s conposition differs fromthe claimed conpositions
by the fact that it contains only 5 wei ght% of water.
No ot her water content is explicitely specified in DLl.

According to claim3 of D1 one or nore soaps can be
added to the conposition for water-solubilisation. Even
if it could be accepted that this feature inherently
inplies that water is added at some stage during the
use of the conmposition, as argued by the Respondent, no
mention is made in D1 of the anmount of water invol ved.
Furthernore, the addition of water to the conposition
before use is not foreseen in Dl1. The product obtai ned
if additional water is involved at sone stage after
application of the paint stripping conposition, for
exanple in a cleaning or rinsing step in order to
renove the used conposition and the paint fromthe
treated surface, could possibly contain nore water than
the initial paint stripping conposition. However, a

di fference has to be nade between a product for
rendering organi c polynmer coatings renovable and a
product which has already been used for this purpose
and apparently cannot be applied a second tinme. In
addition, it has not been shown that such a "waste"
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product would inevitably be in the formof a stable
enmul sion as required by the patent in suit.

Consequently, D1 is not prejudicial to the novelty of
the subject-matter according to the main request.

5.2 D5 and the partial translation D2 disclose a liquid
detergent for cleaning hard surfaces characterised in
that it contains from1l to 20 wei ght % of succinic acid
diester, from0.5 to 5 (but not including 5) weight% of
anionic surfactant, from1l to 40 wei ght % nonionic

surfactant and from60 to 95 weight% water (claim1l).

5.2.1 In the discussion concerning the amount of succinic
diester, D5 nmentions that if the anopunt of the diester
exceeds 20% by weight "there are cases were it becones
i npossible to forma stabl e honbgeneous aqueous
solution, and this is undesirable" (page 7, |ast
par agraph to page 8, line 2). The teaching of D5 ains
consequently at obtaining and the use of detergent
"solutions”". The exanples of D5 were carried out
wi t hout thickening agent, which according to the patent
in suit are necessary to stabilize the water/ester
enmul sion (page 3, lines 16 to 19). No evidence has been
brought by the Respondent that, in absence of such
t hi ckeni ng agents, the conpositions exenplified in D5
wer e neverthel ess stabl e enul sions.

For these reasons it cannot be concluded that D5
directly and unanbi guously discloses liquid detergents

in form of stable enul sions.

5.2.2 D5 generally nentions, anong several usual auxiliary
conponents such as perfunes, colorants and fungi ci des,
that thickeners can be added to the liquid detergents

2563.D
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(page 9, second paragraph). However, no further
information with respect to the nature of the
t hi ckeners is given in D5.

It is not disputed that the generic term "thickeners”
menti oned in D5 enconpasses not only "water soluble and
wat er swel | abl e thickening agents” as required by the
clainms of the patent in suit, but also thickening
agents which have a thickening effect in an organic
phase and which are thus not necessarily water-sol uble
or water-swellable. Therefore, the specific thickening
agents defined in the clains of the opposed patent are
not disclosed in D5, which not only | eaves open the
possibility of adding a thickening agent or not, but
whi ch furthernore does not specify precisely the kind
of thickening agents.

5.2.3 Therefore, the subject-matter according to the clains
of the main request is novel over the disclosure of D5.

5.3 US-A 4 508 634 (thereafter called the US docunent)
di scl oses a conposition useful for renoving paint,
prinmer grease, dirt fromthe surface of skin conprising:

(a) fromabout 10%to about 40% by wei ght propyl ene
car bonat e

(b) fromabout 10%to about 50% by wei ght water,

(c) fromabout 1%to about 30% by wei ght at | east one

cosol vent,

(d) fromabout 0.5%to about 12% by wei ght at |east

one surfactant,

2563.D
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(e) fromabout 0.1%to about 5% by weight at |east one
t hi ckeni ng agent,

(f) fromabout 0.01%to about 1% by wei ght at | east
one buffering agent, and

(g) from0%to about 15% by wei ght at |east one
abrasive material (claiml).

The conposition according to the US docunent can thus
contain 50% by wei ght of water, which corresponds to
the lowest Iimt of the water content of the
conpositions clainmed in the patent in suit.

According to the US docunent the thickening agents
present in the conpositions act as protective coll oids,
operating to prevent coagul ati on and denul sification of
the conposition. They further act to prevent

coagul ation of the emul sion particles which constitute
t he conposition of the invention (colum 4, lines 51 to
55). The suitable surfactants nust provide the emul sion
stability (colum 3, lines 10 to 12). Fromthese
indications it can be concluded that the conpositions
according to the US docunent are designed to be, as the
conpositions of the patent in suit, stable emul sions.

Sui t abl e thi ckening agents for use in the conposition
of the US docunent include thickening agents nentioned
al so as suitable thickening agents for the conposition
of the patent in suit in particular guns, such as guar
gum and cel lul ose derivatives (US-A 4 508 634,

colum 4, lines 56 to 65; patent in suit page 3,

lines 19 to 24).
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Consequently, the US docunent discloses stable
enul si ons conprising 50% by wei ght of water and a

wat er - sol ubl e or water-swell abl e thickening agent.
However, the question arises whether these conpositions
contain also at |east 10% by wei ght of at |east one

di basic ester as required by claim1l of the patent in

suit.

The conpositions according to the US-docunent conprise
fromabout 1% to about 30% by wei ght of at |east one
co-solvent (claim1, conpound (c)). These co-sol vents
aid in renoving dried paint, stabilizing the
conposition, and noisturizing the skin (colum 3,
lines 5 and 6). Different conpounds are envi saged for
this purpose, nanely nonohydric al cohols having from1
to 22 carbon atons, dihydric and pol yhydric al cohol s
having from2 to 22 carbon atons, polyethylene glycols
and pol ypropyl ene gl ycol s having nol ecul ar wei ghts of
from 100 to 20,000; and also esters of aliphatic
nonobasi ¢ and di basic acids having from2 to 22 carbon
atoms (columm 2, line 52 to colum 3, line 4). However,
only propyl ene glycol and ethanol are exenplified as
co-solvents (Exanple 1).

In order to arrive at conpositions in accordance with
the patent in suit, esters of dibasic acids have
consequently to be selected within the list of the
possi bl e co-solvents. In addition to that sel ection,

t he amobunt of co-sol vent which according to the US
docunent can be from1l to 30% by wei ght, has to be at
| east 10% by wei ght in accordance with the patent in
suit. Therefore, although a conposition in accordance
with the claiml1l of the patent in suit can, "ex post
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facto", be reconstructed by the different alternatives
that the US docunent | eaves open with regard to the co-
solvent, this docunment does not directly and

unanbi guously di scl ose a conposition where the co-
solvent is a dibasic ester and is present in an anount

of at |east 10% by wei ght.

Therefore, the novelty attack based on the disclosure
in the US docunent that dibasic esters are possible co-

sol vents fails.

However, during the oral proceedings the question arose
whet her propyl ene carbonate could be considered as a

di basic ester. Taking into account that the conposition
according to claim1 of the US docunment conprises from
about 10% to about 40% by wei ght of propyl ene carbonate,
this disclosure is of high relevance for the assessnent
of novelty of the claimed subject-matters if "propyl ene
carbonate" falls under the definition of a "dibasic
ester". In this respect reference was nade to the
indication in the US docunent that propylene carbonate
was "sonetines referred to as a cyclic carbonate inner
ester” (colum 2, lines 15 and 16). However, the

parties could not establish beyond any doubt whether or
not such a compound is to be considered as a dibasic
ester. Since the question has not been discussed before,
none of the parties had made any inquiries in this
respect. Therefore, it appears that the factual basis
for a decision on this matter is not sufficient.
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Rem ttal

6. In view of the inportance of the answer to the above
guestion (point 5.3.6) on the issue of novelty, and
consequently on the outcone of the proceedings, the
Board finds it appropriate to remt the case to the
departnent of first instance in order to give both
parties the opportunity of presenting facts and
argunents with respect to that point. As the departnent
of first instance has not yet taken a decision on
inventive step, a remttal is in any case appropriate
to preserve the right of the parties to have this issue
considered at two instances (Article 111(1) EPC)

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the departnent of first

i nstance for further prosecution.

The Regi strar: The Chai r man:

C. Ei ckhoff R. E. Teschenmcher

2563.D



