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Summary of Facts and Submn ssions

0177.D

The opponent appeal ed agai nst the decision of the
opposition division rejecting the opposition filed
agai nst European patent No. 0 493 948.

The follow ng prior art docunents:

Dl: GB-A-2 188 880

D2: EP-A-0 376 488

D7: US-A-3 692 988

D8: US-A-4 839 813

cited in support of the opposition remain relevant to
the present appeal.

In addi ti on docunent:

D10: US-A-4 933 706

was cited for the first tine by the opponent with a
|l etter dated 13 Decenber 2001

I ndependent Claim1 of the patent in suit as granted
reads as foll ows:

"“A franking machi ne including a secure nodul e;

el ectronic control and accounting neans (12) within the
secure nodule; a plurality of registers (14, 15) within
the secure nodule for storing accounting data relating

to use of the machine in franking itens; neans (21) to
i nput franking data to said electronic accounting and
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control nmeans to select a value of franking; printing
nmeans (11) operable by the electronic control and
accounting neans (12) to print a franking inpression on
an itemto be franked; said electronic control and
accounting nmeans being operative in response to input
of said franking data to control the printing neans to
print a franking inpression corresponding to the

sel ected value of franking and to update the accounting
data stored in the set of registers (14, 15)

characterised in that the plurality of registers (14,
15) within the secure nodule includes a first set of
registers (14, 15) for storing accounting data relating
to use of the franking nmachine in respect of a first
service and a second set of registers (14, 15) for
storing accounting data relating to use of the franking
machi ne in respect of a second service; in that the

I nput neans (21) is operable to select one said first
and second services; in that the el ectronic accounting
and control neans (12) is operative in response to

sel ection of said one of the services by the input
nmeans to control the printing neans (11) to print a
first franking inpression and to update the accounting
data in the first set of registers (14, 15) in response
to selection of said first service and to print a
second franking i npression and to update the accounting
data in the second set of registers in response to

sel ection of said second service."

Clains 2 to 7 are dependent on claiml.

Oral proceedings were held on 19 Decenber 2001.

The argunents of the appell ant/opponent can be
summari sed as foll ows:
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Caim1l was not restricted to a franking machi ne for
separately accounting different services of the sane
postal authority, but covered al so a franki ng machi ne
for use with different postal authorities (see the
patent in suit, colum 3, [ines 4 to 9). In view of
this, separating the revenues to be allocated to the
different services provided by a postal authority (the
patent, colum 1, lines 32 to 41) could not be

consi dered as the only problem solved by the invention.

Caiml |acked an inventive step. As starting point the
skilled person could equally use the franking nmachine
according to D2, the mailing server according to D1, or
the postage netering system according to D7.

The franki ng machi ne according to D2 inplicitly
conprised a secure nodul e since it was common ground
that the registers of a franking machi ne were i ncl uded
in a secure housing and thus D2 discl osed the preanble
of claim1l. The technical problemstarting fromthe
"standard" franking machi ne according to D2 was the
probl em nmentioned at colum 1 of the patent in suit. To
solve this problemit was self-evident for the skilled
person to separate the registers for separating the
accounting data relating to different activities and to
nodi fy the control neans to split these data. The
probl em coul d equal |y have been sol ved in an obvious
way nerely by dividing the existing registers in
separate areas. The skilled person considering howto
separate the different accounting data woul d not have
envi saged duplicating the franking machine or the
secure nodul e because separating the registers was
technically easier and cheaper than providing a second
pi ece of equipnment providing all the sanme functions as
the first piece.
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D1 di scl osed a server for a batch mailing system which
i ncluded a secure nodule, electronic control and
accounting neans and registers for accounting data
within the secure nodule and printer nmeans for printing
franking i npressions. D1 which clearly contenpl ated
equi val ence between servers and franki ng machi nes
(colum 2, lines 84 to 88; colum 3, lines 19 to 28)

t hus di sclosed the features of the preanble of claim1.
To separate accounting data according to different
services used it was self-evident for the skilled
person to separate the accounting registers.

D7 di scl osed the use of two el ectro-nechanical franking
machi nes controlled to frank itens in respect of the
services provided by two different postal carriers.

| mpl enenting D7 in el ectronic postage neters, the
skilled man woul d i nevitably have nade the choice of
using a comon printhead (a relatively expensive item
and seen that the need to keep the accounting function
separate for the different postal carriers nerely
required the provision of respective sets of registers
(relatively inexpensive itens) within the sane secure
nodul e as the control and accounti ng neans.

The argunents of the respondent/proprietor can be
sunmari sed as foll ows:

Docunent D2 which was nerely cited in the statenent of
grounds of opposition and anal ysed by the opponent for
the first tinme in the course of the appeal proceedings
shoul d not be further considered. If D2 were however
consi dered as the closest prior art, the preanbl e of
claim 1 shoul d be anmended because the franking machine
according to D2 was not disclosed as having a secure
housi ng.



0177.D

- 5 - T 0339/ 99

D2 which did not contenplate or even suggest the use of
the franking machine for different postal services did
not provide any notivation for duplicating the
accounting registers in the secure nodul e of the
franki ng machine. On the contrary D2 suggested using
two separate franking machi nes or secure nodul es. The
statenent in colum 1 of the patent that postal
authorities required revenue to be allocated for the

di fferent services they offered was not correct and
there was in the cited prior art or in the comobn

know edge no evidence of such a requirenent. The
opponent did not apply correctly the problem sol ution
approach since he started fromthe preanble of claiml
and not froma single prior art docunent. It was not
proper to rely on nebul ous common know edge to nodify a
prior art teaching. For these reasons D2, alone or in
conbination with D7, did not render obvious the
franki ng machi ne according to claim1.

D1 did not disclose the preanble of claim1l since it
did not relate to a franking nmachine, but to a server
for processing batch mail. To transforma server into a
franki ng machine required the inclusion of an ascendi ng
register in the server, which was contrary to the
teaching of D1. The registers in DI were not updated
after the handling of each mail piece, but after
processing a batch of mail. Al though Dl processed

bat ches for different classes of nail, no separate
accounting for different postal services was discl osed
or suggested in D1. D7 was a twenty years ol d docunent
relating to a postage mailing system which conprised
two el ectro-nechani cal franking nmachi nes, each being
controlled to frank itens for a different postal
authority. Postal authorities, which had access to the
i nsi de of franking machi nes, would not w sh ot her



VII.

VI,

- 6 - T 0339/ 99

postal authorities to have access to their accounting
data. The skilled person thus woul d not have envi saged
nodi fying the teaching of DL or D7 to include
respective accounting registers for different services
or different postal authorities in the sanme secure
nodul e of a franki ng nmachi ne.

The appel |l ant requested that the decision under appea
be set aside and that the patent be revoked.

The respondent requested that the appeal be dism ssed
and the patent maintai ned unanended.

Reasons for the Decision

1

0177.D

The appeal is adm ssible.

Novel ty

The novelty of the subject-matter of the independent
claiml of the patent in suit has not been disputed.

Cl osest prior art - Problem

D2, which was considered by the opponent as one of the
possi bl e starting points, forns the closest prior art.
D2 (Figures 1 and 2; page 2, line 51 to page 3,

line 32) discloses a franking machine (10) which

i ncludes el ectronic control and accounting nmeans

(CPU 50, decoder 56, drivers 80, 82, 84), a plurality
of registers for storing accounting data relating to
use of the machine in franking itens (Figure 3: CMOS
battery-backed RAM 104 and EEPROM 106; page 3, lines 48
to 55; page 5, lines 4 to 15; page 7, lines 53 to 58),
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means to input franking data to said electronic
accounting and control neans to select a val ue of
franki ng (keyboard display nodule 92), printing neans
operabl e by the electronic control and accounting neans
to print a franking inpression on an itemto be franked
(print die 30; 83), whereby the electronic control and
accounting neans are operative in response to input of
said franking data to control the printing neans to
print a franking inpression corresponding to the

sel ected val ue of franking and to update the accounting
data stored in the set of registers (Figures 5 to 12;
page 5, lines 18 to 24).

D2 does not disclose a secure nodule for housing the
regi sters and the electronic control and accounti ng
means. It is however part of the common genera

know edge in the relevant field that a secure housing
for preventing tanpering is an essential, and even
unavoi dabl e, elenent of a franking machine. In this
respect it is referred for instance to D1 which

di scl oses a server (Figure 1; 25) for a batch mailing
system Such a server which is disclosed as havi ng many
characteristics of a franking machine, ie, security, a
descending register and the |ike (page 2, lines 82

to 84; page 3, lines 9 to 28) discloses nore
specifically a secure accounting unit (25) which

i ncl udes a descending register (26) and control and
accounting nmeans (24) of the server. Consequently, in
the view of the Board, the registers and the contro
and accounting neans disclosed in D2 are inplicitly
included in a secure nodul e and a franki ng nmachi ne
according to the preanble of claim1l of the patent in
suit is disclosed in D2. In any case, it would be
obvious to the person skilled in the art to provide
this feature.
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It is true that no particular relevance was attached to
D2 during the opposition proceedings and that the
appel | ant presented argunents based on it for the first
time in the letter dated 28 July 2000 in response to

t he respondent’s comments on the grounds of appeal.
However, D2 was cited in the European Search Report and
in the appellant’s notice of opposition and the
argunments based on D2 were filed sonme sixteen nonths
before the oral proceedings, so that the respondent had
anple tine to consider them and present

count erargunents. G ven these circunstances, the Board
has conme to the conclusion that D2 should not be

di sregarded as a late filed docunent. Indeed, in the
judgenent of the Board, D2 objectively forns the
nearest prior art on the basis of a conparison between
the features clained in the opposed patent and those

di scl osed in the various pieces of prior art avail able
on file.

Starting from D2, the objective problemunderlying the
present invention can be seen as providing neans for
accounting separately the revenues for the different
services provided by a postal authority, as put forward
by the appel | ant.

This corresponds to the technical problemidentified in
the application docunent of the patent in suit (see the
patent, colum 1, lines 38 to 41) resulting fromthe
requi renent of postal authorities: "It is becom ng
comon for postal authorities to separate theirs
letters and parcels activities and to require revenue
to be allocated to the appropriate activity".

The respondent has alleged that this statenent was
i ncorrect and not proved by any docunent or the genera
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common knowl edge. However, the same statenent is to be
found in the original application (see the application
as published, colum 1, lines 39 to 42) and the
respondent has not convinced the Board of the
correctness of his allegation that this statenent was
wrong. Moreover it is not inportant whether the problem
has al ready been nentioned in a cited prior art

docunent or fornms part of the rel evant comon

know edge; what matters is: would it have been an

obvi ous problemfor the skilled person to want to sol ve
and can it be objectively recognised as the problem
when conparing the closest prior art D2 with the

i nventi on.

I nventive step

To solve the technical problemof providing neans for
accounting separately the revenues for the different
services, for exanple letters and parcels, provided by
a postal authority, which stens froma requirenent of
the postal authority, it is self-evident to provide a
separate set of ascendi ng and descendi ng registers for
storing the accounting data relating to each service
for which separate accounting is required and to nodify
the control and accounting neans in response to the

I nput neans to split the respective accounting data.
This coul d be done by using separate physical registers
or nerely by dividing the existing registers in
separate areas for respectively storing the different
data. Each one of both these alternatives is obvious to
the skilled person. Mreover different physica
registers (hardware) or different virtual registers
(software) both fall within the terns of claim1l. It is
al so self-evident that the control and accounti ng neans
shoul d control the printing neans in accordance with
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the data in the appropriate registers to print the
correspondi ng franking inpression. Accordingly it is
obvious to the skilled man starting from D2 and w shi ng
to accommodat e the requirenent of the postal
authorities to nodify the prior art disclosed in D2 in
t he above manner and arrive at a franking machi ne
according to claiml of the patent in suit.

According to the respondent, the skilled person
starting fromD2 would nerely duplicate the secure
nodul e according to D2 in order to acconmmbdate the
requi renent of the postal authorities.

The franki ng machi ne according to D2 is a genera

pur pose machi ne which can be used for franking letters
as well as parcels. It is thus technically not
necessary to have a second simlar piece of equipnent

i npl ementing the sane general functions as the first
piece, in parallel, but econom cally nore advantageous
to only duplicate the parts of the equi pnment which are
devoted to the different functions inplied by the
postal authority requirenent. Moreover, since the
problemis concerned with different services provided
by the sane postal authority, there is no need to
consi der separate secure nodules for reasons of
confidentiality. Under these circunstances the
respondent has not convinced the Board that it would be
SO obvious to the skilled person to duplicate the
secure nodul e that he would not think of the clained
sol uti on.

Hence, having regard to D2 and the conmon genera

knowl edge in the art, the subject-matter of claim1 of
the patent in suit is not to be considered as involving
an inventive step wthin the neaning of Article 56 EPC
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7. The Board concludes therefore that the grounds for
opposition nentioned in Article 100 EPC prejudice the
mai nt enance of the patent.

Or der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The patent is revoked.

The Regi strar: The Chai r man:

M Hor nel | W J. L. Wheeler
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