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Summary of Facts and Subm ssi ons
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Eur opean patent nunmber O 494 083 based on application
nunber 92 103 837.8 was granted on the basis of 32
cl ai ns.

| ndependent claim 1 as granted read as foll ows:

"1. An orthopedic article conprising a prelubricated,
flexible, casting material, which casting material is
imrersible in water prior to its application and which
casting material exhibits reduced tack during cure of
the prepolyner, said article conprising:
1) a porous sheet,
2) a water curable resin coated on said porous
sheet, said resin being selected fromisocyanate-
functional prepolyners forned by the reaction of
an aromatic isocyanate with a polyol, and
3) a tack reducing agent or lubricant conprising
hydr ophi li ¢ groups coval ently bonded to the
curable resin, said tack reducing agent or
| ubricant reducing the tack of the water curable
resin to render the resin substantially nontacky
during application and nol di ng;
wherein said lubricated resin has sufficiently | ow
hydrophilic group functionality such that said
| ubricated resin is not appreciably dispersible in
water in that at |east 70% by wei ght of said |ubricated
resin is retained on said sheet when said coated sheet
is imersed in water and squeezed several tines; and
wherein the nean kinetic coefficient of friction of a
maj or surface of the coated sheet is less than 1.2."
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Notice of opposition was filed against the granted
patent by the respondent.

The patent was opposed under Article 100 EPC on the
grounds of lack of novelty and inventive step,
i nsufficient disclosure and added subject-nmatter.

The Opposition Division took the view that the set of
clainms of the patent as granted and the set of clains
of the auxiliary request did not neet the requirenents
of Article 123 EPC and revoked the patent under
Article 102(1) EPC by its decision pronounced on

23 February 1999.

Claim1l of the set of clains as originally filed read:

"1. Aflexible sheet material coated with a curable
resin characterized in that said resin contains a

| ubricant which is conprised of:

a) hydrophilic groups which are coval ently bonded to
the curable resin, or

b) an additive to the resin which is inconpatible with
the resin, or

c) a conbination of a) and b); and wherein said

| ubricant is present in an anount such that the kinetic
coefficient of friction of the coated surface of the
sheet material is |less than about 1.2."

The Opposition Division considered that, at |east, the
expressions "substantially nontacky during application
and nol di ng" and "when said coated sheet is imersed in
wat er and squeezed several tinmes" as well as the

del etion of the expression "wherein said lubricant is
present in an anmount such” in claiml1 of the set of
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clainms as granted contravened Article 123(2) EPC as
they had no basis in the original disclosure. Inits
view, the same objection applied to the term"reactive"
introduced in the description in relation to two groups
of | ubricants.

As to the auxiliary request, in which claim1l as
granted was anended by deleting the term
"substantially" and by introducing the words "a rol

of " before the expression "said coated sheet”, the
Qpposition Division held that those anmendnents
contravened Article 123(3) EPC as the scope of claiml
t her eby enconpassed new enbodi nent s.

The appel | ant (patentee) | odged an appeal against the
sai d deci sion

Oral proceedings were held before the Board on
18 Novenber 2003. During the Oal proceedings the
appellant filed auxiliary requests 1 to 3.

Claim1 of auxiliary request 1 corresponds to claim1l
as granted save that the expression "sufficiently |ow
hydrophilic group functionality such" has been repl aced
by the expression "such a hydrophilicity".

Claim1 of auxiliary request 2 corresponds to claim1l
of auxiliary request 1 with the addition of the
adjective "l ow' before the word "hydrophilicity".

Claim1l of auxiliary request 3 corresponds to claim1l
as granted but with its |ast passage readi ng:
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"wherein said prepolymer form ng reactants of the

| ubricated resin have sufficiently | ow hydrophilic
group functionality such that said lubricated resin has
a hydrophilicity such that it is not appreciably

di spersible in water in that at |east 70% by wei ght of
said lubricated resin is retained on said sheet when
said coated sheet is imersed in water and squeezed
several tinmes; and wherein the nmean kinetic coefficient
of friction of a major surface of the coated sheet is

| ess than 1.2." (Enphasis added).

The appel l ant argued mainly that, although the terns
objected to by the Opposition Division had no literal
support in the originally filed application, the
skilled person could directly and unanbi guously derive
these ternms fromthe original disclosure as a whole so
that the requirements of Article 123(2) were fulfilled.

Wth its letter dated 4 Septenber 2003, it filed
conparative experinents to show that the dispersibility
of the lubricated resin coated on the orthopedi c sheet
in water was the same in the case of both a roll of
sheet and a sheet. It also filed three nore docunents
rel ating to general know edge.

The respondent contented that the Qpposition D vision
was right inits findings. In addition, it raised a
further objection under Article 123 (2) wth respect to
the feature "l ow hydrophilic group functionality" of

claim 1.

The appel | ant requested that the decision under appeal
be set aside and that the case be remtted to the first
instance for further prosecution on the basis of the
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patent as granted (rmain request), or of one of the sets
of clainms of the first, second and third auxiliary
requests filed during oral proceedings.

The respondent requested that the appeal be dism ssed
(rmain request) or, if the appeal should not be
di sm ssed, that the case be remtted to the first

i nstance for further prosecution.

Reasons for the Decision

1

2.2

2941.D

The appeal is adm ssible.

Adm ssibility of the auxiliary requests 1 to 3 and of
late filed docunents and evi dence.

The Board observes that auxiliary requests 1 to 3 were
filed in reply to objections raised for the first tine
during the oral proceedings, nanely the |lack of basis
for the feature "said lubricated resin has sufficiently
| ow hydrophilic group functionality” in claim1l as

gr ant ed.

The respondent did not object to the adm ssibility of
t hese requests and the Board sees no reason to differ.

However, the experinental evidence and docunents filed
| ess than two nonths before the oral proceedings (see
par agraph VI above) related to objections which were
rai sed during the Opposition proceedi ngs.

As no expl anation, except the fact that the appellant
had recently changed its representative, was provided
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for the late filing of this evidence and docunents,
they are not admtted in the proceedings.

Mai n request

Article 123(2)

The subject-matter of claim1 of the main request
differs, inter alia, fromthat of the original
application in that the follow ng text has been added:

"wherein said |ubricated resin has sufficiently | ow
hydrophilic group functionality such that said

| ubricated resin is not appreciably dispersible in
water in that at |east 70% by wei ght of said |ubricated
resin is retained on said sheet when said coated sheet

is imersed in water and squeezed several tines".

It nust thus be decided whether the features
“lubricated resin has sufficiently | ow hydrophilic
group functionality” and "said lubricated resin is not
appreciably dispersible in water in that at |east 70%
by wei ght of said |ubricated resin is retained on said
sheet when said coated sheet is imersed in water and
squeezed several tinmes" have a basis in the application
as originally filed.

It al so appears that a technical relationship now

exi sts between the fact that the lubricated resin "is
not appreciably dispersible in water in that at |east
70% by weight of said lubricated resin is retained on
sai d sheet when said coated sheet is imersed in water
and squeezed several tines" and the fact it "has
sufficiently | ow hydrophilic group functionality".
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As there is neither a verbatimbasis for these two
features nor for this technical relationship, it mnust
be deci ded whet her the skilled person could
neverthel ess derive such a relationship directly and
unanbi guously fromthe whol e teaching of the
application as originally filed.

The passage in the application as originally filed
dealing with these aspects reads (page 12, line 36 to
page 13, line 33):

"The curing of an isocyanate-functional prepolyner
coated sheet is generally initiated by inmersion of the
sheet in water. Accordingly, the hydrophilicity of the
wat er - cur abl e i socyanat e-functional prepolyner should
not be so great that the resin conposition is very

di spersible in water which would allow the resin
conposition to leach out into the water bath in which
the sheet is imersed. Therefore the hydrophilicity of
t he prepol ymer should be such that the prepolymer is
not appreciably dispersible, if at all, in water at

anbi ent tenperatures. By not appreciably dispersible,

it is nmeant that a roll of curable resin coated sheet
when inmersed in water and squeezed several tines while
imersed will retain at |east about 70% nore
preferably at |east about 85% and nost preferably at

| east about 95% by weight of the resin conposition on

t he sheet.

Further, water retained in or absorbed into the cured
resin may adversely affect the rigidity of the cured
resin and thereby, reduce its wet strength.

Accordingly, the hydrophilic functionality of the cured
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resin should be controll ed such that excess anpunts of
water are not retained in, or absorbed into the cured

resin.

The hydrophilicity of the resin conposition can be
control |l ed by choosing prepol yner-form ng reactants
havi ng sufficiently | ow hydrophilic group functionality
that the reactants are not appreciably dispersible in
wat er or by using amounts of dispersible reactants that
are mnor conpared to the anobunts of reactants that are
not appreciably dispersible in water. For exanple, when
t he prepolymer is prepared froma m xture of an
aromatic i socyanate, e.g. 2,2-diphenyl net hane

di i socyanate (MDI) and one or nore polyether polyols
havi ng only pol yethyl ene oxide as a hydrophilic group,

t he amobunt of pol yet hyl ene oxi de by wei ght of the
prepol yner should be | ess than about 15 percent,
preferably | ess than about 10 percent, nost preferably
| ess than 6 percent, e.g. 3-4 percent.”

Fromthis passage, it is apparent that the feature
"said lubricated resin is not appreciably dispersible
in water in that at |east 70% by wei ght of said

| ubricated resin is retained on said sheet when said
coated sheet is imersed in water and squeezed several
times" can be derived fromthe two sentences "Therefore
t he hydrophilicity of the prepol ymer should be such
that the prepolymer is not appreciably dispersible, if
at all, in water at anmbient tenperatures. By not
appreciably dispersible, it is meant that a roll of
curabl e resin coated sheet when i mersed in water and
squeezed several tines while imersed will retain at

| east about 70% nore preferably at |east about 85%
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and nost preferably at | east about 95% by wei ght of the
resin conposition on the sheet.”

Al t hough, in the description, the termlubricated resin
is expressed as "the resin conposition” and the coated
sheet is disclosed as being "a roll of curable resin
coated sheet"”, the skilled person reading these
sentences would in fact understand and realise that an
i nportant feature of the clainmed enbodinent is that at

| east 70% of the curable resin nmust renmain avail able on
the orthopedic article in order to benefit fromthe
desirabl e properties of the clained article

i ndependently of the formit is provided.

Moreover in the context of claiml, ie an orthopedic
article conprising a porous sheet coated with a water
curabl e resin having coval ently bonded | ubricant, the
"prelubricated resin” can only be understood as being a
synonym of the term "curable resin conposition”

The Board notes, however, that the part of the passage
relating to | ow hydrophilic group functionality is

di scl osed in the context of "prepol ynmer-formng
reactants” and not in relation to the "lubricated
resin” and noreover the | ow hydrophilic group
functionality is not just any |ow hydrophilic group
functionality but one in which the reactants are not
appreciably dispersible in water.

| ndeed t he passage reads: "The hydrophilicity of the
resin conposition can be controlled by choosing

prepol yner-form ng reactants having sufficiently | ow
hydrophilic group functionality that the reactants are
not appreciably dispersible in water or by using
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anounts of dispersible reactants that are m nor
conpared to the amobunts of reactants that are not
appreciably dispersible in water."

Moreover as regards the technical relationship between
t he | ow hydrophilic group functionality and the
specific dispersibility of the lubricated resin in

wat er under certain conditions, the Board notes that
such a technical link is not directly and unanbi guously
di scl osed in the quoted passage of the application as
originally filed.

As a matter of fact, this passage recites that two
different problens have to be solved due to the fact
the resinis cured with water. Firstly, the
hydrophilicity of the prepol ymer nmust be such that at

| east 70% remains on the sheet under certain conditions
and, secondly, the hydrophilic functionality of the
cured resin nust be such that an excess anount of water
is not retained in, or absorbed into the cured resin.

There is, a priori, no reason to believe that the two
probl ens are solved by the sane neans since different
parts of different products (ie, the prepolyner and the

cured resin) are involved in each case.

Thus, whereas the hydrophilicity at the surface of the
prepolynmer is of inportance for the first aspect, it is
the hydrophilicity within the resin which would play an
inmportant role as required the water absorption.

The application in the quoted passage states that "The
hydrophilicity of the resin conposition can be
controll ed by choosing prepolyner-formng reactants
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havi ng sufficiently | ow hydrophilic group functionality
that the reactants are not appreciably dispersible in
wat er or by using amounts of dispersible reactants that
are mnor conpared to the anpbunts of reactants that are
not appreciably dispersible in water”

Thi s does not indicate whether the first of the two
possi bl e sol utions (ie "choosing prepol ymer-form ng
reactants having sufficiently | ow hydrophilic group
functionality that the reactants are not appreciably

di spersible in water") applies to the first aspect, ie
that it is the required neans for preparing a

| ubricated resin having sufficiently | ow hydrophilic
group functionality such that at |east 70% by weight is
retai ned on the sheet.

Accordingly, the Board considers that the skilled
person could not infer this technical relationship
directly and unanbi guously fromthe teaching of the
application as originally filed.

In view of the above, the Board sees no basis either
for the feature "lubricated resin [having] sufficiently
| ow hydrophilic group functionality" or for the

techni cal relationship between the | ow hydrophilic
group functionality of the lubricated resin and its
particul ar dispersibility introduced in independent
claim1, which contravenes Article 123(2) EPC.

Accordingly, contrary to the appellant's opinion and as
di scussed above, it is not accepted that the skilled
person can derive the terns at issue directly and
unanbi guously fromthe original disclosure as a whol e.



3.1.3

2941.D

- 12 - T 0332/ 99

In particular, whereas the Board agrees that a

| ubricated resin having a sufficiently |ow hydrophilic
group functionality will necessarily have a | ow
hydrophilicity, it does not agree with the appellant's
contention that "low hydrophilic group functionality"
and "l ow hydrophilicity" have the sane neani ng.

In fact, as appears fromthe quoted passage of the
original disclosure of the application itself, there
are various ways of achieving "low hydrophilicity"
since at least two alternatives are nentioned therein,
ie either to have prepolyner-form ng reactants having
sufficiently | ow hydrophilic group functionality so
that the reactants are not appreciably dispersible in
water or to use anounts of dispersible reactants that
are mnor conpared to the anpbunts of reactants that are
not appreciably dispersible in water.

Under these circunstances, there is no need to di scuss
either the other features of claim1 or the other
cl ai nms.

Auxi |l iary request 1

Article 123(2)

Havi ng regard to the conclusions of the Board as to the
repl acenent of the expression "sufficiently | ow
hydrophil e group functionality such” by the wording
"such a hydrophilicity" with respect to Article 123(3),
there is no need to discuss the other amendnents of
claiml as granted with respect to Article 123(2).
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Article 123(3)

As di scussed under point 3.1.2, the Board does not
agree with the appellant's contention that "I ow
hydrophilic group functionality” and "Il ow
hydrophilicity" have the identical neaning.

In that respect, it indeed appears fromthe quoted
passage of the original disclosure of the application
itself, there are various nmeans to achieve "Il ow
hydrophilicity".

Accordingly, the subject-matter of claiml1l of the first
auxi liary request enconpasses enbodi nents which were
not previously enconpassed by the subject-matter as
granted contrary to the requirenments of Article 123(3)
EPC.

Auxi |l iary request 2

As claiml1l of this request contains the sane anendnents
as claiml of the first auxiliary request, the
concl usi ons under point 4 apply equally to this set of
cl ai ms.

Auxi liary request 3

Article 123(2)

The Board notes that the anendnents introduced in claim

1 of this request do not solve all the objections
rai sed under point 3.1.1
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The Board notes indeed that the part of the passage
relating to | ow hydrophilic group functionality does
not di sclose any | ow hydrophilic group functionality
such that the reactants are not appreciably dispersible

in water.

There is accordingly no basis for the generalisation to
any | ow hydrophilic group functionality as it is the
case in claim1l of the present request.

Mor eover, as di scussed under 3.1.1 above the technical
rel ati onship between the | ow hydrophilic group
functionality and the specific dispersibility of the

| ubricated resin in water under certain condition is
not directly and unanbi guously disclosed in the quoted
passage of the application as originally filed.
Accordingly, this set of clains is also not allowable

under Article 123(2) EPC

Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar The Chai r man

A. Townend U OGswal d

2941.D



