BESCHVWERDEKAMVERN  BOARDS OF APPEAL OF CHAMBRES DE RECOURS
DES EUROPAI SCHEN THE EUROPEAN PATENT DE L' OFFI CE EUROPEEN
PATENTAMI'S OFFI CE DES BREVETS

Internal distribution code:

(A) [ ] Publication in QJ
(B) [X] To Chairnmen and Menbers
(O [ ] To Chairnen
DECI SI ON
of 5 April 2001
Case Nunber: T 0329/99 - 3.3.6
Appl i cati on Nunber: 93900702. 7
Publ i cati on Nunber: 0614403
| PC. BO8B 3/ 14

Language of the proceedings: EN

Title of invention:
Process for renoving contam nants from pol yol efins for recycle

Appl i cant:
SOUTHERN RESEARCH | NSTI TUTE

Opponent :

Headwor d:
Pol yol efi n Recycl e/ SOUTHERN RESEARCH

Rel evant | egal provisions:
EPC Art. 123(2)

Keywor d:
"Del etion of essential feature - not all owabl e"

Deci si ons cited:
T 0331/87, T 0823/96

Cat chwor d

A particul ar technical enbodi nrent may be rendered obvi ous on
the basis of the content of an application as filed w thout
belonging to its explicit or inplicit disclosure and,
therefore, without serving as a valid basis for anmendnents
conplying with the requirenents of Article 123(2) EPC

EPA Form 3030 10.93



(No. 4.5).

EPA Form 3030 10.93



9

Europdisches European Office européen
Patentamt Patent Office des brevets

Beschwerdekammern Boards of Appeal Chambres de recours

Case Nunber:

Appel | ant :

Represent ati ve:

Deci si on under

Conposi tion of

Chai r man:
Member s:

T 0329/99 - 3.3.6

P.
G
M

DECI SI ON
of the Techni cal Board of Appeal 3.3.6
of 5 April 2001

SOUTHERN RESEARCH | NSTI TUTE
2000 Ni nth Avenue, South

P. 0. Box 55305

Bi r m ngham

Al abama 35255- 5305 (USs)

Pel l egri, Al berto

c/o Societa Italiana Brevetti S.p.A
Pi azza Repubblica, 5

21100 Varese (1T

appeal : Deci si on of the Exami ning Division of the
Eur opean Patent O fice posted 5 Novenber 1998
ref usi ng European patent application
No. 93 900 702.7 pursuant to Article 97(1) EPC

t he Board:

Krasa
Di schi nger - Hoppl er
Tar do- Di no



- 1- T 0329/ 99

Summary of Facts and Submn ssions

0727.D

The appeal filed on 29 Decenber 1998 is from a deci sion
of the Exam ning Division of 5 Novenber 1998 to refuse
Eur opean patent application No. 93 900 702.7 entitled
"Process for Renoving Contam nants from Pol yol efins for
Recycl e". The patent application as filed originally
conprised inter alia one single independent process

cl ai m readi ng:

"1. A process for treating polyolefin to renove

pol yester, and cellul osic contam nants therefrom which
conprises contacting polyolefin contam nated with

pol yester and cellulosic contam nants with an aqueous
conposition of a hydroxide selected fromthe group
consisting of alkali netal hydroxide, alkaline earth
nmet al hydroxi de and m xtures thereof; and with an
oxi di si ng agent."

The deci si on under appeal was based on an anended set
of clains, including an i ndependent C aim 1 which
reads:

"1l. A process for treating polyolefin to renove
contam nants bel onging to the group conposed of

cellul osic contam nants and pol yester contam nants
therefrom characterized by contacting the contam nated
pol yolefin wth an agueous conposition containing a
hydr oxi de sel ected fromthe group consisting of alkal
metal hydroxi de, al kaline earth netal hydroxi de and

m xtures thereof and an oxidising agent thereby causing
degradation of said contam nants."

The sol e ground for refusal was non-conpliance of the
amended clainms with the requirements of Article 123(2)
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EPC. The Exam ning Division held that the sinultaneous
presence of cellulosic and pol yester contam nants was
mandatory for the clained process for treating

pol yol efi n, whereas now in the anmended cl ai ns subj ect -
matter extended also to the treatnment of polyolefin
containing only one of these two contam nants.

Wth its statenment of grounds of appeal, the Appell ant
(Applicant) requested as a main request "that the

obj ected anendnent to claim 1l be admtted as not
contravening Article 123(2) EPC' which, by inplication,
IS a request to set aside the contested decision and
grant a patent on the basis of the clains rejected by
the Exam nation Division. Further requests were nade as
a "prioritary subsidiary request” (sic) and a "l east
prioritary subsidiary request” (sic). The "prioritary
subsidiary request” (hereinafter referred to as first
auxiliary request) conprised an anended Claim1l and a
new dependent C aim "1bis" reading:

"1l. A process for treating a polyolefin to renove
contam nants therefrom characterized by contacting the
pol yol efin contam nated by at |[east a cellulosic

contam nant wi th an aqueous conposition containing a
hydr oxi de sel ected fromthe group consisting of alkal
nmet al hydroxi de, al kaline earth netal hydroxi de and

m xtures thereof and an oxi di sing agent thereby causing
degradation of said contam nant.

1 bis. The process of claim1l, characterized in that
the polyolefin is contam nated al so by a pol yester."

The "l east prioritary subsidiary request” (hereinafter
referred to as second auxiliary request) conprises a
Caiml which is said to be "the original form of
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Caim1" but has exactly the same wording as Claim1 of
the main request on which the contested decision was
based.

The Appellant submitted the follow ng argunents:

- The obj ect underlying the present application was
to recover polyolefins freed fromany cellulosic
and/ or pol yester contam nants.

- The fact that a peculiar problemwas created by
t he sinul taneous presence of the cellul osic and
pol yester contami nants did not permt the
concl usion that the process was inoperative in the
absence of one of these two contam nants.

- A person skilled in the art would realize that the
process woul d al so be suited in cases where the
contamnant is either only cellulosic material or
only polyester material, since the nmechanisns of
degradation of these contam nants were descri bed
as being totally independent of each other.

- The anmendnents made to Claim 1l did not require any
nodi fications of other features of the clains as
was shown in the affidavit of M | bay.

- Therefore, the anendnents made to Caiml1 fulfill
the criteria for all owabl e anendnents as set out
in decision T 331/87.

In a communi cation, the Board infornmed the Appellant of
the fact that Caim1 of the second auxiliary request
coul d not be distinguished fromthat of the main
request and of its opinion that the anended Caim1l in
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ei ther version appeared to violate the requirenments of
Article 123(2) EPC, since its subject-matter was
neither explicitly nor inplicitly disclosed in the
application as originally filed. Several reasons were
given in this respect.

In a response, the Appellant reiterated the core part
of its previously submtted argunents which consisted
in stating that the disclosure of the application could
not be construed as an intention to "disclaint the
validity and applicability of the process where only
one of the two contam nants was present.

The Appel | ant addressed one singl e subparagraph of the
Board's comruni cation (i.e. 4.2 below) by nerely
stating that "the observations” nade therein "appears
to distort the neaning of certain specification of the
process of the invention beyond the sinple fact that,
as said above, the treatnent conditions described in
the specification of the application are clearly such
to be perfectly effective when both contam nants are
present in the nmaterial to be treated".

The Appellant neither filed any further requests with
respect to the clains nor did it request ora
pr oceedi ngs.

Reasons for the Decision

0727.D

The only point at issue is whether the clains as
anended in the present main and auxiliary requests
conply with the requirenent of Article 123(2) EPC
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The effect of the anmendnments made to the clainms of any
of the Appellant's requests is that protection is now
sought for a process extending to the treating of

pol yolefin for renmoving either only polyester (main
request and second auxiliary request) or only cellul ose
(all requests) fromthe polyolefin so contam nat ed,
whereas the clains as originally filed sought
protection only for a process in which both pol yester
and cel lul ose are renoved fromthe polyol efin.

The Appel lant contended that it was clear fromthe
description that the probl em addressed by the inventors
of the present application was to efficiently renove
froma polyolefin mterial the nost conmmonly found
contam nants, nanely polyester and cellulosic materials
in order to recover a polyolefin freed of any pol yester
or cellulosic residue. Even if the process was

descri bed as particularly suited to overcone
conplications in the nelt-processing of recyclable

pol yol efins created by the sinultaneous presence of

pol yester or cellul ose residues, a skilled person would
clearly and unanbi guously recogni ze that this sane
process woul d be perfectly suited to recover a
decont am nat ed pol yolefin also in cases where one of
the two types of contam nants was absent. Therefore, in
accordance with the test criteria set out in T 331/87
(QJ EPO 1991, 22), the presence of both contam nants
was not explained in the disclosure of the application
as filed as an essential feature.

Amendnents nade to a European patent application are
only permissible if they do not "contain subject-matter
whi ch ext ends beyond the content of the application as
filed" in accordance with Article 123(2) EPC
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Bei ng uncontested that the now clained only optional
presence of either polyester or cellulose is not
explicitly disclosed in the application as filed, it
has to be determ ned whether claimng these particul ar
enbodi nents can be based on an inplicit disclosure.
This has to be done on the basis of the overal

di scl osure of the whol e specification. Since the
application in suit concerns a process for a particular
pur pose by applying particular neans, any information
must be evaluated in the application in suit referring
to the material to be treated, the purpose of the
treatnment and the means applied.

In the present case, the foll ow ng passages of the
application as filed concern these crucial points:

3.1 Under "Technical Field", it is indicated that the
i nvention is concerned with renoving certain
contam nants from pol yol efins and especially with
renmovi ng pol yester and cellul osic contam nants (page 1,
lines 5 to 12).

3.2 In the section "Background Art", the problemis
illustrated as arising from polyolefin bale wappers
contam nated with polyesters and cellulosic materials.
It is indicated that a unique problemis created by the
presence of both contam nants. The reason for this
problemis seen in the fact that thermal degradation of
the cellulosic material requires tenperatures at which
pol yesters are nelt processed, while at | ower
tenperatures the filters are plugged by the cellulosic
and pol yester material. Mechani cal nethods and washi ng
are said to not be satisfactory for this purpose
(page 1, line 16 to page 2, line 3).

0727.D Y A
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3.3 Under "Sunmary of Invention”, it is set out that "the
present invention is concerned with a process for
renovi ng pol yester and cel lul osic contam nants from
pol yol efi ns" (page 2, lines 7 to 27).

3.4 In the chapter "Best and Various Mdes for Carrying out
I nvention" (page 2, line 32 to page 6, line 15) it is
stated that used pol ypropyl ene bal e-w appers for bales
of cotton and polyester fibres after use are typically
contam nated with the foll ow ng contam nants:

to 2 %cotton

to 2 % pol yester

to 2 % paper (e.g. labels and tags)

1 %netal (e.g. wires, clips and staples)
1 % wood

1 %dirt

1 %grease and oil (page 3, lines 11 to 20).

N AN NN PP

To achieve the results desired by the present invention
it is said to be essential to contact the contam nated
pol yolefin with both a hydroxi de conposition and with
an oxi di sing agent (page 4, lines 4 to 6 and page 5,
lines 5 to 7) which can be enpl oyed separately or

simul taneously in the sane aqueous conposition (page 4,
lines 22 to 27). In the latter case, the hydroxide is
said to stabilize the oxidising agent so that it
remai ns avail abl e for degradation of the cellul ose
(page 4, line 27 to page 5, line 4).

The hydroxide is described as degradi ng the pol yester
only, not the cellulose, but to aid in the latter's
degradation insofar as it renpbves any wax present on
the surface of cellulosic fibres (page 5, lines 7 to
10). The oxidising agent is described as degrading the

0727.D Y A
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cellul ose, but not the polyester (page 5, lines 10 to
12).
Al'l exanples of the application as filed illustrate the

i nvention as a process for treating pol ypropyl ene
fibres contamnated with both cellul osic and pol yester
material with an aqueous sol ution of sodi um hydroxi de
and sodi um hypochlorite.

None of the original clainms suggests any treatnent of
pol yol efin contam nated with either only cellul ose or
only pol yester.

As follows fromthe above cited rel evant passages of
the description, the application in suit not only uses
the term"polyester and cellulosic ..." whenever it
refers to the main contam nants of the polyolefin to be
treated, but also nentions one single or unique problem
whi ch only occurs during the nelt-processi ng when both
contam nants are sinultaneously present (see 3.2
above). This probl em woul d obviously not exist in the
absence of one of these contam nants. Consequently, the
above term cannot be taken as a nere enuneration of the
mai N contam nants which nay be present separately or in
conbi nation, but fornms the basis of the invention nade
by recogni zi ng and overcom ng a specific problem
arising during the nelt-processing of particular waste
pol yol efi ns.

This conclusion is corroborated by the exanples of the
application in suit which all show that the clained
process solves this particular problem by degrading
pol yester and cel |l ul osic contam nants sinultaneously
present in polyolefin with an aqueous conposition of
sodi um hydr oxi de and sodi um hypochl orite.
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It is also corroborated by the explanation given for

t he degradation of cellul ose on the one hand and

pol yester on the other hand. According to the
application in suit, the nechanisns of these
degradati ons are independent of each other. It is
stated that the hydroxide only degrades the pol yester
but not the cellul ose, and the oxidising agent only
degrades the cellul ose but not the polyester (page 5,
lines 5 to 12). The hydroxide is further described as
of fering several other advantages which are

i nterconnected with the efficiency of the oxidising
agent, such as stabilization of the oxidant (page 4,
line 25 to page 5, line 4) or renoving any wax on the
surface of cotton fibres (page 5, lines 8 to 10). No
such effects are described for the oxidising agent with
respect to the efficiency of the hydroxide. Thus, for
those skilled in the art, the enphasis which is laid
twice on the use - either sinultaneously or separately
- of both the hydroxide and the oxidising agent as
bei ng essential (page 4, lines 4 to 6, page 5, lines 5
to 7), only makes sense where cellul osic contam nants
are present, either alone or in conbination with

pol yester. It is not neaningful in those cases where -
i n accordance with the anmended clains - polyester is
the only contam nant. Nevertheless, the application in
suit apparently nowhere suggests the use of hydroxide
al one which would be logical if polyester were the sole
contam nant to be degraded.

The Appellant in its response to the Board's

commruni cati on doubted these observations as distorting
t he meani ng of the disclosure, but did not give any
reason what soever why the observations should not be
correct.
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The Board has not overl ooked the statenent given on
page 5, lines 12 to 16 of the application as filed
reading: "In addition, it has been found pursuant to
the present invention that neither the hydroxide,
oxi di sing agent or their conbination adversely affect
the properties of the polyolefin being treated to any
noti ceabl e extent."

Thi s paragraph was referred to in M Ibay's declaration
filed with a letter dated 17 Decenber 1997 as a basis
for the optional presence of polyester contam nants.
However, when read in the context of the application's
di scl osure as a whole, it does not suggest to apply

ei ther only hydroxide or only the oxidising agent in
order to renove either cellul ose or polyester, but
nmerely confirns the statenent on page 2, lines 32 to
34, that polyolefin is not degraded by the chemicals
used, irrespective of whether they are enployed in
succession or simultaneously in accordance wth page 4,
lines 22 to 27.

The Appel l ant stressed the argunent that the
description reported the nost significative test
results which concerned the nost demandi ng condition of
bot h contam nants being sinultaneously present. This
duty of disclosing the nost inportant enbodi nent shoul d
not be interpreted as indicating that the process was

i noperative in the absence of one or the other type of
the contam nants. On the contrary, a person skilled in
the art would directly recogni ze that the process woul d
al so be perfectly operative in such cases.

In the present case, the Board accepts the Appellant's
argunent that a skilled person nay realize fromthe
content of the application in suit that polyolefin only
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contam nated with either cellul ose or polyester could
be treated by the sane process, i.e. that the presence
of an oxi dant (hydroxide) would not inpair the
deconposition of polyester (cellulose), if present

al one, by hydroxide (oxidant). This is particularly
true as far as cellulose as the only contam nant is
concerned (see 4.2 above). However, the renoval of

ei ther cellul ose or polyester would be based on a quite
di fferent concept than that provided by the unique
probl em sol ved by the process disclosed in the
application in suit, nanely according to the Appellant,
on the concept of sinply recovering a polyolefin free
fromany cellul osic and/or polyester contam nants. For
such a concept, the application in suit does not
provi de a basis as shown above.

In the Board's opinion, a clear distinction nust be
made between the questions of whether a particul ar
enbodi nent is disclosed by an application, be it
explicitly or inplicitly, or whether this enbodinent is
nerely rendered obvious by the application's disclosure
(see T 823/96 of 28 January 1997, not published in the
Q) EPO, reasons No. 4). In other words, a particular
techni cal enbodi mrent nay be rendered obvi ous on the
basis of the content of an application as filed

W t hout, however, belonging to its explicit or inplicit
di scl osure and, therefore, wthout serving as a valid
basis for anendnents conplying with the requirenents of
Article 123(2) EPC

It follows fromthe above reasoning that the now

cl ai med presence of only one of the two contam nants,
cellul ose or polyester, was not included within the
teaching of the application as filed. On the contrary,
the Board finds that only the presence of both
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contam nants was originally disclosed and descri bed as
an essential part of the invention, nanely that part
whi ch represents the problemto be solved. The
respective postulate set out in T 331/87 is, therefore,
not fulfilled.

O der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

G Rauh P. Krasa
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