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Summary of Facts and Subm ssi ons

2862.D

Eur opean patent No. 0 538 934, granted on 24 April 1996
on the basis of European patent application

No. 92 203 111.7, was revoked by the opposition
division with its decision posted on 29 January 1999.

The reasons given for the decision were that the

subj ect-matter of the single claimof the main request
under consideration | acked novelty with respect to
(D10) IT-A-12 29021 (with English translation) and that
the single claimof the auxiliary request contained
added subject-matter in contravention of Article 123(2)
EPC.

A notice of appeal against this decision was filed on
26 March 1999 and the fee for appeal paid at the sane
tinme.

The statenent of grounds of appeal was filed on 7 June
1999. Wth this statenent the appellants (proprietors
of the patent) submtted anended cl ains according to a
mai n and an auxiliary request and proposed anendnents
to the description.

The only remai ni ng opponents withdrew their opposition
by letter received on 5 QOctober 1999.

Fol  owi ng a conmmuni cation fromthe Board dated 20 July
2000 the appellants submtted on 22 Septenber 2000 a
new single claimas a nmain request. On 15 Novenber 2000
t he appellants agreed various editorial anmendnents to
this claimand the description. The anmended cl ai m reads
as foll ows:
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"Seal assenbly for sliding shafts or pistons operating
at very low tenperatures and high pressures wherein the
only sealing elements of the seal assenbly are sealing
rings (1) each consisting solely of alternating
graphite rings (la) and supporting metal rings (1b)
with graphite rings formng the outer |ayers of the
sealing rings, the thickness of the graphite rings (1a)
bei ng between 0,5 to 1,5 nmand the thickness of the
nmetal rings (1b) being between 0,01 to 0,03 mm so that
the contact with the sealing surface is nmade by the
graphite rings (1la)."

I n support of their request for naintenance of the
patent in anmended formthe appellants argued that the
seal ing arrangenent di sclosed in docunent D10, which
required a particular sequence of |am nated graphite-
netal foil sealing rings, reinforcing rings of a

t hi ckness of 1-5 nm and pure graphite sealing rings was
suitable for use at the high tenperatures for which it
was specifically designed, but did not perform
satisfactorily at very |ow tenperatures. The appellants
had found that this problemcould be solved by using
only sealing rings of the |lam nated graphite-netal foi
mat eri al .

Reasons for the Deci sion

2862.D

The appeal conplies with the formal requirenents of
Articles 106 to 108 and Rules 1(1) and 64 EPC. It is
t heref ore adm ssi bl e.

The clained invention is concerned with a seal assenbly
for formng a sliding seal for shafts or pistons
operating at very | ow tenperatures and hi gh pressures.
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The seal assenbly utilizes a sealing material, known
per se fromfor exanple docunent D10, which consists of
alternating |layers of graphite of a thickness of 0.5 to
1.5 mmand a thin netal sheet or foil of a thickness of
0.01 to 0.03 mMm The outer layers of the material are
of graphite; in use the sliding surface which is sealed
against is contacted by the edges of the graphite

| ayers.

The present claimnow requires that the only sealing
el ements of the seal assenbly are sealing rings
consisting solely of the graphite-netal foil |amnate
nmenti oned above. There is a clear basis for this
restriction in the original disclosure, both of the

di scl osed preferred enbodi nents conformng to what is
stated in the claim (The spacer 2 of the enbodi nent of
Figures 1 and 2 is not a "sealing elenment” within the
meaning of the claim i.e. it has no direct sealing
function). The claimtherefore does not offend against
Article 123(2) EPC. There is al so no objection under
Article 123(3) EPC as the present claim requiring a
plurality of sealing rings of a certain formin a sea
assenbly, is nore restricted than the granted cl aim
directed to one of those sealing rings per se.

Docunent D10, on which the Opposition Division based
its finding of |Iack of novelty against the claimof the
mai n request then under consideration, relates to a
sealing ring for sliding nenbers operating at high
tenperatures and pressures. The sealing ring conprises
an assenbly of layers of |am nated graphite-netal foi
mat eri al (thickness of graphite |ayers about 0.7 nm

t hi ckness of nmetal foil about 0.01 mm reinforced by
one or preferably nore netal sheets of thickness of
about 0.2 mm A nunber of such sealing rings nmay be
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conbined to forma seal assenbly. As can be seen from
the introductory description and clains of docunent D10
the metal reinforcing sheets are integral and essenti al
el ements of the sealing rings so that these known rings
do not neet the requirenent of the present clai munder
consideration that they consist solely of the |am nated
graphite-nmetal foil material. The subject-matter of the
claimis therefore novel with respect to docunent D10
(Article 54 EPC)

The Board has al so satisfied itself that the sane is
true with respect to (D5) "Konstruktion 40", 1988,
pages 179 to 181, the only other prior art docunent
whi ch played any role at the oral proceedings before
t he Opposition Division.

As for the question of inventive step, docunent D10
clearly represents the closest state of the art. The
Board can find nothing which could have encouraged the
person skilled in the art to dispense with the netal
rei nforcing sheets specifically taught by that
docunent, in order for himto adapt the known high
tenperature sealing assenbly to use at | ow
tenperatures. The subject-matter of the clainms cannot
t herefore be derived in an obvi ous manner fromthe
state of the art and accordingly involves an inventive
step (Article 56 EPC).
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For these reasons it is decided that:

1

The deci sion under appeal is set aside.

The case is remtted to the first instance with the
order to maintain the patent in amended formon the
basis of the follow ng docunents:

Single claim (main request) filed on 22 Septenber 2000
with letter of sane date; anended as agreed by
t el ephone on 15 Novenber 2000;

Colums 1 to 4 of the description as granted with the
amendnents set out in the annex ("main request”) to the
statenent of grounds of appeal; further anended as
agreed by tel ephone on 15 Novenber 2000;

Figures 1 to 3 of the drawi ngs as granted.

The Regi strar: The Chai r man:

S. Fabi ani F. Gunbel
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