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Summary of Facts and Subm ssi ons

0133.D

Mention of the grant of European patent No. 0 509 079
in respect of European patent application

No. 91 919 526.3, filed on 7 Novenber 1991 as the

I nternational Patent Application No. PCT/GB91/01955 and
publ i shed as WD 92/08440, claimng priority from an
earlier application in Geat Britain (9024162 of

7 Novenber 1990), was announced on 24 January 1996, on
the basis of eleven clains, Claim1l reading:

"A detergent conposition in the formof an aqueous

liquid or gel conprising 10%to 50% by wei ght of a

detergent m xture which conprises

(a) 10 to 60% by weight of the detergent m xture of a
fatty acyl isethionate of formula

R- CG;- CHCHp- SOM

where R is an al kyl or al kenyl group of 7 to 21
carbon atons and Mis a solubilising cation such
as sodium potassium anmoni um or substituted
amroni um

(b) 10 to 80% by weight of the detergent m xture of a
zwitterionic detergent which has a hydrophilic
head group containing a quaternary nitrogen atom
and at | east one acid group,

(c) 10 to 55% by weight of the detergent m xture of a
further anionic detergent,

subject to further requirenents that: the anount by

wei ght of the fatty acyl isethionate (a) is not nore

than twi ce the amount by weight of the zwitterionic

detergent (b), the total of (a) and (b) is from45 to

90% by wei ght of the detergent m xture, and the
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conposition is sufficiently free of al kanol am de
detergents that the anount by wei ght of al kanolam de is
not nore than one quarter the anopunt of the
zwitterionic detergent (b)."

Clainms 2 to 10 are directed to preferred enbodi nents of
the conposition of Claiml1l. Caim1ll refers to the use
of the detergent mxture defined in Caiml in the
production of an aqueous liquid or gel for personal
washi ng.

On 23 Cctober 1996 a Notice of Qpposition was filed, in
whi ch the revocation of the patent in its entirety was
requested on the ground of |ack of inventive step as
set out in Article 100(a) EPC.

The opposition was, inter alia, supported by the
foll ow ng docunents:

D1 K. Schrader, G undlagen und Rezepturen der
Kosneti ka, 2nd edition, Hiuthig Buch Verl ag,
Hei del berg, 1989, pages 197, 707, 718 and 719

D2 H P. Fiedler, Lexikon der Hilfsstoffe fir
Phar mazi e, Kosneti k und angrenzende Cebiete, 3rd
edition, Editio Cantor, Aulendorf, 1989, page 1217

D3 Rivista Italiana, essenze, profum, piante
officinali, arom, saponi, cosnetici, aerosol,
anno LVI, no 10, Cctober 1974, pages 567 - 572.

In a decision issued in witing on 12 March 1999, the
Qpposition Division held that the grounds for
opposition did not prejudice the maintenance of the
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patent as granted. In particular, it was held that the
problemto be solved was to overcone the solubility
probl em of hi gh anmounts of conpound (a), the

i sethionate, present in a mld shanpoo conposition
havi ng good | at her properties. That probl em had been
effectively solved and the solution was not obvious in
view of D1, which did not nention the solubility
problem and D2, which contained no hint as regards the
role in that respect of the anpbunts and the ratios of

t he vari ous conmpounds present in the conposition. D3
had not been translated, so that it was not clear which
problem it addressed. Hence, the clained subject-matter

was i nventive

On 22 March 1999 the Opponent (Appellant) | odged an
appeal against the above decision and paid the

prescri bed fee sinultaneously. The Statenent of G ounds
of Appeal was filed on 21 May 1999.

In a letter dated 13 Decenber 1999, the Proprietor
(Respondent) filed counter-argunents; by letter of
25 Septenber 2003 two auxiliary requests were submtted.

Oral proceedi ngs before the Board were held on
6 Novenber 2003.

The Appellant's argunents can be sumrari sed as foll ows:

Al t hough both D1 and D3 had sol ved the probl em of

i sethionate solubility, D3 was the closest prior art
docunent since the exenplified conposition cane cl osest
to the one now being clainmed. It only differed in the
sum of the anmounts of isethionate (a) and zwitterionic
detergent (b) in the detergent m xture, which was | ower
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than clained in the patent in suit. This difference was,
however, only mnor and did not contribute to the

di ssolution of the isethionate. The shanpoo conposition
of D3 had the appropriate properties; no inprovenent of
the three properties that were addressed in the patent
in suit (solubility, lather quality and m | dness) had

been shown:

(a) The water-solubility of isethionate could not play
an inportant role in the attractiveness of the
appear ance of the shanpoo since the detergent
m xture fornmed only a part of the whole
conposition. This was confirmed by the exanpl es of
the patent in suit which indicated that the water-
solubility of isethionate was only partial.

Mor eover, D2 taught that betaine was able to
di ssol ve i set hi onate.

(b) Fromthe exanples of the patent in suit it also
appeared that the quality of the foamvaried
greatly and the best results were obtained with a
conposition outside the present clains, so that an
i nprovenent was not evident.

(c) Nor was m | dness inproved over D3; there was no
reason to believe that that conposition was not
mld, since mldness was a general requirenment for
all shampoos. The m | dness of the conposition of
D3 was denonstrated by the information provided by
t he exanples of the patent in suit. Fromthe
exanples it also appeared that it was a high
anount of conponent (b) rather than (a) that was
responsi ble for the mldness of the clained
shanpoo conpositions.
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(d) Furthernore, even if any inprovenent had been
present, it was within the normal activities of
the skilled person to try to inprove existing
shanpoo conpositions and to try variations in the
conposition of the shanmpoo. Hence, the clained

conposition was not inventive.

The Respondent (Patent Proprietor) argued that the

cl osest docunment was the one that described the sane
purpose as the patent in suit rather than disclosing a
simlar conposition. The problemto be sol ved, as
indicated in the patent in suit, concerned the water
solubility of the isethionate conponent in a mld
shanmpoo with good | ather properties. Since D3 was not
avai lable in an official |anguage, any teaching that it
m ght contain should not be taken into account. D1,
however, referred to mld shanpoos and indicated how to
obtain m | der conpositions. Therefore, Dl was the

cl osest docunent. The cl ai med conposition solved the
above- nenti oned problem which was denonstrated by the
exanpl es. D2 broadly described that a particul ar
betai ne forned cl ear, soluble addition products or gels
with anionic tensides in general. It could not be
conbined with D1, nor would it lead to the clained
subject-matter if so conbined. D3 only disclosed a

si ngl e shanpoo conposition which differed considerably
fromthe clainmed ones, and it was silent on the purpose
of its conponents. Therefore, those docunents did not
provi de any notivation to anmend the conposition
according to D1 in the first place, even |less so in the
direction of the clained conposition. Hence, the

cl ai med subject-matter was inventive.
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The Appel |l ant requests that the decision under appeal
be set aside and that the patent be revoked.

The Respondent requests that the appeal be dism ssed

and that the patent be maintained as granted, or,
alternatively, on the basis of either of the two
auxiliary requests filed by letter of 25 Septenber 2003.

Reasons for the Deci sion

1

The appeal is adm ssible.

Mai n request

Cl osest prior art

0133.D

The Appellant saw D3 as the closest prior art docunent,
whereas the respondent was of the opinion that D1 was
t he proper starting point for assessing the presence of

an inventive step.

In order to serve as a starting point for considering

i nventive step, a docunent should relate to the sanme or
a simlar technical problemas the patent in suit,
requiring the mnimumof structural and functional

nodi fications (cf. Case Law of the Boards of Appeal of
t he European Patent O fice, 4th edition 2001, 1.D. 3.1).
The probl ens addressed in the patent in suit are the

m | dness of the shanpoo conposition, its |ather
properties (page 2, lines 4 to 6) and the water
solubility of the fatty acyl isethionate it contains
(page 2, lines 45 to 53).
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D1 di scl oses shanpoo conpositions one of which contains
8, 0% by wei ght Tego Betain L7, 8,0% by wei ght Medi al an
KF and 30, 0% by wei ght Elfan AT 84 30% as wel |l as ot her
i ngredi ents (page 718, "Hennashanpoo"). It is

undi sputed that Elfan AT 84 is an acyl isethionate
according to conmpound (a) in a final concentration of
9,0% by weight, Tego Betain L7 is a zwitterionic
detergent according to conpound (b) in a fina
concentration of 2,4% by weight and Medialan is a
further anionic detergent according to conpound (c) of
the patent in suit in a final concentration of 3,2% by
wei ght. Hence, the anpbunt of detergent m xture is 14, 6%
by wei ght of the total conposition, the anmount of acyl
isethionate (a) is 61.6% by wei ght of the detergent

m xture and 3.75 times that of the zwitterionic
detergent (b), which is present in an amount of 16.4%
by wei ght of the detergent m xture, the total of acyl
isethionate (a) and zwitterionic detergent (b) is 11.4%
by wei ght of the total conposition, which amunts to
78. 1% by wei ght of the detergent m xture, the anmount of
further anionic detergent (c) is 21.9% by wei ght of the
detergent m xture and no al kanol am de is present.
Therefore, the clained conpositions differ fromthe
conposition of DL in the anmount of isethionate and in
the ratio of conpound (a) to conmpound (b).

According to D1, there is a noticeable trend toward

m | d shanpoos for general use. MI|dness can be attained
by a drastic reduction of the total concentration of
tensides to about 7 to 12% or by the use of mlder
tensides in general. As exanples of the latter,
anphol yt es and cocoyl isethionate are nmenti oned

(page 707, point 2.2.3.2). Shanpoos for children,



2.3

2.4

0133.D

- 8 - T 0306/ 99

especially designed for mldness, could e.g. contain
anphot ensi des | i ke bet ai ne.

D3 is a docunent in the Italian |anguage, not an

of ficial |anguage of the European Patent O fice. The
Appel I ant was given the opportunity to file a

transl ation of that docunent into one of the official

| anguages in case he wanted to rely on other parts of
it than the anmpbunts and trade nanes which were
under st andabl e. The Appel |l ant has however abstai ned
fromproviding a translation. Therefore, if this
docunent contains any teaching regarding the properties
of the shanpoo conpositions it describes, that is not
taken into account. In fact, the only part of D3 upon
whi ch the Appellant relied is Shanpoo VI (page 571),

t he exact contents of which are, due to the |ack of
concentration indications, not entirely clear. However,
it was agreed that the amobunt of conpounds (a) and (b)
was 40. 2% or 40.3% by wei ght of the detergent m xture
and that those conpounds were present in a ratio of
about 1:1. It was al so accepted that about the sane
anount of conpound (c) was present. Therefore, the

di fference between the clained conpositions and D3 |ies
in the amount of the sum of conpounds (a) and (b) in

t he detergent m xture.

The Appel |l ant argued that D3 was the cl osest prior art
docunent because the conposition it disclosed was
closer to that being clained and it had the properties
appropriate for a shanpoo. In particular, it was al so
mld, as shown in a nunber of exanples in the patent in

suit.
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The Board cannot agree with that argunmentati on because
even if the m | dness of shanpoo conposition VI of D3
were accepted as a fact, the disclosure given by D3
does not refer to any problemat all. It is nerely a
tabl e of contents. Any properties of the conposition
cannot be deduced fromthe docunent itself. To use the
exanpl es of the patent in suit to that end anounts to
reasoni ng with hindsight.

D1 on the other hand, the shanpoo conpositions of which
are also close to the ones now being clained, nentions
a trend towards m | der shanpoos, which is one of the
poi nts addressed in the patent in suit. Cocoyl
isethionate is specified as one of the mlder tensides
to be used. Therefore, the board considers D1 to be the
nost appropriate starting point.

Pr obl em and sol uti on

0133.D

Al t hough the "Hennashanpoo” of Dl may be assumed to
have appropri ate shanpoo properties, the mldness as
well as the water solubility of the fatty acyl
ethionate could still be increased wthout, however,
losing the ability to generate good | ather. Therefore,
the problemto be solved can be seen as being to
provi de shanpoo conpositions having inproved ml dness
w thout a deterioration in |lathering properties and
havi ng an i nproved water solubility of its isethionate
conponent, in line wwth the patent in suit (page 2,
lines 4 to 6 and 45 to 53).

From page 6, Table 1, it appears that the solubility in
dem neral i sed water of cocoyl isethionate, by the
addition of three kinds of betaine, inproves when the
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isethionate : betaine ratio decreases. At a ratio of
80: 20, which is the closest to the ratio of 3.75 used
in D1, the water-solubility of isethionate is clearly

| oner than at ratios of 60:40 or 40:60. Although other
conmpounds, in particular conpound (c), are absent in

t hese experinments, there is no evidence that the effect
woul d not occur in the presence of other conpounds.
Therefore, the Board accepts the results given in
Table 1 as sufficient evidence that the water-
solubility of isethionate is effectively inproved
within the clainmed range of isethionate to zwitterionic
detergent ratio, as conpared to val ues outside that

range.

Tables 2, 9 and 10 (pages 7, 10 and 11) give the
results of mldness tests of various shanpoo
conpositions. The conpositions of these tables cannot
be conpared with each other since the conditions of
each of the experinments reflected in the tables are
different. However, on the basis of the results within
each of the tables conclusions regarding the m | dness
of the shanpoos can be drawn.

In Table 2 (page 7), there is no direct conparison with
the conposition of D1. Also, since an increase of one
conpound necessarily |l eads to the reduction of another
one, direct conparisons are difficult to make. However
a general trend toward i nproved m | dness can be seen
for conpositions that contain a | ow isethionate :
betaine ratio (2Gvs. 2J) as well as a relatively high
amount of betaine, in particular above 30% by wei ght,
as claimed in claim2 of the patent in suit (2C vs. 2F
and 2H)
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In Table 9, all conpositions contain nore al kanol am de
than allowed by the clained range. It shows the
negative influence of al kanol am de on m | dness, but
since the shanpoo specified in D1 does not contain any
al kanol am de, this table cannot |ead to any concl usions
regardi ng i nprovenents over D1.

From Table 10 it can be seen that a decrease in the

i sethionate : betaine ratio from70:30 to 60:40 and
50: 50, which is brought about by a decrease in

i sethionate and an increase in betaine, |leads to

i mproved m | dness of the conposition (colums 1 and 2
vs. colums 4 and 5 and columms 7 and 8). This picture
isin conformty with that of Table 2.

In view of the results given in Tables 2 and 10, the
board is satisfied that the claimed shanpoo
conpositions are mlder than the "Hennashanpoo”
descri bed in D1.

Tables 3 to 8 give the | ather properties of several
conpositions. Depending on the experinental conditions,
t he foam properties of the clained conmpositions vary
somewhat but in general they are of the same order of
magni tude as those having a higher ratio isethionate :
bet ai ne, which best reflect the conposition of D1.

In view of the above, the Board concludes that the
shanpoo conpositions now being cl ai mred have an i nproved
m | dness and an increased water solubility of

i set hi onate conpared to D1, w thout the | oss of good

| at her properties, so that the above defined problemis
effectively sol ved.
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| nventive step

4. It remains to be deci ded whet her the clai ned subject-
matter is obvious having regard to the docunents on
file.

4.1 D1 teaches that m | dness can be obtained by a drastic
reduction of the total concentration of tensides or by
the use of mlder tensides in general. As an exanpl e of
the latter, anpholytes and e.g. cocoyl isethionate are
menti oned (page 707, point 2.2.3.2). D1 does not
mention any rel ati onship between the anounts of
i sethionate and betaine. Its teaching to reduce the
amount of tensides as a whol e al so does not direct one
to increase the anpunt of betaine, which, in
conbination with the I owisethionate : betaine ratio,
results in inproved mldness, as shown in Tables 2 and
10 (see point 3.2 above). In view of this and the
absence of any information as regards the water
solubility of isethionate, D1 does not provide the
skilled person with an incentive to use anobunts and
rati os in accordance with the ranges now bei ng cl ai ned.
Therefore, D1 by itself does not render the clained
subj ect-matter obvi ous.

4.2 Since the properties of the product according to D3 are
not known (see point 3.3 above), D3 cannot conplete the
teaching of D1 in the clained direction, so that a
conbination of D3 with D1 does not render the clained

subj ect-matter obvious either.

4.3 D2 al so does not add anything to point the way from D1
to the clainmed subject-matter. It states that Tego-
Betain L7 is an anphoteric tenside that forns addition

0133.D
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products wi th anionic tensides, which products give
clear solutions or clear gels. The betain is mld for
skin and mucus, e.g. the eye. I|Isethionates are not

menti oned and there is no indication of any anmounts or
ratios, in particular not of the 1:1 isethionate :
betain ratio indicated by the Appellant as being

di scl osed. The general indication that the betain forns
addi tion products with anionic tensides cannot be
interpreted as such a specific disclosure. Therefore,
D2 does not render the clainmed subject-matter obvious.

The sane concl usi on can be drawn when D3 is taken as
the starting point. In the shanpoo conposition of D3,
the sum of the amounts of (a) and (b) is less than the
lower limt of the present range. Since D1 teaches to
reduce the amount of tensides in order to inprove

m | dness, it is not obvious to increase it, as in the
patent in suit. In view of the |ack of relevant

di sclosure in D2, that docunent cannot change the
situation either

Fromthe above it follows that the subject-matter of
Claiml1l as well as the clainms that depend on it

i nvol ves an inventive step.

Since the main request is found to be allowable, the
auxiliary requests need not be dealt wth.
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Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

C. Ei ckhoff R. Teschemacher

0133.D



