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Summary of Facts and Subm ssi ons

Eur opean patent application 92 915 613.1, resulting
frominternational application PCT/US92/04914, having
an international filing date of 11 June 1992, was
publ i shed as WO 93/03105. Caim1l as filed reads as
fol | ows.

"A repositionable glue stick conpri sing:
a) at least 10 percent by weight of an infusible,
non- pol ar organic |iquid dispersible, non-polar
organic liquid insoluble, inherently tacky,
el astoneri c copol ymer m crosphere, and
b) a gelling conmponent in an anmount sufficient to
provide a Penetration Value of |less than 40 nm™

Clains 2 to 11 were dependent on claim1,.

Claim12 reads as foll ows:

" A nmethod of providing repositionabl e adhesive on an
i ndi vi dual sheet of paper conpri sing:
a) applying the adhesive of claiml to a paper
substrate, and
b) applying said paper substrate to a receiving
surface."

1. The appeal |ies against the decision of the exam ning
division to refuse the application in suit in view of

inter alia the follow ng docunents:

D1: JP 2 206 672 (PAJ abstract in English)

1698. D
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D3: US-A-3 691 140

D5: US-A-4 994 322

The deci sion was based on a set of six clains as the
sol e request of which anended claim 1l reads as foll ows:

"A repositonabl e glue stick conprising:

a) at least 10 % by wei ght of an infusible, non-
pol ar organic |iquid dispersible, nonpolar organic
liquid insoluble, inherently tacky, elastoneric,
acrylate or nethacrylate copol ynmer solid or holl ow
m crospheres, wherein the solid mcrospheres are
conprised of 90 to 99.5 % by wei ght of at |east
one al kyl acrylate and 10 to 0.5 % by wei ght of at
| east one nmononer selected fromthe group

consi sting of substanially oil-insoluble, water-
sol ubl e ionic nmononers and nal ei ¢ anhydride, the
hol | ow m crospheres are conprised of 70-99 % by
wei ght of at |east one al kyl acrylate or

nmet hacryl ate and 30-1 % by wei ght of a binder

copol ymer conprising an el astoneric, polyneric,
backbone havi ng pendant high Tg pol yneric noieties
and having a central cavity that is at |east 10 %
of the dianeter of the m crospheres, and the solid
or holl ow m crospheres have dianeters in the range
of 1 to 250 mcroneters,

b) a binder conponent conprising a (a) polymer or
bl end of polymers having a high degree of adhesion
for the m crospheres and present in an anount of
up to 26 % by wei ght, and
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c) 6 to 15 % by weight of a gelling agent such
that the Penetration Value of the repositionable
stick is less than 40 mm"

The deci sion can be sunmmari zed as fol | ows:

(a) Although the definition of the penetration val ue
inclaiml was not clear and the term "having
pendant high Tg pol yneric noieties" was vague,

t hese obj ections under Article 84 EPC were not the

reason for refusal

(b) The clained subject-matter did however not involve
an inventive step (Article 56 EPC)

On 3 Decenber 1998 the applicant (appellant) filed a
noti ce of appeal against the above decision, the
prescri bed fee being paid on the same day. In the
statenment setting out the grounds of appeal filed on

5 March 1999, the appellant submtted an anended set of
claims 1 to 14 as the sol e request.

Caim1l reads as foll ows:

"A repositionable glue stick conpri sing:

a) at least 10 % by wei ght of infusible, nonpolar
organic liquid dispersible, nonpolar organic
liquid insoluble inherently tacky, elastoneric,
acrylate or nethacrylate copolymer solid or holl ow
m crospheres, wherein

- the solid mcrospheres are conprised of 90 to 99.5
% by wei ght of at |east one al kyl acrylate and 10
to 0.5 % by weight of at | east one nononer
selected fromthe group consisting of substanially
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oi | -insol ubl e, water-soluble ionic nononers and
mal ei ¢ anhydri de,

- the holl ow m crospheres are conprised of 70-99 %
by wei ght of at |east one al kyl acrylate or
nmet hacryl ate and 30-1 % by wei ght of a binder
copol yner and having a central cavity that is at
| east 10 % of the dianmeter of the m crospheres,

- the solid or hollow m crospheres having dianeters
in the range of 1 to 250 m croneters,

b) a bi nder conponent conprising an acrylate pol ynmer
and pol yvi nyl pyrrolidone, and

c) a gelling agent in an anount sufficient to provide
a Penetration Value of the repositionable stick
| ess than 40 mm the Penetration Val ue being
determ ned by the ASTM Test Method D-5,
Penetration of Bitum nous Materials."

The appel | ant argued in substance that according to
amended claim 1 the binder conponent conprising an
acryl ate polynmer and pol yvinyl pyrrolidone provided an
i nproved performance. Thus, the subject-matter of

amended claim 1 involved an inventive step.

In a comuni cation dated 20 March 2003, the board
addressed the points to be discussed during the oral
proceedi ngs schedul ed for 4 June 2003. The board
addressed as a main point of discussion, in particular,
the basis in the application as originally filed of the
foll owi ng amended features (Article 123(2) EPC)

- "acrylate or nethacryl ate copol yner. ..
m crospheres™ (claim1: page 17, line 7),
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- "a binder conponent conprising an acryl ate pol ymer
and pol yvi nyl pyrrolidone" (claim1: page 17,
lines 20 and 21),

- "having a central cavity that is at least 10 %
..." (claim1l1: page 17, |ine 15),

- "oil-in-water system (claim6),

- "a pH sensitive color fornmer™ (claim13),

- the definition of the binder copolynmer of claiml,
in which the feature "conprising an el astoneric
noi eti es" (page 4, lines 7 and 8), has been
om tted.

By letter of 28 May 2003, the appellant inforned the
board that he would not be attending oral proceedings.

The oral proceedings were held on 4 June 2003 in the
absence of the appellant in accordance with Rule 71(2)
EPC.

The appel l ant requested in witing that the decision
under appeal be set aside and that the patent be
granted on the basis of the set of clains 1 to 14
submtted wth the statenent setting out the grounds of
appeal as the sole request.

Reasons for the Decision

1

1698. D

The appeal is adm ssible
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Arendnent s

1698. D

In the comunication dated 20 March 2003, the board
addressed possible deficiencies under Article 123(2)
EPC, in particular the amendnent of the binder
copolynmer in the hollow m crospheres of claim1, in
whi ch the feature "conprising an el astoneric ..
noi eties" (page 4, lines 7 and 8), has been omtted.

According to that amendnent of claim1, "the holl ow

m crospheres are conprised of 70-99% by wei ght of at

| east one al kyl acrylate or nethacrylate and 30- 1% by
wei ght of a bi nder copol yner and having a central
cavity that is at |east 10% of the dianeter of the

m crospheres”. Oiginal claim3 referring back to
original claiml only specifies that "said m crospheres
are hollow', without giving the further definition

t hereof as now incorporated in claim1. According to

t he description as filed, the hollow m crosphere
adhesives "are repositionable pressure-sensitive

adhesi ves conprising from about 70 percent to about

99 percent hollow, polyneric, acrylate, inherently
tacky, infusible, solvent-insoluble, solvent-

di spersible, elastonmeric m crospheres conprising at

| east one al kyl acrylate or al kyl nethacrylate ester, a
maj ority of the m crospheres having one or nore
interior voids having a dianmeter of at |east about

10 percent of the dianeter of the m crosphere, and
correspondi ngly, from about 30 to about 1 percent
percent of a binder copolymer conprising an el astoneric
pol yneri c backbone havi ng pendant high Tg pol yneric

noi eties" (page 3, line 37 to page 4, line 8).

Thus, the hollow m crosphere adhesives are defined by a
speci fic conbination of elastoneric mcrospheres and a
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specific binder copolynmer in a specified weight ratio.
Wi | st the binder copolyner of the holl ow m crosphere
adhesives is defined in the application as originally
filed by a specific type of copol ymer which has not
only an el astomeric backbone but al so pendant high Tg
polynmeric noieties, the anended claiml is not limted
in this respect but conprises any binder copol yner

i ndependent of the structure of the backbone or the
type of the pending groups (enphasis added). A
conpari son between the anended features and the above
passage of the original description thus reveals that
at least two essential characteristics of the binder
copol ymer have been om tted.

The only further disclosure of hollow polyneric

m crospheres is a cross-reference to US-A-4 994 322
(D5, page 4, line 14). The question whether information
in the cross-referenced docunent is to be considered as
formng part of the content of the application in suit
under the circunstances of the present case, can be

| eft unanswered, since that docunent does not provide
any technical information on which the generalized
feature "binder copolynmer” could be based.

D5 describes a repositionable pressure sensitive
adhesi ve conprising about 70 to about 99% of

(a) hollow, polyneric, acrylate, inherently tacky,
i nfusi bl e, solvant-insol uble, solvent-dispersible
el astonmeri c m crospheres conprising at |east one
al kyl acrylate or al kyl nethacrylate ester, a
maj ority of the m crospheres having one or nore
interior voids having a dianeter of at |east 10%
of the dianeter of the m crosphere; and
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(b) correspondingly, fromabout 30 to about 1% of a
bi nder copol ymer conprising an el astomneric
pol ynmeri ¢ backbone havi ng pendant therefrom high
Tg polyneric noieties (abstract). This definition
of the pressure sensitive adhesive is furthernore
specified in claim1l of D5 by the type of
repeati ng nononers in the backbone of the binder
copol yner and a specific Tg for the polyneric
noi ety of greater than 20°C. This definition is
consequently in accordance with the definition of
t he binder copolyner in the application as
originally filed.

Hence, the application as filed (page 3, lines 37 to
page 4, line 8) and the reference D5 cited therein
define the binder copolynmer in a nore precise nmanner
than the anended claim 1. Furthernore, the original
application does not contain any information from which
it could be concluded that the specific structural
features of the binder copolynmer could be omtted.

Therefore, singling out the anended feature "binder
copolynmer™ fromits originally disclosed context by
omtting necessary technical features, presents the
skilled person with technical information which is not
directly and unanbi guously derivable fromthe original

di scl osure.

Since claim1l of the sole request contravenes the
requirenents of Article 123(2) EPC, other formal or
substantive issues al so addressed in the above
comuni cation by the board need not to be dealt with.
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Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

C. Ei ckhoff R. Teschemacher
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