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Summary of Facts and Submn ssions

The opposition division's interlocutory decision that
t he amended European patent No. 0 544 951 net the
requi renents of the EPC was posted on 25 January 1999.

On 23 March 1999 the appellant (opponent I) filed an
appeal and paid the appeal fee, filing the statenent of
grounds on 22 May 1999.

1. The main request of the respondent (patentee) in the
appeal proceedings is for dism ssal of the appeal and
therefore corresponds to the anended version of the
patent held by the opposition division to neet the
requi renents of the EPC. This version includes the
foll owi ng cl ai ns:

"1l. Anetallic gasket (G having at | east one hole (A
t her et hr ough, the gasket conpri sing:

two bead layers (3, 4) nmade of elastic netallic
mat eri al and having around each hole (A) a pair of
superi nposed depressions (1) each in a respective one
of the bead |ayers (3, 4); and

first and second internediate | ayers (6, 8)
bet ween the bead | ayers (3, 4);

the first internediate |ayer (6) having around
each hole (A) a raised strip (7) defined by a step (9)
in the surface of the first internediate |ayer (6)
renote fromthe second internediate |ayer (8) and by a
step in the surface of the first internediate |ayer (6)
whi ch faces the second internediate |ayer (8), the two
steps (9) being in the sane direction and the depth of
the step which is adjacent to the second internedi ate
| ayer (8) being |less than the thickness of the second
internedi ate | ayer (8);
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the second internedi ate | ayer (8) having around
each hole (A a strip (11) folded back to forma spacer
| ayer (12); and

the two depressions (1) around each hole (A) being
| ocated radially outwards of the respective two strips
(7, 11) of the internediate |ayers (6, 8);

characterized in that the raised strip (7) is on
the surface of the first internediate |ayer (6) renote
fromthe second internedi ate |ayer (8);

the fol ded-back strip (11) is fol ded back between
the rest of the second internediate |ayer (8) and the
first internediate |ayer (6); and

the first internediate | ayer (6) has a hardness
value HV of 90 to 120 and the second internedi ate | ayer
(8) has a hardness value HV of 130 to 200.

2. A gasket according to claim1l, further conprising
a deformable | ayer (13) | ocated between each strip (11)
of the second internediate |ayer (8) and the rest of
the second internedi ate | ayer (8)."

Claiml of the first auxiliary request adds to claim1l
of the main request that the gasket is for a diese
engine and has a plurality of holes. Claim2 of the
first auxiliary request is the sane as that of the main
request.

There is only one claimin the second auxiliary request
and this is the sane as claim1 of the main request.

The third auxiliary request has only one claim nanely
claim1 of the first auxiliary request.

The foll ow ng docunents played a role in the appea
pr oceedi ngs:
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D1: EP-A-0 306 766

D6: JP-A-63-293 363 (cited in colum 1 of granted
pat ent)

- EP-A-0 230 804

- Drawi ng K15-241003-03, dated 2 May 1989, said to
be of N hon Metal Gasket K K

- Affidavit of Kosaku Ueta of N hon Metal Gasket
K. K., 31 August 2001

- Deci sion X ZR 87/ 95 of Deut sche Bundesgeri cht shof
of 9 Decenber 1997, paragraph bridging pages 11
and 12

| V. Al parties were summoned to oral proceedi ngs. Qpponent
Il (party as of right) did not reply to the summons
wher eas opponent I11 (party as of right) stated by
letter of 24 July 2001 that it did not intend to attend
the oral proceedings. The oral proceedi ngs took place
on 19 Cctober 2001 with the appellant and the
respondent but, in accordance with Rule 71(2) EPC,
wi t hout opponents Il and I1I1.

V. During the appeal proceedings the appell ant objected
under Article 123(2) EPC that the hardness ranges in
claim1l of the main and first auxiliary requests were
di scl osed in the description only for particul ar sheet
t hi cknesses and only in connection with the first
enbodi nent. Mreover the appellant argued that the
cl ai med gasket was an obvious nodification of gaskets
di sclosed in D1. The appellant filed evidence to prove
that the clainmed hardness ranges were commobn know edge

2699.D Y A



A/

2699.D

- 4 - T 0299/ 99

in the art and nmai ntained that there was no synergy
bet ween the gasket's configuration and its hardness
ranges.

Duri ng the appeal proceedings the respondent argued
that the clainmed hardness ranges had been di scl osed

I ndependently of particular sheet thicknesses and
inmplicitly also in connection with the second

enbodi nent. The respondent nuaintained that the clained
gasket was not an obvious nodification of the prior art
and objected to the late filing of evidence on the

har dness ranges and argued that this evidence was

i nconcl usi ve.

The parties as of right put forward no argunents during
t he appeal proceedings.

The appel | ant requested that the decision under appea
be set aside and that the patent be revoked.

The respondent (patentee) requested that the appeal be
di sm ssed and that the patent be naintai ned according
to the interlocutory decision of the opposition

di vision (main request) or that the decision under
appeal be set aside and the patent maintained on the
basis of clains 1 and 2 filed wwth the letter of

9 February 2000 (first auxiliary request) or on the
basis of solely claim1l of either the main request or
the first auxiliary request (second and third auxiliary
requests brought forward during the oral proceedings).

The parties as of right made no requests during the
appeal proceedi ngs.
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Reasons for the decision

1

2.2

2.3

2.4

2.5

2.6

2699.D

The appeal is adm ssible.

Amendnents - the main request

Claim1l of the main request consists of all the
subject-matter of the granted clains 1, 2 and 5
(original clains 1, 2 and 5) and hardness ranges taken
fromcolum 2, lines 53 to 56 of the granted
description (colum 2, lines 50 to 53 of the published
application).

Claim1 of the main request is thus nore restricted in
scope than claim1 as granted so Article 123(3) EPC is
not contravened.

Claim2 of the main request corresponds to the granted
claim3 (original claim3). It is dependent on claiml
of the main request and concerns the second enbodi nent
shown in the granted Figure 3.

The appel | ant objected under Article 123(2) EPC that
the hardness ranges in claim1l of the nain request were
di scl osed in the description only for particul ar sheet
t hi cknesses and only in connection with the first

enbodi nent .

From now on, the board will normally cite the colum
and line nunbers of the description as granted.

I dentical wording is to be found in the description as
originally filed.

Whet her the hardness ranges can be specified w thout
t he thicknesses
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2.6.1 Colum 2, lines 53 to 55 of the description as granted
states that

"I'n the first enbodi nent, a thin second internedi ate
| ayer 8 has an HV of 130 to 200 and a thickness of 0.6

mm

The hardness range and the thickness of the second
internedi ate | ayer are specified in the sane sentence
but the board considers that drafter mght just as
easily have witten that

- "The second internediate | ayer 8 has an HV of 130
to 200. The second internediate |ayer 8 has a
t hi ckness of 0.6 nm"

and that hardness and thickness were put together in
one sentence for linguistic elegance not for technica
reasons.

2.6.2 This is confirmed by the fact that the hardness of the
second internedi ate |layer (relative to the first
internmedi ate | ayer) was specified in the granted
claim4 (original claim4) with no nmention of
t hi cknesses.

2.6.3 In section 6.3 below the board finds that the
conbi nation of features in claim1 is sufficient to
solve the problemarising fromthe prior art.
Accordingly, inline with T 17/86 (not published in QJ
EPO, the hardness range of the second internediate
| ayer can be specified in claim1 of the main request
wi t hout al so specifying the thickness of this |ayer.

2699.D Y A
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Colum 2, lines 55 and 56 of the description as granted
states that

"The first internediate |ayer 6 has an HV of 90 to 120
and a thickness of 0.6 mm"™

The reasoning set out in section 2.6.1 to 2.6.3 above
applies nmutatis nutandis also for the first
i nternedi ate | ayer.

Thus the hardness range of each of the first and second
internedi ate | ayers can be specified in claim1 of the
mai n request w thout al so specifying the thickness of
each of these |ayers.

VWhet her the hardness ranges were disclosed only in
connection with the first enbodi nent

Lines 45 to 52 of colum 2 of the description as
granted describe both the first and second enbodi nents.
Colum 2, line 53 to colum 3, line 14 describing the
first enbodinent is followed by colum 3, lines 15 to
24 describing the second enbodi nent.

The respondent argued that the drafter of a patent
application woul d describe the first enbodinent in ful
detail but for the subsequent enbodi nents would only
describe the features which differed fromthe precedi ng
enbodi nent. Thus, in the respondent's view, the
description of the second enbodi nent expl ai ned the
different thickness of the second internedi ate | ayer 8
but, since it did not specify the latter's hardness
range, this would be taken by the skilled person to be
the sane as for the first enbodinent. Simlarly since
t he hardness range was not specified for the first
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internmedi ate | ayer 6 of the second enbodi nent, it would
be the sane as that given for the first enbodi nent.

The board sees sone logic in the respondent's reasoning
but this reasoning is not wholly supported by the cited
passages in the description. Thus the step height for
the second enbodinent is given in colum 3, line 22 of
the description as granted even though the sane hei ght
was al ready given for the first enbodinment in colum 2,
line 57. Moreover, lines 22 to 24 of colum 3 state
that the "layers 6, 8 are assenbled in the sane way as
for the first enbodi nrent” whereas this statenent woul d
be unnecessary if the respondent's view were correct.

Thus the board cannot unreservedly accept that the
hardness ranges of the first and second enbodi nents are
t he sane.

Mor eover, the behaviour of the assenbly of the second
internedi ate | ayer 8 and the additional soft |ayer 13
of the second enbodi nent woul d be expected to be
different to that of the second internedi ate | ayer 8 of
the first enbodi nent. Accordingly the board is not

convi nced that the skilled person would assune that the
hardness range of the second internedi ate | ayer 8 would
be the sane in the two enbodi nents.

The board's doubts on the allowability of applying to

t he second enbodi nent the hardness ranges explicitly
given for the first enbodi nent cannot be resolved in
the respondent's favour. As explained in section 2.2.2
of T 383/88 (not published in the OQJ EPO), the standard
to be applied when deciding the allowability of
anmendnents under Article 123(2) EPC is not the standard
of "bal ance of probability" but the nore rigorous
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standard of "beyond reasonabl e doubt™.

Caim2 of the nmain request includes the hardness
ranges of claiml of the main request but is directed
to the second enbodi nent for which said hardness ranges
were not originally disclosed. Therefore claim2 of the
mai n request is unall owable under Article 123(2) EPC

Mor eover the second enbodi nent cannot be all owed to be
present in the description and drawi ngs since it would
wongly inply that this enbodi nent has the hardness
ranges specified in claiml1l of the main request. The
del etion of the second enbodi nent is necessitated by
the lack of disclosure in the original application and
has nothing to do with the scope of the independent
claim

Thus the main request is unall owabl e.

The first auxiliary request

The reasoning in section 2.7 above applies equally to
the first auxiliary request whose claim 2, description

and drawi ngs are the sane as those of the nmain request.

Therefore also the first auxiliary request is
unal | owabl e.

Amendnents - second auxiliary request

There is no claim2 in the second auxiliary request and
t he second enbodi nent has been excised fromthe
description and drawi ngs. The sole claimof this
request is the same as claim1l of the main request.
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Sections 2.1, 2.2 and 2.6.5 above also apply to claim1
of the second auxiliary request. Mireover it is not

di sputed that the hardness ranges in claim1l of the
second auxiliary request were disclosed in connection
with the (first) enbodi nent.

The description and drawi ngs for the second auxiliary
request differ fromthose as granted nerely by
acknow edgenment of the prior art, adaptation to the
cl ai mand by excision of the second enbodi nent.

Accordi ngly the board concl udes that the patent version
according to the second auxiliary request does not
contravene Article 123 EPC

Novelty - second auxiliary request

The board is satisfied that none of prior art docunents
on file discloses a netallic gasket with all the
features of the sole claimof the second auxiliary
request. This was not disputed by the parties in the
appeal proceedings.

The subject-matter of the sole claimof the second
auxiliary request is thus novel within the neaning of
Article 54 EPC

Cl osest prior art, problemand solution - second
auxi liary request

The parties and the board agree that the gasket shown
in Figure 2 of D1 is the closest to the present

i nvention and has the features of the pre-
characterising portion of claiml of the second
auxi |l iary request.
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The cl ai ned gasket differs fromthat of Figure 2 of D1
in tw ways, firstly in configuration (see the first
four lines of the characterising portion of the claim,
i.e.

a. that the raised strip (7) is on the surface of the
first internediate |ayer (6) renote fromthe
second internediate | ayer (8); and

b. that the fol ded-back strip (11) is fol ded back
between the rest of the second internediate | ayer
(8) and the first internediate |ayer (6);

and secondly by the hardness ranges (see the last two
lines of the claim.

The board considers that the problemfacing the skilled
person when starting fromthe gasket shown in Figure 2
of DL is to inprove its sealing by balancing the
stresses in the internmedi ate | ayers to reduce cracking
or breaking around the hole portions and that this
problemis solved by the features of claim1l of the
second auxiliary request (see also colum 2, lines 13
to 16 of the granted description).

I nventive step - second auxiliary request

Referring to the configuration of the gasket as defined
by the claimof the second auxiliary request, as stated
in section 6.2 above Figure 2 of D1 does not disclose
features a and b.

The board cannot accept the appellant's argunent in
section Il of the statenent of grounds that Figure 4 of
D1 discloses feature a. It is clear fromthe claimthat
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the first internediate layer is the internedi ate |ayer
wi t hout the fol ded back strip, thus the first
internmedi ate | ayer on Figure 4 is nunbered 42 and has
no raised strip at all

The appel |l ant argued that Figure 4 and 5 of D1

di scl osed part of feature b and it was sinply that the
internedi ate plate 42 in Figure 4 and the second
internediate plate 54 in Figure 5 did not reach over
the fol ded back strip on the conpensation plate 12,
this being an obvious nodification.

The board notes that the non-overl apping of the
internmedi ate plate 42 or 54 on the folded back strip on
the conpensation plate 12 in Figure 4 or 5 was a

del i berate choice, see D1, colum 9, lines 35 to 43 and
the gap C1 on Figure 4 and colum 10, lines 22 to 32
and the gap C2 on Figure 5.

If this were to be changed then there would need to be
a further nodification, nanely the internedi ate plate
42 or 54 would need to be stepped, and the effect of
the symmetry of h3 = h4 (see D1, colum 9, lines 52 to
55) or h5 = h6 (see colum 10, lines 46 to 49) would be
| ost. The board considers that the internedi ate pl ate
42 or 54 in Dl stops short of the conpensation plate 12
precisely in order that the forner does not need to be
st epped.

If the second internediate plate 42 or 54 were nade to
overl ap the conpensation plate 12 then, when the gasket
i's conpressed, the peripheral edge portion 4e of the
first base plate 4 would contact the inner edges of
second internedi ate plate 42 or 54 and not the inner
edges of the conpensation plate 12. The appel | ant
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argued that extending the second internediate plate 42
or 54 woul d be obvious but the board notes firstly that
this change would alter the whole way in which the
gasket functioned and so would not be perfornmed as a
matter of course by the skilled person, and secondly
that, in order to be guided in an obvious way to a

nodi fication, there should be an indication in the
avai l abl e prior art to solve the above nentioned
problemw th respect to the internediate | ayers. No
such indication is to be found in the description of

t he enbodi nents of Figures 2, 4 and 5 of D1. To suppose
that the skilled person would act otherw se would be
the result of an ex-post-facto anal ysis.

It will be seen that in D1 the internediate plate is
stepped only if it is sandwi ched by the conpensati on
plate 12 (see Figure 2, 3 and 5).

Mor eover by arguing that it would be obvious to nodify
t he gasket of Figure 4 of D1, the appellant has changed
the starting point fromthe gasket of Figure 2 of D1
whi ch the parties and the board considered to be the

cl osest state of the art.

The appel | ant added that it was known e.g. from
Figure 2 of D1, for the unfolded (i.e. first)
internmedi ate | ayer 10 to extend over the whole area of
the folded (i.e. second) internediate |ayer 12.

However this is not wholly correct since in Figure 2
the lateral extent of the second internediate |ayer 12
Is nmore than that of the first internediate |ayer 10
and nmust be so because layer 12 is fol ded around | ayer
10.
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The appel | ant nai ntai ned that whether one constructed
the internedi ate el enent (which consists of the two

i nternmedi ate | ayers) according to Figure 2 of D1 or
Figure 4 of D1 or Figure 2 of the present patent was a
desi gn questi on whi ch depended on how wi de the gap was
that was to be filled in the engine and so how thick
the internediate elenent was to be and how thick the
two internediate | ayers were to be.

The board considers however that the skilled person
with D1 in front of him already has a nunber of gaskets
to fill various engine gaps and, if he wanted to fil

ot her gaps, then he woul d adapt these known gaskets by
changi ng the nunber of and thicknesses of the
internmedi ate | ayers (see e.g. D1, colum 9, lines 12 to
18). The board sees nothing in D1 or in the skilled
person's technical know edge that would | ead himto the
gasket according to the present invention.

The appel |l ant pointed out that a relatively thick |ayer
was not easily folded on itself because the bend radi us
was too small and there was a risk of cracks. Therefore
t he appell ant naintained that the skilled person would
tend to fold a thicker Iayer around the unfol ded | ayer
but to fold a thinner internediate |ayer on itself
(which the skilled person woul d do because then only
the individual |ayers were to be put one on the other).

This view is however not borne out by D1 where the
conpensation plate 12, 112, whether folded around the
ot her internediate | ayer 10, 52, 110 (Figs. 2, 3, 5 and
8 to 10) or folded on itself (Figs. 4 and 6), is drawn
with the sane thickness. Wiile the Figures are of
course not to scale, they inply that the drafter of D1
paid no attention to the thickness of the conpensation
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plate 12 when deciding how to bend it.

An inportant consequence of the construction of the
present invention is that, when the gasket is
conpressed, the inner edge of one of the bead | ayers 3
or 4 contacts the first internediate |ayer 6 and the

i nner edge of the other bead | ayer contacts the second
internmedi ate | ayer 8 (the conpensation plate). On the
ot her hand, when the gaskets of Dl are conpressed, the
i nner edges of both bead | ayers contact the
conpensation plate (see Figs. 3 and 9 of D1).

Thus the board finds that the configuration of the
gasket defined by the claimof the second auxiliary
request is not obvious to the skilled person reading D1
(Articles 52(1) and 56 EPC).

In addition to the configuration, the claimalso
speci fies hardness ranges for the internedi ate | ayers
(in the last two lines of the claim.

The appel | ant argued that there was no synergy between
this configuration and these hardness ranges. Moreover
the appellant cited D1, D6, decision X ZR 87/95 of

Deut sche Bundesgeri chtshof of 9 Decenber 1997, draw ng
K15-241003-03 and an affidavit of Kosaku Ueta (and al so
offered himas a wtness) to show common know edge in
the art of the specified hardness ranges and to back up
the argunent that the skilled person without needing to
be inventive would be in a position to choose hardness
val ues corresponding to those in the claim

However since the configuration taken on its own woul d
not be obvious to the skilled person, the board does
not need to exam ne what the hardness ranges add to the



Or der

- 16 - T 0299/ 99

rest of the claim

The patent nmay therefore be naintai ned anended, based
on claim1l of the second auxiliary request, the anended
description and the anmended draw ngs.

It is therefore unnecessary to consider the appellant's
third auxiliary request.

for these reasons it 1s decided that:

1. The deci si on under appeal is set aside.
2. The case is remtted to the first instance with the
order to maintain the patent in the follow ng version
- claim1l of the second auxiliary request,
- description pages 1, 2 and 2a as well as colum 2,
line 45 to colum 3, line 58, and
- Figures 1 and 2,
all filed during the oral proceedings.
The Regi strar: The Chai r man:

2699.D
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G Magouliotis C. Andries
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