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Summary of Facts and Submn ssions

1626.D

Eur opean patent No. 0 521 143 based on the PCT
application US 92/00428 was granted on 2 April 1997. By
a decision dated 14 January 1999 the Qpposition

Di vi sion decl ared i nadm ssi ble the opposition filed by
t he Appell ant as opponent against this patent on

31 Decenber 1997.

| ndependent clains 1 and 9 as granted related to a burn
dressi ng product and clains 10 and 11 to a nethod of
preparing the burn dressing product of clains 1 and 9,
respectively.

The Appel |l ant based its opposition solely on | ack of
novelty and | ack of inventive step of the clained
product and the clainmed nethod of preparing the product
in respect of a product called the "Burnshield" burn
dressing and of a substantially identical Australian
product .

The Qpposition Division considered that the opposition
did not contain a sufficiently specific and clear

i ndication of the date and | ocation of the alleged
sal e, nor of the actual subject of that sale, nor of
the actual conposition of the sold "Burnshield"
product. In particular, no proof for the allegations
had been submtted, nor was it indicated which facts
the evidence nentioned was intended to prove.

The Appellant filed an appeal against this decision and
pai d the appeal fee on 12 March 1999. The statenent of

grounds of appeal was filed on 18 May 1999.

He requested that the decision of the Opposition
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Di vision be set aside, that the Qpposition be declared
adm ssi ble, that as a consequence the case shoul d be
remtted to the Opposition Division for further

exam nation of its nmerits and that the appeal fee
shoul d be rei nbursed on the grounds of gross procedura
errors on the part of the Opposition D vision.

Provi sionally oral proceedi ngs were requested.

The Respondent replied to the appeal on 4 February
2000, requesting rejection of the appeal.

The Board sunmoned the parties to oral proceedi ngs on
23 January 2001 and sent with the sumons a

comruni cation to the parties according to Article 11(2)
of the Rules of Procedure of the Boards of Appeal,
setting out its prelimnary opinion that the opposition
appeared to be inadm ssible for insufficient indication
of the facts, evidence and argunents related to the
prior sale (Rule 55(c) EPC).

Wth letter of 8 January 2001 the representative of the
Appel lant notified the EPO that his client did not w sh
to be represented at the oral proceedings. No comnments
were raised on the position taken by the Board.

Ther eupon the oral proceedings were cancelled by the
Boar d.

The Appellant's argunments can be summari sed as foll ows:

For conpliance with the requirenents of Rule 55(c) EPC
the notice of opposition need only contain a statenent
of the extent to which the European patent is opposed

and of the grounds on which the opposition is based as
wel |l as an indication of the facts, evidence and

argunments presented in support of these grounds. In its
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opi nion the notice of opposition clearly provided
sufficient indication of the facts, evidence and
argunents.

The notice of opposition itself stated that the
"Burnshi el d' product in question had been sold since
the 1980's by the conpany Levtrade International and
its predecessors intitle in South Africa and
subsequently in Europe, Antarctica, the USA, India and
South East Asia. A substantially identical product
originating from Australia had been exploited
commercially concurrently with the "Burnshield' product
prior to 1990. The specific conposition and the nethod
of preparing of the "Burnshield" product had been set
out as well.

Annexed to the notice of opposition were two copies of
"Burnshi el d' product |abels and a copy of a certificate
of registration of the "Burnshiel d/ Brandskerni trade
mar k. Form 2300 used for the notice of opposition
mentioned "Qther evidence will be filed at a |l ater

date. Evidence of identity of Burnshield product and
Australian product and proofs of sale.”

The notice of opposition further contained an

i ndi cation of the evidence which the Appell ant
requested to be allowed to file after expiry of the
opposi tion peri od:

(1) An affidavit by a duly authorised person of the
conpany Levtrade International (Pty) Limted
with regard to its Burnshield product;

(1) Techni cal reports regarding the Burnshield
product frominternationally recognised research
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| aboratories;

(1ii) Proof of prior sales constituting prior use of
the invention as clained in the clains of the
above European patent.

(i1v) Sanpl es of the Burnshield product”

The Respondent argued that the notice of opposition did
not fulfil the requirenent of substantiation in respect
of the object, the date as well as the circunstances of
the alleged prior sale. The indication of the evidence
to be supplied subsequently was not specific enough to
enabl e the Patentee and the Qpposition Division to
exam ne the alleged ground for revocation w thout
havi ng recourse to i ndependent inquiries. Therefore it
al so could not help in rendering the opposition
adm ssi bl e.

Reasons for the Deci sion

1

2.2

1626.D

The appeal is adm ssible

Request for oral proceedings

The Appellant, with the statenent of the grounds of
appeal, had requested oral proceedings. In his letter
of 8 January 2001 the representative of the Appellant
notified the Board that the Appellant did not wish to
be represented at the oral proceedings set for

23 January 2001 and that it stood by the witten
subm ssi ons previously provided.

The Appellant, Levtrade International (Pty) Limted, is
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a legal person with its principal place of business
wWithin the territory of South Africa, which is not one
of the contracting states to the EPC. According to
Article 133(2) EPC the Appellant therefore should be
represented by a professional representative in al

pr oceedi ngs.

Under these circunstances the Appellant cannot act on
its own in oral proceedings and the Board therefore
concludes that the letter of the Appellant of 8 January
2001 is effectively a wwthdrawal of the auxiliary
request for oral proceedings.

Adm ssibility of the opposition

One prerequisite for an opposition to be admssible is
that at |east for one ground of opposition there is an
i ndi cation of the facts, evidence and argunents
presented in support of that ground (Rule 55(c) EPC).

According to the established case | aw of the Boards of
Appeal in case of prior public use the requirenents of
Rule 55(c) EPC will only be satisfied if there is
sufficient indication of the relevant facts, evidence
and argunents so that the Opposition D vision (and the
patent proprietor) are able to properly understand the
reasoning and the nerits of the Opponent's case in
relation to the grounds of opposition (see T 222/85, QJ
1988, 128). The Opposition D vision should be able to
determne the follow ng details of the prior use:

what was made avail able to the public when and under
whi ch circunstances (see e.g. T 328/87, QJ 1992, 701
and T 522/94, QJ 1998, 421).
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In its comrunication the Board had expressed its

opi nion that for the circunstances under which the
prior sale allegedly took place there was no sufficient
i ndi cation of the relevant facts, evidence and
argunents.

The circunstances of a sale of a product involve the
questions: who sold the product to whom where and
under which conditions. The consistent practice of the
Boards of Appeal regarding prior use by sale of a
product is that a single sale suffices for public
availability of the product sold, provided that the
reci pi ent of the product was not bound by
confidentiality. Thus, if prior sale of a product is
al | eged to have taken place, an indication of the
absence of confidentiality nust be given as well, or
ci rcunst ances nust be apparent fromwhich it can be
concl uded that confidentiality is not an issue.

The notice of opposition does not nention which parties
were involved in the all eged sal es and under which
circunstances the latter took place. The annexed copies
of the product |abels are not related to any particul ar
sale, therefore do not provide further information on
this question. The sane applies to the annexed copy of
the certificate of registration of the

"Bur nshi el d/ Brandskernt' trademark. The question of
confidentiality is nowhere addressed.

The Appel |l ant pointed out that the notice of opposition
further contained the indication that (only the
passages possibly relating to the question of the

ci rcunstances of the alleged sale are repeated here):

(1) An affidavit by a duly authorised person of the
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conpany Levtrade International (Pty) Limted
wWth regard to its Burnshield product;

(1) e

(1ii) proof of prior sales constituting prior use of
the invention as clainmed in the clainms of the
above European patent

(V) e "

woul d be filed later, after expiry of the opposition
period, with the approval of the Qpposition D vision.

The Appellant cited decision T 538/ 89 (not published)
in support of his contention that the material supplied
and the evidence indicated was sufficiently
conprehensible for the skilled person to allow an

exam nation of the substantive nerits of the opposition
to be initiated.

However, the circunstances governing the case of

T 538/89 differ fromthose of the present case in that
a specific witness was naned for the date and pl ace of
prior use and that specific evidence in the form of
drawi ngs and a spare parts |list were provided, which
directly related to the subject of the prior use and
the circunstances of its availability to the public.

In the present case it is not even clear fromthe above
listing whether the affidavit relates to the prior sale
of the Burnshield product at all, nor which person is
providing the affidavit, nor which facts will be

di scussed therein. In relation to the prior sale the
listing does not nention which specific neans of
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evi dence (invoices, bills, names and addresses of
buyers or retailers) would be submtted on request of
the Opposition Division (see in this respect T 328/87,
Q) 1992, 701, point 3.3.3 of the reasons).

The less facts that are given in the notice of
opposition about the circunstances of a prior use, the
nore specific the indication of further evidence has to
be to avoid the conclusion that the prior use is based
on a nere allegation.

In the Board's judgnment the notice of opposition and
its annexes therefore do not sufficiently specify the
evidence to be provided nor the facts this evidence is
purported to prove in relation to the circunstances of
the prior sale so as to fulfil the requirenents of
Rul e 55(c) EPC

Since the circunstances of the alleged sale of a
"substantially" identical Australian product have been
di scussed in the notice of opposition to an even | esser
extent than those for the "Burnshield" product, that
all eged prior use lacks sufficient indication within
the nmeani ng of Rule 55(c) EPC as wel|.

The sane applies to the nethod of preparing the
"Burnshi el d* product allegedly carried out by the
Qpponent. The notice of opposition does not contain any
i ndi cation of facts or evidence regarding the

ci rcunst ances under which this nmethod m ght have been
made avail able to the public.

The Appellant argued that it was unrealistic of the
Qpposition Division to require precise details of the
nature of the confirmatory evidence. If such precise
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details had been available at the tine of filing the
opposition, the rel evant evi dence woul d have been fil ed
Wi th the opposition. In fact the Appellant had very
little tinme to prepare the opposition and had provi ded
the information it had to the best of its know edge and
had offered further evidence upon invitation of the
Qpposition Division.

The Board considers that the period for opposition

(9 nonths) provides anple opportunity for conpetitors
to review the patents granted in their technical field,
for collecting the necessary information and for
bui | di ng a reasoned case agai nst a patent which one
consi ders shoul d not have been granted. It is up to the
Qpponent to deci de when the notice of opposition is
filed, that does, however, not alter the fact that at
the expiry of the period for opposition the indication
of facts, evidence and argunents should fulfil the
requi renments of Rule 55(c) EPC

Procedural matters

The Appellant further contended that the Opposition
Di vi si on shoul d have invited the Appellant to furnish
the evidence it had referred to.

The notice of opposition nust fulfil the requirenents
of Rule 55(c) EPC at the expiry of the nine-nonth time-
limt for opposition; the OQpposition Division is not
required to notify deficiencies in this respect to the
Opponent (Rule 56(1) EPC).

In fact, the tine limt for filing the opposition
expired on 2 January 1998. The notice of opposition was
filed by fax on 31 Decenber 1997. Even if the
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Qpposition Division would have wi shed to notify the
Appel | ant of the deficiencies, it could not have done
so before expiry of the opposition period, due to the
fact that on 31 Decenber (New Year's Eve) and 1 January
(New Year's Day) the EPO is closed.

It is the consistent case | aw of the Boards of Appea
that the docunments or other neans constituting the

evi dence relating to an opposition may be fil ed
subsequently, after expiry of the period for opposition
(see T 538/89, point 2.6 of the reasons). However, that
can only count for an opposition that is adm ssible,
i.e. one in support of which the facts, evidence and
argunents are sufficiently indicated within the
opposition period in accordance with Rule 55(c) EPC

As the Opposition Division correctly considered the
noti ce of opposition deficient in respect of the facts
and evidence relating to the circunstances of the prior
use, there was no reason to invite the Appell ant
pursuant to Rule 59 EPC to file the evidence
subsequently, within atinme limt set by the EPO
either. This is all the nore so when the notice of
opposi tion does not specify what actually constitutes
the rel evant evidence. Inviting the Qpponent, after
expiry of the opposition period, to file such nateri al
woul d be equivalent to starting up independent
enquiries by the Opposition Division itself, and in
effect would prolong the period of opposition beyond
the 9-nonth limt, to the detrinent of the patent
proprietor.

The Appell ant al so argued that the Opposition Division
had i ssued the decision ruling the opposition
I nadm ssi bl e, wi thout seeking the views of the
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Appel | ant .

I nsofar as this anmpbunts to an objection that the
requi renents of Article 113(1) EPC (the right to be
heard) are not fulfilled, the Board comes to the
foll ow ng concl usi on:

The Respondent replied to the opposition on 16 June
1998, questioning explicitly its admssibility for |ack
of substantiation. This was communi cated by the EPO to
the Appellant on 10 August 1998. The 5 nonths that

el apsed between this conmmunication and the issue of the
cont ested deci sion, which was based on the sane
reasoni ng as produced by the Respondent, gave the
Appel | ant anpl e opportunity to present its coments.

The requirenments of Article 113(1) EPC are thus al so
fulfilled (see T 582/95, not published).

Summari zing, the Board cones to the conclusion that at
the expiry of the opposition period the notice of
opposition was deficient in respect of the indication
of facts and evidence relating to the circunstances of
the prior sale. The OQpposition Division therefore acted
correctly in finding the opposition deficient as
regards the requirenents of Rule 55(c) EPC. The notice
of opposition is therefore inadm ssible (Rule 56(1)

EPC) .

Request for reinbursenment of the appeal fee

The Appel |l ant argued that the OCpposition Division was
wrong both in fact and in | aw when finding the
opposition inadmssible, it had conmtted gross
procedural errors and therefore it would be equitable
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to rei nburse the appeal fee.

6.2 It is a condition for rei nbursenent of the appeal fee
that the appeal be allowed (Rule 67 EPC). However, that
IS not possible for the reasons pointed out above.

6.3 Further, as indicated above, the decision need not be
set aside for a substantial procedural violation on the
part of the Opposition Division such as not observing
the right to be heard (Article 113(1) EPC) or not
abi ding by the Rules of the Inplenenting Regul ations,
such as Rule 59 EPC.

The issues involved in the present case of

adm ssibility are basically related to questions of
judgi ng and evaluating the facts (see point Il and

points 3.1 to 3.7) rather than being of a procedura
nat ure.

O der

For these reasons it is decided that:

1. The appeal is dism ssed

2. The request for reinbursenent of the appeal fee is
ref used.

The Regi strar: The Chai r man:

1626.D Y A
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