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Summary of Facts and Subm ssi ons
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Eur opean patent No. 0 303 740 was granted on the basis
of European application No. 87 202 037.5, which itself
was filed as a division of the earlier patent
application No. 83 307 592.2 (publication

No. 0 112 163).

An opposition founded on grounds under Article 100(a),
(b) and (c) EPC was filed against the patent, and | ater
wi t hdrawn by the opponent.

The Opposition Division after the withdrawal of the
opposition continued the procedure of its own notion
and i ssued an interlocutory decision, in which it ruled
that the patent could not be naintained as granted, on
the ground that dependent claim3, as considered in
conbination with claim1 inplied technical matter

ext endi ng beyond the content of the originally filed
docunents. Caim3, which in the granted version
specifies that "the cable conprises an outer tubul ar
menber"” in conbination with the statenents in claim1l
that the cable is |located externally around a high

vol tage conductor and that it |eaves the conductor at a
given location fromwhich it extends freely through the
at nosphere to earth, was in particular held to extend
beyond the disclosure in the original application
docunents of a cable being disposed within a tubul ar
menber only between the stress-controlling nmeans and
earth potential. Fromthe original application
docunents it was also clear that the cable itself, as
di sposed al ong the conductor, did not include a tubular
menber (see point 2.1 of the Reasons).
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Accordingly, the patent was naintained in an anmended
form w thout dependent claim 3 as granted nor claimi4
directly appended thereto, and with a description so
anended as to express that the enbodi nents conprising
an external protective tubing for the cable between the
stress-controlling neans and earth potential did not
fall within the scope of the clains.

The appel |l ant (proprietor of the patent) |odged an
appeal against the interlocutory decision, requesting
that the patent be nmaintained in anmended form with a
set of clains corresponding in substance to the set

al l oned by the Opposition Division, but conprising
agai n dependent clains 3 and 4 as granted, a dependent
claim 10 al so anended so as to correspond to dependent
claim 12 as granted and an anended descri ption.

Caiml1l, the only independent claimof the set of
clainms in accordance with the appellant's request, and
dependent clains 3, 4 and 10 read as foll ows:

"1l. An assenbly conprising a high voltage conductor
(16,62,30) and a fibre optic cable (18,64) |ocated
externally along the conductor so that it is
subject to the electrical field thereof,
characterized in that said fibre optic cable
| eaves the conductor at a given location to extend
freely through the atnosphere to earth, said fibre
optic cable having a substantially non-tracking
outer jacket (52), a non-netallic strengthening
menber, one or nore fibre optic elenments and a
conpati ble protective filler, wherein the filler
el imnates the existence of significant elongate
voids within the cable, the jacket being nade from
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a material so as to carry any | eakage current to
earth, said assenbly further conprising

el ectrically-conductive stress control neans at
said given location and through which the fibre
optic cabl e passes, said stress control neans
havi ng an outl et through which the fibre optic
cable | eaves, to extend to earth, the fibre optic
cabl e being spaced fromthe outlet so that any
electrical stress on the fibre optic cable arising
fromthe electric field produced by the conductor,
is substantially insufficient to cause danmage to
the fibre optic cable.

3. An assenbly according to Caim1 or Claim 2,
characterized in that the cable conprises an outer
t ubul ar nenber (22).

4. An assenbly according to Caim3, characterized in
that the tubular nenber is convol uted, and/or has
a shedded outer surface.

10. An assenbly according to any preceding claim
characterised by a second stress control neans
(74 - Fig. 5) located on the fibre optic cable
where the cabl e approaches or reaches a nmuch | ower
potential than that at the conductor."”

I n support of his request, the appellant essentially
submtted that there was a clear basis in the
application docunents as originally filed for a fibre
optic cable taking one formas it is wound round the
conductor and a second form nanely with a protective
tubul ar nenber as shown for instance in Figure 6, as it
| eads through the atnosphere fromthe conductor to
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earth. The clainms were therefore consistent with, and
supported by the application docunents as originally
filed.

Reasons for the Deci sion

0829.D

The appeal neets the requirenents of Articles 106 to
108 and Rule 64 EPC. It is adm ssible accordingly.

Procedural matters

The patent was mai ntained i n an anended form by
deci sion of the Cpposition Division, and the patentee
was the sole party to appeal against the deci sion.

According to the ruling of the Enlarged Board of Appea
in decisions G 9/92 and G 4/93 (both in QI EPO, 1994,
875), if the patentee was sol e appell ant agai nst an

i nterlocutory decision maintaining his patent in
anended form the board of appeal cannot chall enge

mai nt enance of the patent as so anended.

The only independent claimin accordance with the
appel l ant's present request and nost of the dependent
clainms correspond to clains al ready consi dered

al | owabl e by the Opposition Division. Their
allowability therefore is not an issue of the present
procedure, because contesting it would anpbunt to
chal | engi ng al so mai ntenance of the patent as anmended
by the Opposition D vision.

For these reasons, the scope of the present appea
procedure is confined to exam ning the allowability of
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those clains in accordance with the appellant's
request, which have not yet been considered all owabl e
by the Opposition Division, nanely dependent clains 3
and 4 which had no counterpart in the set of clains

al l owed by the Opposition D vision, and dependent
claim 10 which as conpared to the correspondi ng
dependent claim8 allowed by the Opposition Division no
| onger conprises the statenent that the second stress
control neans defined there "acts as an earth | eakage
current collector”.

3. Dependent clains 3 and 4

3.1 Dependent claim3 is directed to an assenbly accordi ng
toclaim1 or 2, characterised in that the cable
conprises an "outer tubular nenber". Dependent claim4
is directed to an assenbly according to claimS3,
characterised in that the tubular nenber is convol uted
and/ or has a shedded outer surface.

Claim1 for its part specifies that the optic cable
| eaves the conductor to extend freely through the

at nosphere to earth, and that it has a substantially
non-tracking "outer jacket".

Thus, the "outer tubular nmenber” of the cable as set
out in claim3, and which is convol uted and/ or has a
shedded outer surface as is set out in claim4, when
these clains are read in conmbination wwth claiml to
whi ch they are appended, can only consist in the "outer
jacket" of the cable, which extends freely through the
at nosphere fromthe conductor to earth.

Both the parent application and the divisional
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application on which the present patent is based in the
Board's opinion conprise enbodi nents in which the outer
jacket of the cable is constituted by a tubul ar nenber,
for exanple a heat-shrinkable sleeve internally seal ed
or adhered to the optical cable or a shedded jacket
integrally formed about the cable (see the second

par agr aph of page 15, the paragraph bridgi ng pages 20
and 21 and Figures 5a and 5b of the identical versions
of the parent application and of the divisiona
application as originally filed).

The original application docunents al so acknow edge
that such optical cable with an integrally forned
shedded outer jacket was known in the prior art from
docunent US-A-3 746 424, but in an assenbly in which it
did not extend externally of the conductor so as to be
subject to its electric field (see the first paragraph
on page 15).

For these reasons clains 3 and 4 as appended to claim1l
do not in the Board' s opinion extend the subject-nmatter
of the patent beyond the content of the divisiona
application or of the earlier application as filed, and
the ground for opposition nentioned in Article 100(c)
EPC does not prejudice their maintenance in the patent
accordi ngly.

As far as clainms 3 and 4 benefit fromthe sane
effective filing date as claim1 to which they are
appended, the patentability of their subject-matter
directly follows fromthe patentability of the subject-
matter of claim1, which is not an issue in the present
procedure (see point 2 supra).
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Concerning claim4, the opponent in his notice of
opposition submtted that it could not benefit fromthe
claimed priority date, since the priority applications
di d not disclose any shedded tubing. The claim
therefore was anticipated by an all eged prior public
use by the patentee's predecessor to the rights to the
pat ent .

Fol |l owi ng the withdrawal of his opposition, the
opponent is no longer party to the proceedings. In view
of the expectable difficulty of ascertaining the

al l eged prior use wthout the opponent's cooperation,

t he Board decides not to examne the facts of its own
notion, in conformty wth the established case | aw of

t he Boards of Appeal (see the decision T 34/94 referred
to in the case | aw of the Boards of Appeal of the

Eur opean Patent O fice, 3rd Edition, page 475).

Dependent cl ai m 10

Dependent cl ai m 10, which corresponds to dependent
claim 12 of the clains as granted, defines an assenbly
according to any preceding clains, characterised by a
second stress control neans (74-Figure 5) |ocated on
the fibre optic cable where the cabl e approaches or
reaches a nmuch | ower potential than that at the
conduct or.

The opponent in his notice of opposition raised an

obj ection against this claimunder Article 100(b) EPC
submtting that the specification in conjunction with

Figures 5 and 6 only showed an earthing clanp 74, the

description failing to give any indication how such an
earthing clanp 74 would act as a stress control neans
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in addition to earthing the bottomof the optica
cabl e.

In the Board's opinion, however, the housing 74, which
is explicitly said in the description to serve as a
stress control arrangenent (see colum 6, lines 7 to
12) clearly constitutes the "second stress contro
nmeans"” |ocated at the |ower potential end of the
optical cable in the sense of claim1l0, and it is
illustrated in Figure 5 and described in the
correspondi ng portion of the specification (see

colum 8, lines 14 to 40) in a sufficiently detail ed
manner to allow easy reproduction by the skilled
person. The ground for opposition under Article 100(b)
does not therefore prejudice nmaintenance of claim110 in
its present form

The Qpposition Division in this respect apparently
insisted that the claimbe anmended to clarify that the
second stress control neans "acts as an earth | eakage
current collector”. Lack of clarity under Article 84 is
not however a ground for opposition, and such objection
could be raised at the present stage of the appea
procedure only if the alleged |ack of clarity resulted
from anendnents brought to the patent docunents. This
IS not the case here since the present version of
claim10 is the sane as that of claim 12 as granted.

The opponent in his notice of opposition suggested that
the subject-matter of this dependent claimwas al so
antici pated by the prior use already invoked in
connection with claim4. This question wll not be

I nvestigated by the Board, for the reasons set out
under point 3.2 supra.
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Descri ption

Finally, the description was anmended to bring the
statenment of the invention in line wth the anended
claim1, and to excise variants no | onger covered by
the claim in particular those conprising a conductive

outer jacket and those devoid of any protective filler.

As conpared to the version of the description

consi dered al |l owabl e by the Qpposition Division the
present version no |onger conprises the statenents that
the assenbly shown in Figure 3 did not fall within the
scope of the clains and that Figure 6 was included for
conpar ati ve purposes, which al so suggested that the
enbodi nent of Figure 6 was not in accordance with the

i nventi on.

I n both enbodi nents, further nmechanical protection is
provi ded about the optic cable as it |eaves the

el ectrically-conductive stress control neans (see
colum 7, lines 46 to 50). The Opposition Division
contested that, in these enbodinents, the fibre optic
cable | ocated externally along the conductor extended
freely through the atnosphere to earth within the
nmeani ng of i ndependent claim 1.

Assessnent of the consistency of the description and
clainms, and thus of the conpliance of the clains with
the requirenents of Article 84 and Rule 27(1)(c) EPCis
i ndeed an inportant aspect of the exam ning procedure.
The opposition procedure, in particular where

wi t hdrawal of the opposition |eaves the proprietor of
the patent as the only party, does not however
constitute a continuation of the exam nation



- 10 - T 0290/ 99

proceedi ngs, offering a further opportunity to dea
With issues which - like in the present instance -
neither relate to grounds of opposition, nor result
from anendnents brought to the patent in order to
overconme such grounds.

The Board therefore would not in the present
ci rcunstances insist on any further adaptation of the
description under Article 84 EPC

6. For the above reasons, the patent can be naintained in
accordance with the appellant's request.

O der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the first instance with the
order of mmintaining the patent in anended formw th
the foll owi ng docunents:
Clains 1 to 10, colums 1 to 9 of the description and
Figures 1 to 6, as annexed to the appellant's letter of
3 June 1999.

The Regi strar: The Chai r man:
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P. Martorana E. Turrini
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