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Summary of Facts and Subm ssi ons

The appeal is fromthe decision of the Opposition
Division to maintain European patent No. 0 567 860 in
anended formw th two i ndependent clains 1 and 6 which
read as foll ows:

daimil:

"An organi sm deposition preventing systemfor renoving
organi snms propagated in water conducted through a water
line (10), conprising:

an ozoni zer (1) for generating ozone;

an ozone adsorber (4)in fluid comrunication with the
ozoni zer (1) and having an ozone adsorbent for storing
ozone generated by the ozonizer (1), the ozone stored
in said ozone adsorbent being able to be desorbed by
heating the ozone adsor bent;

a carbon di oxi de source (31) for providing carbon

di oxi de to the water

a branch water line (9) branched from said cooling
water line (10); and

m xing neans (7) in fluid conmunication with the ozone
adsorber for m xing an ozonous gas, produced by

desor bing ozone fromthe ozone adsorbent of the ozone
adsorber (4), with the carbon di oxi de provided by the
carbon di oxi de source (31), said carbon di oxi de source
(31) being in fluid comunication with the branch water
line (9), characterized in that the ozone adsorber (4)
is connected to the carbon di oxide source (31) to
produce a m xed gas by supplying carbon di oxi de gas
fromthe carbon di oxi de gas source (31) into the ozone
adsor ber (4) when desorbing ozone fromthe ozone
adsorbent of the ozone adsorber (4)."
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Cl ai m 6:

"A m croorgani smrenoving nmethod conprising causing
water to flow through a water line; causing water to

fl ow through a branch water |ine branched fromthe
water line; periodically injecting an ozonous gas of a
hi gh ozone concentration produced by an ozoni zer into
the water caused to flow in the branch water |ine by an
ozone m xi ng device to renbve m croorgani sns propagat ed
in the water line, wherein carbon dioxide gas is
injected into the water conducted through the branch
water line in synchronismwth the injection of the
ozonous gas into the water, wherein the step of
periodically injecting takes place during only a part

of the step of causing water to flow through the water
line, and wherein the nmethod further includes the steps
of desorbing the ozonous gas in the ozone adsorber and
addi ng the carbon di oxide gas to the ozone adsorber to
generate the m xed gas."

In the decision under appeal, inter alia, the follow ng
docunents were cited:

D1: WO A-91/12209

D2: JP-A-03-296490

D3: (Ozone: Science and Engi neering, Vol. 2, pages 229-
239, 1980, Dr. Leitzke et al.

D4:  JP-A-02-144191

D6: Cooling Water Treatnent with Ozone, R Well auer et
al .
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D7: US-A-5 114 576

D9: JP-B-62-10714.

L1, In the statenment of the grounds of appeal, the
appel | ant (opponent) argued that the set of clains
mai nt ai ned by the Opposition Division was inadm ssible
because

(a) it was introduced late into the proceedings,

(b) it corresponded to an earlier request which was
abandoned,

(c) it was introduced at a nonment where there was no
val i d pendi ng request.

Wth respect to reason c) reference was nmade to

T 926/93, according to which a patent woul d have to be
revoked if no valid requests existed any nore.

Mor eover, since the Opposition Division did not reply
to the objections under b) and c) a substanti al
procedural violation took pl ace.

In connection with these all eged procedural violations
three questions to the Enlarged Board of Appeal were
formul ated which, translated into the | anguage of the
present proceedi ngs, have essentially the follow ng
pur port:

1. If all the requests of a patentee are considered
ei ther not adm ssible or not allowable by the
OQpposition Division are they then obliged to
revoke the patent i mediately or nay they give the
pat entee the opportunity to file a new request?
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2. May a patentee be allowed to reintroduce a request
whi ch was earlier abandoned during the
pr oceedi ngs?

3. Is it a substantial procedural violation if the
OQpposition Division accepts new requests under the
conditions as set out in questions 1 and 2 above?

The appell ant further objected to the clainms under

consi deration on the grounds of lack of clarity
(Article 84 EPC) and | ack of inventive step (Article 56
EPC). In conformty with decision T 165/84 the
Qpposition Division should have refused the clains for
lack of clarity as explicitly requested by the
appel l ant during the oral proceedi ngs before the
Qpposition Division. By refusing this request the
Qpposition Division commtted anot her substanti al
procedural violation.

Wth respect to lack of inventive step the appell ant
argued essentially as foll ows:

In view of the closest prior art (D9) the problem
underlying the invention was considered to be to
overcone the di sadvantages of using acids and to avoid
t he deconposition of ozone by netal ions in the water.
In order to reduce deconposition of ozone and to

i nprove the solution of ozone in water D2 taught to m X
the ozone with carbon dioxide gas. It was thus obvious
to replace the source of acid in D9 by a source of
carbon di oxide and to introduce the carbon di oxi de gas
in the ozone adsorber. Al the docunents D1, D3, D4, D6
and D7 clearly show that it was conmmon in the art to

i ntroduce gases into a branch line. The solution as
claimed in clains 1 and 6 followed thus in an obvi ous
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way froma conbination of D9 and D2 together with the
common general know edge in the art.

The respondent denied that during oral proceedings
before the Qpposition Division the earlier auxiliary
request was abandoned before the present request was
submtted. Wth respect to inventive step, the
respondent argued essentially as foll ows:

In view of D2 it mght be obvious to a skilled person
to replace the source of acid in D9 by a source of
carbon di oxi de but that would nmean injection of the
carbon di oxide gas into the cooling water |ine and not
into the branch water line. The teaching in D2 to mXx
ozone and carbon dioxi de before injecting into the

wat er woul d only suggest to m x the gases i medi ately
before injection in the water. There was no suggestion
to mx the carbon dioxide with ozone already in the
ozone adsorber. The prior art did not treat the problem
of enhancing the yield of the ozone stored in the
adsorber for the injection. A diagramillustrating
experinmental results of the desorption of ozone with
and wi thout carbon dioxide introduction was fil ed.

In reply to the respondent's letter dated 25 August
1999 the appellant requested that said letter of the
respondent should be deenmed not having been received
because the person responsible for the subm ssions in
this letter could not be identified since the nane of
the patent attorney signing the letter was illegible
(Article 133 EPC).

The appel |l ant nai ntained that the present clains were
submtted after the Qpposition Division decided to
reject the only request then on file. In this
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connection the appellant fornulated a fourth question
to the Enlarged Board of Appeal, which, transl ated,
essentially reads as foll ows:

4. I f during oral proceedings a situation relevant
for the final decision was created, which was
neither noted in the mnutes nor in the final
witten decision, what possibilities are left to a
party adversely affected by the decison to prove
that the situation actually took place, in
particular if the other party pretend the
contrary.

Wth respect to the issue of inventive step the

appel lant further put forward that there were only two
possibilities to m x carbon dioxide with ozone, either
in a mxer between the ozone adsorber and the water
line or directly in the ozone adsorber, whereby the
|atter option was the nost sinple solution and thus the
obvi ous one because no separate gas m xer was
necessary. The inproved desorption had nothing to do
with the technical problemas stated in the patent in
suit and could therefore not be an argunent in favour
of inventive step.

The appell ant further argued that the introduction of
carbon dioxide in the ozone adsorber was only
represented by the enbodi nent according to Figure 4,
and that, in agreenment with T 284/94, the introduction
of such an isolated feature in a claimwas inadm ssible
in viewof Article 123(2) EPCif it was not evident
fromthe original application that the subject-matter
of such an anended clai mwould conpletely solve a
techni cal problem which could be identified in the
application as originally filed.
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VI . The appel | ant requested that the decision under appeal
be set aside and that the European patent No. 567 860
be revoked and that the appeal fee be reinbursed.

The respondent requested that the appeal be dism ssed.

Reasons for the Deci sion

1. Adm ssibility of the present clains

1.1 The present clainms were filed during the oral
proceedi ngs before the Opposition Division, ie after
the final date for the filing of witten subm ssions
and/ or anmendnents indicated in the conmunication under
Rul e 71a EPC. According to said Rule new facts and
evi dence presented after that date need not be
consi dered, unless admtted on the grounds that the
subj ect of the proceedi ngs has changed. It follows
therefromthat the subject of the proceedi ngs may be
changed during the oral proceedings so that the
Opposition Division has the discretion to accept
amended cl ains during the oral proceedings. The Board
is not awmare of any article or rule under the EPC nor
of any case | aw which woul d oblige the Opposition
Division to refuse new clainms submtted during the
proceedi ngs irrespective of their contents and the
reasons for their late filing. Article 114(2) EPC does
not relate to the subm ssion of anmended cl ai ns, but
even this article does not affect the Opposition
Division's discretion to accept new facts and evi dence
which are not submitted in due tine. In these
ci rcunst ances, the Board has only to deci de whet her or
not the Opposition Division exceeded its discretionary
power, thereby adversely affecting the appellant. The
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present anended clainms can be considered as a response
to clarity and novelty objections raised during the
oral proceedi ngs against earlier sets of clains. The
changes are mnor with respect to the set of clains
according to the auxiliary request filed with the
respondent’'s letter dated 13 Cctober 1998, ie nore than
one nonth before the oral proceedi ngs took place

(2 Decenber 1998). In view of this, the Board is
satisfied that the Opposition Division did not exercise
its discretion unduly.

The parties disagree whether the present set of clains
was filed before or after the Opposition Division
indicated that the main request then on file was not
accept abl e because the subject-matter of claim 11l

t hereof | acked novelty. Al so the m nutes are not
entirely unanbiguous in this respect. In the Board's
view, however, it is immterial for the Opposition
Division's discretion to accept the new set of clains
whet her they were submtted before or after the
rejection of the main request then on file. The
appellant's position that if during the oral
proceedings all the requests on file are considered not
adm ssi ble or not allowable the Opposition Division has
no discretion to allow further requests and is obliged
to revoke the patent is not supported by any article or
rule of the EPC nor by any case |aw of the Boards of
Appeal . The fact that a patentee no |onger maintains an
earlier request does not nean that he wanted to
surrender the patent even if at sone nonment in the

di scussion it may perhaps not have been perfectly clear
whi ch text the patentee actually wanted to defend. The
conclusion that a patent is surrendered nmay not be
drawn wi thout explicit statement fromthe side of the
patentee to this effect. As long as the proceedings are
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not termnated by a formal decision after deliberation,
the Opposition Division is entitled to ask the parties
if they have any further request. It belongs, in fact,
to the duties of an opposition division to establish
before interrupting the oral proceedings for

del i beration what the parties final requests are. The
Board is not aware of any decision supporting the
appellant's position in this respect. According to

T 926/ 93 (QJ EPO, 1997, 447), relied on by the
appel l ant, a second auxiliary request filed towards the
end of the oral proceedings was refused on the grounds
that it would create a fresh case in the sense that its
subj ect-matter had not previously been considered
during the opposition proceedings as providing a
possi bl e basis for inventive step (point 3 of the
reasons). The second auxiliary request was not refused
because the earlier requests on file were not

al l owabl e. The obiter dictumin paragraph 4 of point 3
of the reasons, "that an opponent may only substantiate
a ground of opposition against a single claimof each
request on file, and if he succeeds in establishing
that a claimof each request on file is not allowabl e,
the patent will be revoked" sinmply nmeans that if only
one claimof each of the requests on file is not

al l owabl e the patent should be revoked. The Board does
not conclude fromthis statenent that an Opposition
Division or a Board of Appeal may not allow any further
request once they have indicated that the requests on
file are not allowabl e.

The present set of clains corresponds largely to the
set of clains according to the auxiliary request filed
with the letter dated 30 Cctober 1998 but is not
identical therewith. The wording of clains 3 to 5 has
been anmended because of objections raised by the
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appel  ant under Articles 84 and 123 EPC, see point 3 of
the m nutes of the oral proceedings before the
Qpposition Division. Thus even if the earlier auxiliary
request had been abandoned before the present set of
clainms was filed, which was disputed by the respondent,
the new set of clains could not be regarded as
reintroduci ng a request which was earlier explicitly
abandoned.

For the reasons given above, the Board cannot detect
any procedural violation conmtted by the Qpposition
Division in accepting the present set of clains. On the
contrary, under the circunstances of the case it would
have been unreasonable to refuse any further requests.
It follows fromthe above also that the appellant's
questions of |aw are not relevant to the outcone of the
present appeal since they either do not relate to a
poi nt of |aw where the Board intends to deviate from
established case |law (question 1) or to a situation

whi ch actually took place (question 2). Question 3 is
dependent upon questions 1 and 2 and cannot stand on
its owmn. There is no need to answer Question 4 because
t he above concl usions of the Board were reached taking
into account the appellant's version of the facts and
subm ssions during the oral proceedi ngs before the
Qpposition Division. The appellant's request to refer

t he above questions to the Enl arged Board of Appeal is
therefore rejected (Article 112(1)(a)EPC)

Clarity and admissibility of the amendnments

Present clainms 1 to 10 correspond to clainms 2, 8, 9, 7,
5, 18, 17, 19, 20 and 21 of the patent in suit
respectively; they fulfil therefore the requirenents of
Article 123(3) EPC. Since no objections under
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Article 100(c) EPC have been raised agai nst the clains
as granted in the notice of opposition and since |ack
of clarity is not a ground for opposition the Board,
followi ng the reasoning in T 301/87 (QJ EPO 1990, 325)
and G 10/91 (QJ EPO 1993, 420), considers that it has no
power to investigate whether the present independent
clainms fulfil the requirenents of Articles 84 and
123(2) EPC. The appellant's observations with respect
to Article 123(2) EPC and the references to T 165/ 84
and T 284/94, therefore, cannot be taken into account.

Novel ty and inventive step of the subject-matter of
claim1l

The subject-matter of claim1 is novel. In this respect
the Board agrees with the uncontested finding on
novelty in the decision under appeal, so that there is
no need to give further reasons.

It is undisputed that the process according to D9, as
described in the patent in suit in colum 2, line 27 to
colum 4, line 17 and illustrated by Figure 1
represents the closest prior art and that the process
according to present claiml differs therefromby the
characterizing features of claim 1.

According to the said description of D9 the ozone in

t he adsorber is desorbed by periodically heating the
adsorber at a low internal pressure produced by a
water-jet ejector (colum 3, lines 28-46). By this
method it is not possible to desorb the ozone
conpletely in a short tinme and thus difficult to obtain
periodically a high ozone concentration in the cooling
wat er .

In agreenent with the objective of the invention as
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stated in the patent in suit (colum 6, lines 8-22) and
t he subm ssions made by the respondent (paragraph
bridgi ng pages 4 and 5 of the |letter dated 25 August
1999), starting fromD9, the problemunderlying the
invention can be seen in inproving the efficiency of

t he organi sm deposition preventing or renoving process.

According to the patent in suit it is proposed to solve
this probl em by supplying carbon dioxide gas into the
ozone adsorber when desorbing ozone fromthe ozone
adsor bent .

The respondent has shown by the diagramsubmtted with
the letter dated 25 August 1999 that by introducing
carbon di oxide into the ozone adsorber during the
desorption step the desorption rate is substantially

i ncreased so that higher ozone concentrations can be
produced whi ch nmakes the control of mcroorgani sns nore
effective. The Board is, therefore, satisfied that the
nmet hod according to claim 1l actually solves the above-
ment i oned probl em

The Board cannot agree with the appellant's allegation
that the inproved desorption was not related to the
technical problemas stated in the patent in suit but a
mer e consequence of solving other problens nentioned in
the patent in suit such as avoi ding the deconposition
of ozone and reducing the anbunt of carbon di oxide
(appellant's letter dated 26 Cctober 1999, paragraphs
bridging pages 3 and 4). In the patent in suit it is
clearly stated that one of the objectives of the
invention is to effectively inject all the ozone stored
in the adsorber and providi ng ozonous water of a high
ozone concentration (colum 6, lines 15-16 and |ines 20
to 22). Even if inproving the desorption is not the



3.4

3.5

2034.D

.13 - T 0281/ 99

only neasure to increase the ozone concentration it is
certainly an inmportant one. It can be |left aside

whet her the other problens nmentioned in the patent in
suit are also solved by the introduction of carbon

di oxide in the adsorber. Since there is no proof that
pol lution of the environment, scale formation and
corrosion are actually reduced by introduci ng carbon
di oxi de gas into the adsorber, the Board has not taken
theminto consideration for defining the problem
underlying the invention.

Al t hough according to the patent in suit D9 woul d

di scl ose the use of carbonic acid to acidify the
cooling water in order to reduce the deconposition of
the ozone injected therein (colum 2, lines 14-19), D9
provi des no incentive to produce the acid by

i ntroduci ng carbon dioxide into the adsorber. The only
poi nt of introducing the acid actually disclosed is the
source (14) connected to the main water line (colum 2,
line 44 and Figure 1 of the patent in suit).

None of the other documents relied on by the appell ant
in the appeal stage relates to a process whereby ozone
in high concentration is periodically injected into a
cooling water line in order to control organism

deposi tion.

According to D1, ozone is directly injected from an
ozone generator into a branch Iine of a cooling
circuit. It discloses that the ozone generator can be
swi tched on and of f dependi ng on the neasurenent of the
oxi dation reduction potential (ORP neter) so that the
injection may be periodical, but the production rate of
ozone by an ozone generator w thout an adsorption unit
is relatively low (page 7, lines 21-34). There is no
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di scl osure of how to increase the production rate. D1
provides no incentive to mx the ozone with carbon
di oxi de.

D2 di scl oses a nmethod to enhance the concentration of
ozone in water by m xing an ozone containing gas
produced in an ozone generator with carbon dioxi de gas
and to introduce the gas m xture into an ozone

di ssol ving tank. The ozone concentration is inproved
because the carbon di oxi de suppresses the deconposition
of ozone in the water. There is no disclosure of adding
t he ozoni zed water to a water cooling line and thus no
relation with the problem of periodically producing a
hi gh ozone concentration in a cooling circuit. Thus the
skilled person trying to sol ve the above-nentioned
probl em woul d not expect to find in D2 a solution for
his problem and woul d therefore not seriously try to
conbi ne the teaching of D2 with that of D9. The Board
does not dispute that if a skilled person conbines the
teachings of D9 and D2 he coul d have and perhaps woul d
have cone to the clained solution but holds, that it
needs the know edge of the patent in suit to cone to
this conbi nation. Thus, w thout hindsight, the

conbi nati on of the teachings of D9 and D2 was not

obvi ous.

The ot her docunments cited by the appellant do not teach
t he use of carbon dioxide in conbination with ozone and
can thus not provide any incentive for the clained
solution of the above-nentioned problem The subject-
matter of claiml, therefore, does not followin an
obvious way fromthe state of the art and invol ves an

i nventive step.

The subject-matter of the other independent claimb®6
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differs fromthat of claiml only in that it is
directed to the renoval of m croorganisns froma water
line instead of the prevention of deposits. The nethod
itself remains however the sanme so that the inventive
step argunents equally apply to claim®6. The other
claims are dependent upon clains 1 or 6. The inventive
step of their subject-matter follows fromthis
dependency.

5. The signature under respondent's letter dated 25 August
1999 was the same as on all the earlier letters
received fromthe respondent, wherein it was repeatedly
indicated that it belongs to M J. Bergmann who has
been the representative of the patentee since the
filing of the application. There was thus no reason not
to consider said respondent's letter. Since the
appel  ant has had the opportunity to present his
comments on the grounds and evidence presented in this
|etter and has withdrawn his request for oral
proceedi ngs the case was ready for a final decision
(Article 113(1) EPC).

Or der

For these reasons it is decided that:

1. The appeal is dism ssed.

2. The request for reinbursement of the appeal fee is
rej ect ed.

The Registrar: The Chai r man:
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P. Martorana R Spangenberg
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