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Summary of Facts and Subm ssi ons

Eur opean patent application No. 95 923 108.5, filed as
an international application on 22 June 1995 and
publ i shed under international publication nunber

W96/ 00018, was refused by a decision of the Exam ning
Di vi sion dated 5 Novenber 1998.

1. The deci sion was based on the 8 clains filed with the
request for entry into the regional phase before the
EPO dat ed 3 Decenber 1996 and received on 7 Decenber
1996. Claim1 reads as foll ows:

"A beverage conprising between 0.03 and 0. 12% gel | an
gum and a sequestrant, said beverage displ ayi ng
rheol ogi cal properties of a weak gel system when
measur ed using dynam c vi scoel astic neasurenents, while
not having a significantly increased viscosity when
consuned. "

Clainms 2 to 6 are dependent on claim 1.

Clains 7 to 8 relate to a process for preparing the
beverage of claiml.

L1, The foll ow ng docunents were inter alia cited during
t he exam ni ng procedure:

(1) Patent Abstracts of Japan, Vol. 018, Nr. 40
(G 1155), 21 January 1994, Abstract of JP5268918

(2) Research Disclosure, No. 361, May 1994, HAVANT GB,
page 237, "Judicious use of sequestrants to
optim ze KELKOGEL Cel |l an gum performance in sugar
gel s"
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The decision to refuse the application was issued
followi ng the response of the Applicant to the first
conmmuni cation of the Exam ning Division, said

communi cation referring to the deficiencies nmentioned
in the international prelimnary exam nation report
drawn up for the present application.

The Exam ning Division took the view that in the
absence of a request for oral proceedings and in view
of the fact that all the necessary argunents for
reachi ng a deci sion had al ready been submtted to the
Applicant in the formof the international prelimnary
exam nation report and were repeated by way of an

of ficial comunication, the applicant had sufficient
opportunity to coment and that accordingly the

deci sion could be issued.

The Exam ning Division held that the beverage according
to claim1l and the process for preparing it according
to claim?7 | acked novelty with regard to docunent (1).
This prior art did not nmention the presence of a
sequestering agent. However, according to docunent (1)
gel l an was used as gelling agent and consequently the
conposition nust contain a sequestering agent because
it was well known in the art that gellan belonged to
the group of gelling agents which needed sequestering
agents in order to gel. Docunent (2) was cited in
support of this argunent.

Furthernore, the Exam ning Division held that the
requirenments of Rule 27(1)(b) EPC were not fulfilled
and that the description had not been adapted to the
amended set of cl ains.

The Appel lant (Applicant) |odged an appeal against this
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deci si on.

The Appel | ant argued that docunent (1) was silent on

t he use of sequestrants. Document (2) was not rel evant
in the present case since it related to optim sing
gellan gum functionality in non-beverage conpositions
contai ning nore than 35% sugar and accordi ngly taught
away fromthe use of sequestrants in conpositions
cont ai ni ng sugar |evels bel ow 35%

The Appellant argued that his right to be heard under
Article 113 EPC had been violated by the Exam ni ng

D vision and thus rei nbursenment of the appeal fee was
justified.

More particularly, it was pointed out that the

Exam ning Division's position as to the disclosure of

docunents (1) and/or (2) was not clear. Therefore the

Appel I 'ant had invited the Exam ning Division to issue
at | east one further official comrunication other than
a rejection.

Mor eover, the Appellant took the viewthat it was hard
to understand why the Examning Division referred to
Rul e 27(1) EPC and requested the adaptation of the
description to clainms which were considered not to be
patentable as well as the acknow edgenent of a prior
art which was not clearly and fully exam ned.

The Appel | ant request ed:
" t he decision dated 05. 11. 98 shall be set aside

and the patent shall be granted on his
application; or alternatively
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| A: the application shall be remanded to the Exam ning
Division with a request for conpleting the
granting procedure;

I1: the appeal fee shall be reinbursed; and
I11: oral proceeding are requested in the event the

Board of Appeal would not be willing to grant
requests | or A"

Reasons for the Decision

1

1883.D

The appeal is adm ssible.

Arendnent s

The clains of the application were anmended during the
prelimnary exam nation of the application under the
Pat ent Cooperation Treaty.

The beverage according to present claim1l is based on
claim?2 as originally filed, with the addition of the
physi cal properties that the beverage displ ays
rheol ogi cal properties of a weak gel system when
measur ed using dynam c vi scoel asti c neasurenents
according to the description as originally filed on
page 5, lines 5 to 7.

The further functional characterisation "while not
having a significantly increased viscosity when
consuned" appears to be based only partially on
exanples 4 and 6 to 9 as originally filed.

Havi ng regard to the rel evant passages of these
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exanpl es "KELCOCGEL F gellan gum was used to suspend
fruit pulp in an orange beverage w thout significantly
i ncreasi ng beverage viscosity" (Exanple 4); "Gellan gum
was used to prepare a [fruit] [coconut] [coffee]

[ honey/ appl e] gel beverage wi thout significantly

i ncreasi ng beverage viscosity" (Exanples 6 to 9), and
taking into account that there appears to be no further
basis in the application as originally filed, it
appears doubtful whether the said functional
characterisation relates to the beverage when consuned.
The sane applies to present claim7 relating to a
process for preparing the beverage according to claim1
whi ch appears to be based on original claim214 relating
to a gelled beverage but now including the said
functional features. Mreover, Exanples 8 and 9 clearly
indicate that "the resulting product is a gelled
product which can be consunmed foll ow ng shaking to
break the gel matrix", whereas Exanples 6 and 7
indicate that "the resulting product is a weakly gelled
product which can be consunmed through a straw due to

t he product becomng |iquid on suction”

Since the Exam ning Division did not base its decision
on the said functional features and since the outcone
of the present decision is not affected by the said
functional features, the question whether the subject-
matter of the anmended clains fulfils the requirenents
of Article 123(2) EPC can be left open for the tine
bei ng.

Novel ty

Docunent (1) is an abstract and discloses a drink
exhibiting a gelatinised formin cool ed state and
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fl ui di sabl e by shaking, said drink being prepared by
addi ng gellan gumas a gelling and stabilising agent to
a dessert-like drink, and thermally sterilising the

m xture. The gellan gumis added in an amount of 0.05
to 0.20% based on the raw materi al

The Board notes that the range of the amounts of gellan
gumrequired in the presently clained beverage does

i ndeed overlap with the range of the ampunts discl osed
in docunent (1) and that the lower Iimt of 0.05%
clearly falls within the clainmed range of 0.03 to
0.12% However, docunment (1) does not nention the
addition of a sequestrant which is an essential feature
of the presently clained beverage.

In this respect the Board cannot share the Exam ni ng
Division's point of view that docunent (2) teaches that
a sequestering agent nust necessarily be present in the
drink according to (1) because it was well known in the
art that gellan belongs to the group of gelling agents
whi ch need sequestering agents in order to gel.

Docunent (2) also as an abstract discloses that gellan
gumrequires ions, for exanple calciumions, to provide
optimal gel strength (see first paragraph). It is
clearly explained that only in the presence of a high
concentration of sugars must the ion concentration
required to formthe gel be controlled (see second

par agraph) and that if the calciumlevel is too high a
sequestering agent can be used to decrease the
concentration of interfering calciumions (see third
par agraph). The worked exanpl e of document (2) shows a
conposi tion including 0.2% Kel cogel F, a gellan-gum
cont ai ni ng product outside the range clained in the
appl i cation.
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Accordi ngly, docunent (2) teaches the use of a
sequestering agent only in a particular case, nanely
for products having a high concentration of sugar, such
as confections, fillings, icings, frostings, toppings
and fruit preparations (see |ast paragraph).

3.3 The other abstracts cited in the European search
report, as well as docunment WO 94/24887 which is to be
taken into account under Article 54(3) EPC, neither
contain the teaching that the addition of a
sequestering agent to gellan gummnmust in any case be
considered as a feature inplicitly disclosed, nor
di scl ose the conbi nati on of a sequestrant and gellan
gumw thin the clained range. Accordingly, the
reasoni ng of the Exam ning Division cannot be foll owed
and its conclusion cannot be maintained in so far as at
| east novelty cannot be denied on the basis of
docunent (1) as read by a skilled person.

3.4 Article 54 EPC clearly says "the state of the art shal
be held to conprise everything nade available to the
public by means of a witten or oral description, by
use, or in other way, before the date of filing of the
Eur opean patent application...".

The abstract of a docunent as such falls under this
definition but may be cited only under the condition
that it addresses to those skilled in the art
techni cal ly nmeani ngful information. Nevertheless such a
docunent remains to be a summary whi ch cannot be
regarded as representing each elenment of the original
docunent. Taking into account such inconpl eteness of an
abstract citation it rests to the person responsible
for citing the abstract (examner) to verify whether or
not the disclosure of the abstract gives raise to

1883.D Y A
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exam ne the full content of the original docunment. In
the present case indeed sone of the abstracts cited in
t he European search report appear to disclose matter
which gives rise to a full exam nation of the origina
docunent. Particular attention is drawn, inter alia, to
Der went Abstract AN 89-049865, corresponding to

JP 870161497 870629, describing an aqueous sol ution of
0.03-2 w wWo% of gellan gum where, in the case of an
aqueous solution of 0.5%gellan gum citric acid (a
potential sequestrant) can be used as an additive.

Rem ttal

The Exam ni ng Di vi sion exam ned and deci ded that the
subject-matter of clains 1 and 7 was not novel under
Article 54 EPC in relation to docunent (1) and |eft
open in the appeal ed decision the issue of inventive
step under Article 56 EPC. From a purely procedural
poi nt of view this cannot be objected to.

Nevert hel ess, the question of inventive step was raised
by the Examning Division in the official conmunication
pursuant to Article 96 (2) and Rule 51 (2) EPC when
referring to the IPER (International Prelimnary

Exam nati on Report under the Patent Cooperation
Treaty). Since, however, it nerely nentioned that
docunent (1) was relevant to the assessnent of
inventive step and that the problemunderlying the
present invention could have been solved in an obvi ous
way, the Board cannot consider that an extensive

exam nation of this issue was perforned by the first-

i nstance departnent. The assessnment of inventive step
clearly nmust be carried out on the basis of a
systemati c approach, which is common practice in the
EPO exam nati on procedure and entails discussing
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obvi ousness of the clainmed solution in the light of the
di scl osure of the whole available prior art.

Accordingly, the Board finds it appropriate to rem't
the case to the Exam ning Division for further
prosecution, all the nore so since the outcone of the
deci si on under point 3 above may even require further
exam nation of the prior art under Article 54 EPC

Rei mbur senent of the appeal fee

According to Rule 67 EPC, the reinbursenent of the
appeal fee is ordered in the event of interlocutory
revi sion or where the Board of Appeal deens an appeal
to be allowable, if such reinbursenment is equitable by
reason of a substantial procedural violation.

The Appellant sees a violation of his rights in the
fact that despite his request filed in response to the
Exam ning Division' s comuni cation dated 2 Septenber
1998, i.e. the request to issue at |east one further
of ficial comunication the exam ning division had

i mredi ately refused the application.

According to Article 113(1) EPC, a decision of the EPO
may only be based on grounds or evidence on which the
parti es concerned have had an opportunity to present
their comrents. In the context of the exam ning
procedure under Articles 96 and 97 EPC, Article 113(1)
EPC is intended to ensure that, before a decision
refusing an application is issued, the Applicant has
been clearly inforned of the | egal and factual reasons
on which the decision is based.

No party should be taken by surprise by reasons given
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in a decision rejecting his request on which he had no
opportunity to comrent.

5.4 In the Board' s opinion, the requirenents set forth
above were fulfilled in the decision of the Exam ning
Di vi sion. The appeal ed decision was entirely based on
t he grounds, facts and evidence which were already
known to the appellant fromthe extensive international
prelimnary exam nation report (IPER) which had been
drawn up for the description and the clains of the
i nternational application corresponding exactly to the
Eur opean application refused and whi ch had been
i ncorporated by way of reference in the official
communi cation of the Exam ning D vision dated
20 Novenber 1997

Consequently, in the present case the Board cannot see
a violation of the Appellant's right to be heard and

t he request for a reinbursenent of the appeal fee has
to be refused.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the departnent of first
i nstance for further prosecution.

3. The appeal fee is not refunded.

The Regi strar: The Chai r man:

1883.D Y A
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M Dai nese P. A M Langon
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