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Summary of Facts and Subm ssi ons

1891.D

The mention of the grant of European patent

No. 0 502 510 with respect to European patent
application No. 92 103 702.4 filed on 4 March 1992 was
publ i shed on 20 Decenber 1995, on the basis of five
clainms, claim1l reading as follows:

"An al kyl aromatic hydrocarbon dehydrogenati on catal yst
contai ning iron oxide, potassiumoxide and titanium

oxi de as essential conponents wherein the iron oxide
content is 40.0 to 90.0 w.-% the potassium oxi de
content is 5.0 to 30.0 wt.-%and the titani um oxide
content is 0.005 to 0.95 wt.-% provided that al

catal yst conmponents are cal cul ated as oxides, and said
catal yst further contains either cerium oxide,

nol ybdenum oxi de and magnesi um oxi de or chrom um oxi de

as pronoter conponents."

Clains 2 to 4 were dependent on claim 1.

| ndependent claimb5 read as foll ows:

"A net hod for producing the catal yst according to
claim1, wherein the catal yst conponents oxi des and/or
cat al yst conmponent oxi de precursor conpounds are

subj ected to wet m xi ng and kneadi ng foll owed by
extrusion nol ding, and are subsequently dried and

cal ci ned. "

A notice of opposition was filed against the granted
patent, in which the revocation of the patent inits
entirety was requested on the grounds of |ack of
novelty and | ack of inventive step under Article 100(a)
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EPC. The opposition was supported and suppl enent ed
during the opposition proceedings inter alia by the
fol |l ow ng docunents:

D4: Interoffice Menorandum of Criterion Catalysts
dated 12 Novenber 1990 and extract froma
| aboratory journal dated 18 Decenber 1990

D5: United Catalyst Inc., G64 & G 84 Product
Bulletin, pages 1 to 4

D12: Extract fromlaboratory journal with entry dated
20 Novenber 1990

The deci sion of the opposition division was based on
the clains as granted (nmain request) and three
auxiliary requests. Claim1 of the first auxiliary
request read as follows:

"An al kyl aromatic hydrocarbon dehydrogenation catal yst
contai ning iron oxide, potassiumoxide and titanium
oxi de as essential conponents wherein the iron oxide
content is 40.0 to 90.0 w.-% the potassi um oxi de
content is 5.0 to 30.0 wt.-%and the titani um oxi de
content is 0.005 to 0.95 wt.-% provided that al

catal yst conmponents are cal cul ated as oxides, and said
catal yst further contains either cerium oxide,

nol ybdenum oxi de and magnesi um oxi de or chrom um oxi de
as pronoter components, wherein the chrom um oxi de
content is 1 to 5 wt.%"(Enphasis added to the
difference with claim1l as granted).
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Claim1l1l of the second auxiliary request differed from
the first one in that the titanium oxide content is
"0.034 to 0.95 w.-%.

Claiml1l of the third auxiliary request differed from
the first one in that the titanium oxide content is
"0.15 to 0.95 w.-9%.

The opposition division decided that the patent could
be mai ntained in anended formon the basis of clains 1
to 5 according to the third auxiliary request. The
deci si on was based on the foll ow ng reasons:

(a) The requests were considered to neet the
requirenents of Article 123(2) and (3) EPC.

(b) The public prior use based on D4 in connection
with D12 was acknow edged.

(c) The clainmed subject-matter of the main request
| acked novelty over D4. The clai ned subject-matter
of the first and second auxiliary requests did not

i nvol ve an inventive step.

(d) Novelty of the clained subject-matter of the third
auxi liary request was accept ed.

(e) Regarding inventive step, D4 was considered to be
the cl osest state of the art. The problemto be
solved was to increase the activity and |long-term
stability and to maintain high selectivity. The
cited prior art did not suggest that a specific

anmount of titani um oxi de would sol ve that.



VI .

VII.

1891.D

- 4 - T 0268/ 99

Thus, an inventive step was recogni zed for the
third auxiliary request.

On 15 March 1999 the proprietor (appellant) filed a
noti ce of appeal against the above decision with

si mul t aneous paynent of the prescribed fee. In the
statenment setting out the grounds of appeal filed on

25 May 1999, the appellant requested that the patent be
mai ntai ned as granted (main request) and submtted five

auxiliary requests.

By letter dated 20 Decenber 1999 the opponent
(respondent) submtted inter alia the follow ng
docunent :

D13: EP-A-0 181 999

In a comuni cati on dated 6 Decenber 2002, the board
i ndi cated that D13 appeared to be prima facie a
pertinent prior art document.

By letter dated 4 April 2003, the appellant filed
auxiliary requests | to IV replacing the previous
auxiliary requests on file and submtted the foll ow ng
docunent :

D15: U | manns Enzykl opadi e der technischen Chem e, 4th
edition, vol. 24, 1983, pages 545 to 556

By letter of 30 April 2003, the respondent submtted
pages 5 and 6 of docunent D5.
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Oral proceedings were held on 7 May 2003. The appel | ant
sought to introduce an auxiliary request restricting
claiml of the main request by the further feature
based on page 4, lines 27 to 28 of the description of
the patent as granted that the titaniumis added as
titani um oxide or titanium conmpounds deconposable to
titanium oxide at the final calcination step.

Auxiliary request Il submtted with the letter dated

4 April 2003 was cancelled. Caim1l according to the
other auxiliary requests filed wth that letter read as
foll ows:

Auxiliary request |I:

"An al kyl aromatic hydrocarbon dehydrogenati on cat al yst
contai ning iron oxide, potassium oxide and added
titanium (not originating fromPortland cenent) oxide
as essential conponents wherein the iron oxi de content
is 40.0 to 90.0 wt.-% the potassium oxide content is
5.0 to 30.0 wt.-%and the titani um oxide content is
0.005 to 0.95 wt.-%provided that all catalyst
conponents are cal cul ated as oxides, and said catal yst
further contains either cerium oxide, nolybdenum oxide
and magnesi um oxi de or chrom um oxi de as pronoter

conponents. "

Auxiliary request I11:

"An al kyl aromatic hydrocarbon dehydrogenati on cat al yst
contai ning iron oxide, potassium oxide and added
titanium (not originating fromPortland cenent) oxide
as essential conponents wherein the iron oxide content
is 40.0 to 90.0 wt.-% the potassium oxide content is
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5.0 to 30.0 wt.-%and the titani um oxide content is
0.005 to 0.95 wt.-%provided that all catalyst
conponents are cal cul ated as oxides, and said catal yst
further contains either cerium oxide, nolybdenum oxide
and magnesi um oxi de or chrom um oxi de as pronoter
conponents, wherein the catalyst is obtainable by a
met hod by which the catal yst conponents oxides and/ or
cat al yst conmponent oxi de precursor conpounds are

subj ected to wet m xi ng and kneadi ng foll owed by
extrusion nol ding, and are subsequently dried and

cal cined. "

Auxi liary request |V:

"An al kyl aromatic hydrocarbon dehydrogenation catal yst
contai ning iron oxide, potassium oxide and added
titanium (not originating fromPortland cenent) oxide
as essential conponents wherein the iron oxi de content
is 40.0 to 90.0 wt.-% the potassium oxide content is
5.0 to 30.0 wt.-%and the titani um oxide content is
0.005 to 0.95 wt.-%provided that all catalyst
conponents are cal cul ated as oxides, and sai d catal yst
further contains either cerium oxide, nolybdenum oxide
and magnesi um oxi de or chrom um oxi de as pronoter
conponents, wherein the chrom um oxide content is 1 to
Sw.%"

(Enmphasi s added on the differences fromclaim1 as
grant ed).
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| X. The appel |l ant argued in substance as foll ows:

(a) As regards novelty of the main request, exanples 3
and 6 of D13 described Portland cenent, which was
used as a binder and as a source of cal ci um oxi de.
However, titaniumoxide (TiQ) was contained in
Portland cenent as an inpurity in formof an
i nactive silicate phase whilst in the clained
catalyst TiO, was present as such in a distinct,
catalytically active phase. The form in which the
titanium was added, was specified in the requested
nodi fication of the main request and provided a
further difference over D13.

According to D15, in the production of Portland
cement a nelt was formed to convert TiO; into
silicate at a firing tenperature of 1450°C. Thus,
no distinctive catalytically active Ti G, phase
could be present in Portland cenent. The subject
matter of granted claim1l and of the auxiliary
version nodi fied according to page 4, lines 27 to
28 of the patent in suit was novel over D13.

(b) The feature "not originating fromPortland cenent™
in the auxiliary requests was directed to a
di stinction over the accidental disclosure of D13
and was thus allowabl e under Article 123(2) EPC
Ref erence was made to T 1071/97 dated 17 August
2000, cited in Case Law of the Boards of Appeal of
t he European Patent O fice, 4th edition, 2001,
I11.A 1.6.3. The technical problemin D13 was to
increase the stability of the catalyst in hot
water and not to inprove the activity of the
catalyst as ainmed at in the patent in suit.

1891.D
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Regardi ng inventive step, D13 was considered to be
the closest prior art. The problemto be sol ved
over D13 was to increase the activity of the

et hyl benzene dehydrogenati on catal yst w t hout
sacrificing its selectivity. The exanples of the
patent in suit showed that the conversions at
conpar abl e tenperatures were nuch hi gher than

t hose obtained with catal ysts according to D13.
D13 did not provide any suggestion that titanium
oxi de present as inmpurity in Portland cenment in
catalyst 3 and 6 could exhibit any catal ytical
effect. Thus, the clainmed subject matter invol ved

an inventive step.

The argunents of the respondent, given in witing and

at the oral proceedings, can be sunmarized as foll ows:

(a)

As regards novelty of the main request, sanples 3
and 6 of D13 disclosed all conponents of the
claimed catal ysts. The fact that in D13 Ti O, was
present as a conponent of Portland cenent provided
no di stinction, since according to the patent in
suit the titanium conponent could be added by any
nmet hod and in any form The appellant's argunent,
that titanium oxide was present in the clained
catalyst in a catalytically active formwas not
reflected by claim1, since the clainmed subject-
matter included no functional limtation in this
respect. Furthernore, a different catal yst had not
been evi denced by experinmental results. According
to D15 Portland cenent had a typical Ti O content
of 0.2 to 0.4 %by weight inline with D13.
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(b) The auxiliary requests were objected to under
Article 123(2) EPC, since the disclainmer "not
originating fromPortland cement” in claim1 had
not been disclosed in the application as filed.
Furt hernore, since D13 was considered as highly
rel evant when evaluating inventive step, the
di scl osure of D13 was not an acci dental
anticipation and the disclainmer was thus not
al | owabl e under the established case | aw

(c) As regards inventive step, D13 was the cl osest
state of the art. Apart fromthe disclainer the
additional features of the auxiliary requests
provided no further distinction over the cited
prior art. No inprovenent over D13 had been shown,
since the experinmental results of D13 and those of
the patent in suit were not carried out under
conpar abl e conditions. Thus, the subject-matter of
the auxiliary requests |acked an inventive step.

The appel | ant requested that the decision under appeal
be set aside and that the patent be maintained as
granted (main request). Auxiliarily, he requested to
mai ntain the patent according to the auxiliary
requests I, Il or Il as submtted in the |letter dated
4 April 2003 or in the version held allowable in the
deci si on under appeal .

The respondent requested that the appeal be dism ssed.
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Reasons for the Decision

1.

The appeal is adm ssible

Novel ty (main request and the requested nodification thereof)

1891.D

D13 descri bes a dehydrogenati on catal yst on the basis

of Fe,O; and K;O obt ai nabl e by kneadi ng and extrusion

nol di ng a water containing m xture of

(a)

(b)

(c)

(d)

(e)

(f)

45 to 90 wt.-% of Fe,O; and/or at | east one iron

conpound deconposable to Fe,(O; (cal cul ated as Fex(s)

5to 40 wt.-% K,O and/ or at | east one potassium
conpound deconposable to K;O (cal cul ated as K;O

4 to 30 wt.% MygO and/or at |east one magnesi um
conpound deconposable to MyO (cal cul ated as MO

O0to 10 wt.-%of a chrom um and/ or manganese
conpound, cal cul ated as MG

Oto 10 wt.-%of a compound of cerium nolybdenum
tungsten or mxtures thereof, calculated as the
oxi de which is the nost stable under standard
condi ti ons and

0 to 15 wt.-% CaO and/or at |east one CaO
contai ning or in CaO deconposabl e conpound
(cal cul ated as CaO,

drying the nol dings and cal ci nating the dried nol di ngs

at a tenperature of 500 to 750°C (claim1).
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The exenplified catalyst 6 contains 55.3 wt.-% FeyG;,
14.6 wM.-%KO 14 w.-%9 MO 59 Wm.-%Ce0, 2.7 W.-%
MbO; and 7.5 wt.-% Portland cenent. Catal yst 3 contains
58.1 wt.-%Fey0;, 25.1 wt.-%K,O 6.0 wt.-%CeQ,, 2.8
Ww.-% MO; and 8.0 w.-% Portland cenent (table |

page 10). The conposition of Portland cenent includes
0.3 WM.-%TiOG and 0.9 w.-% MO (table I, footnote). If
the amount of Ti O, is calculated on the basis of such a
catal yst conposition, TiOQ, is present in catalyst 3 in
an anount of 0.024 w.-% and in an anmount of

0.0225 wt.-%in catal yst 6.

D15 di scl oses a typical conposition of Portland cenent
whi ch overlaps with the conposition range of the
Portland cenent cited in D13 (D15, page 457, table 1).
In particular, an identical average anount of Ti G

(0.3 wt.-% is nmentioned. Furthernore, the phase
conposition of a cement clinker is specified in table 2
(D15, page 549). Table 2 nentions only the main
conponents of Portland cenent and does not indicate the
presence of titanium oxi de. However, it cannot be
derived fromthe absence of TiG, in that table in which
formtitaniumis bonded. Although Portland cenent is
prepared by heating the raw material mxture to a
tenperature of 1450°C, by which a nelt is produced to
break down coarse silica and |inestone grains

(page 552, point 3.4.1), there is no indication that
titanium may be present in any other formthan Ti O, or
that it may be present in a silicate phase, which would
be catal ytically inactive.



2.2

1891.D

S 1o - T 0268/ 99

The appel |l ant argued that the granted claim 1 provided
a distinction over D13, because Ti O, was present as a
distinctive catalytically active phase whilst in the
catal ysts of D13, TiOQ, cane fromthe Portland cenment in
which it was present as an inpurity in formof an

i nactive silicate phase.

Claim1l as granted specifies the essential conponents
of the dehydrogenation catalyst nanely iron oxide,

pot assi um oxi de and titani um oxi de and further catalyst
pronot or conponents. The content of the catal yst
conponents i s defined by weight percentages cal cul ated
as oxides (claim1l1 and page 4, lines 18 to 20). The
appel lants' allegation that titaniumoxide in the
clainmed catalyst is present in a specific catalytically
active phase is not supported by the wording of claiml
as granted, because it does not define any structural
[imtation in this respect.

It is undisputed that in catalysts 3 and 6 of D13 iron
oxi de, potassium oxide and the catal yst pronotor
conponents cerium oxi de, nolydeni um oxi de and magnesi um
oxi de are present within the anounts of claim1.
Questionable is, whether the definition in claiml,

that titaniumoxide is present as an essential el enent
of the catalyst and that its content, cal cul ated as
oxide, is 0.005 to 0.95% by wei ght, provides a

di stinction over D13.

In that respect the patent specification states: "The
amount of titani um oxi de added as anot her conponent is
in the range of 0.005 to 0,95 w.% (with all conponents
cal cul ated as oxides) irrevant (spelling error:
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irrelevant) of the adding nethod or formof titanium
conpound to be added (page 4, lines 18 to 20).

According to D13, Portland cenent is used as a
hydraulic binder to inprove the strength of the dry
catal yst and has no effect on the steamstability. The
bi nder will be used as source of conmponent (f) (page 6,
lines 5 to 10). There is no hint in D13 that in
Portland cenment titaniumis present in any other form
than the specified titaniumoxide (TiG), which is
identically defined in claim1 as granted. In fact the
conposition of Portland cenment is nentioned on page 10,
where it is specified to contain 0.3%of TiO,. This
percentage of titaniumoxide in Portland cenent

provi des a content of 0.0225 and 0.024 wm.-%
calculated as Ti O, respectively, in the final
catalysts 3 and 6 of D13. These ampunts are nore than
four tinmes higher than the | owest clained val ue of
0.005 wt-% Since catalysts 3 and 6 of D13 contain Ti O
as an identical conponent within the clainmed amunt, it
nmust be concluded, in the absence of information to the
contrary, that it has the sanme catal ytical effect as
the clained subject-matter. Hence, the definition in
claim1 as granted provides no distinction over D13.

The appel |l ant argued that titaniumoxide in Portland
cenment is present as a catalytically inactive silicate
phase.

In D13 Portland cenent is present in a conparative
exanple (catalyst 3) and in an exanple of the invention
(catalyst 6). As shown by table Il of D13, it does not
exhibit a negative effect on the catalytical activity.
Furthernore, the catalytical activity and selectivity
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shown in D13 are neasured at a steamto ethyl benzene
nole ratio of 7:1 (see page 11). The activity and
selectivity in the patent in suit is neasured at a
H.O et hyl benzene weight ratio of 2.0 to 1 (page 5,
l'ine 35) which corresponds to a nole ratio of 11.1 : 1.
According to D5, a higher nole ratio of steamto

et hyl benzene increases the selectivity and the
conversion (see Figure 1, page 5). Since the nole ratio
of steamto ethyl benzene in the patent in suit is

hi gher than in D13, the results presented in the patent
in suit may show for this reason al one a higher
selectivity and activity than those of D13

i ndependently of the catal yst used. However a reliable
conparison in respect of the catalytical effect of
titani um oxi de between the test results in D13 and of
the patent in suit cannot be nade, as they were not
obt ai ned under conparabl e conditions. Consequently, no
concl usi on can be drawn that Ti G, when present in the
clainmed catalyst, is catalytically active but, when
present in Portland cenent, is catalytically inactive.

From the above it follows that exanples 3 and 6 of D13
di scl ose directly and unanbi guously all conponents of
the clained catal yst conposition in the specified
amounts so that claim1 of the main request |acks
novel ty.

In the oral proceedings the appellant sought to

i ntroduce an auxiliary request restricting claim1l of
the main request by the further feature "wherein the
titaniumis added as titani um oxide or titanium
conpounds deconposable to titanium oxide at the final
calcination step (page 4, lines 27 to 28 of the
description of the patent as granted).
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The anmended version "wherein the titaniumis added as
titaniumoxide or ..." is directed to an alternati ve,
wherein "titani um oxi de" can be added in any form
(page 4, lines 18 to 20; point 2.2) and wherein the
catal yst may contain any other ingredient (see the word
"containing” in claim1). Thus, the first alternative
of the proposed anmendnent provides no further

di stinction over the disclosure of D13, since in D13
titani um oxide is added together with other conponents
of Portland cenent to the catalyst as well. Thus, the
novelty objection would not be renedi ed by said
nodi fi cati on.

Furthernore, the anmended version gives rise to fresh

i ssues not yet addressed, because it m ght be

guesti onabl e, whether the proposed cl ai m anendnent
woul d nmeet the formal requirements under Article 123(2)
and 84 EPC, since the disclosure in the patent in suit,
fromwhich the amendnent is derived, refers furthernore
to the addition of titanium"during a m xing and
kneadi ng step" (page 4, lines 26 to 28), which feature
has been omtted fromthe proposed wording.

Consequently, the proposed anendnent did not clearly
overcone the objections nmade; considering its very late
submi ssion in the oral proceedings and a possible del ay
in the proceedings, the board exercised its discretion
not to admt this nodified main request into the
proceedi ngs (Case Law supra, VII.D. 14.2).
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Amendnents (auxiliary requests I, IIl and IV)

1891.D

Al'l requests I, Ill and IV include the feature "(not
originating fromPortland cenment)"”. This negative
feature (disclainmer) is not disclosed in the
application as filed and was incorporated to

di stinguish the claimed conposition from exanples 3
and 6 of D13.

According to the appellant's statenments, TiOQ, present in
Portland cenment was catalytically inactive (paragraphs
2.1 and 2.2.2). Consequently, the disclainer introduced
inclaiml is intended to exclude at |east one source
of Ti G, which is unsuitable for the intended purpose.
That a particular source of TiG, is not suitable for the
pur pose of the invention is, however, in clear
contradiction to the application as originally filed

whi ch states that "the anount of titanium oxi de added
as anot her conponent is in the range of 0.005 to

0.95 wt.% as represented after cal culation of al
conponents into oxides in the same manner irrel evant of
t he addi ng met hod or form of titanium conpound to be
added" (page 8, lines 1 to 5) and that "(when titani um
i s added during m xi ng and kneadi ng of the the catal yst
materials, titaniumraw materials such as titanium

oxi de or titanium conpounds deconposable to titanium
oxide at the final calcination step may be used which
shoul d not contain conponents which act as a catal yst
poi son" (page 8, third paragraph). These requirenents
are net, when TiQ, is added in formof Portland cenent
(see points 2.2.1 and 2.2.2). Consequently, the
originally disclosed addition of titanium oxide in any
formexpressly allows that titanium oxide can be added
together with other oxides for exanple present in
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Portl and cenent. Hence the introduction of the

di sclaimer contradicts the general statenents in the
original disclosure so that the anmendnment viol ates
Article 123(2) EPC for this reason al one.

In respect of the allowability of disclainers in
general, the appellant argued that the disclainmer was
al | owabl e under the established case | aw by referring
to T 1071/97, Case Law supra.

According to T 1071/97 the allowability of disclainers
was accepted under the terns of Article 123(2) EPC only
under the follow ng specific conditions:

(1) The subject-matter disclainmed nust be precisely
defined and strictly limted to the actual scope
of the anticipation, and

(ii) the anticipation nust be a so-called chance-
anticipation which nmeans that it would be regarded
as accidentally falling within the terns of the
clainms of the patent in question (T 1071/97, cited
in Case Law, supra). Whether the requirenent (i)
is met by the present disclainer can be |eft
unanswer ed, since the second requirenment (ii) is
not fulfilled.

The requirement (ii) refers to a situation where the
prior art docunent has to formpart of an entirely
renote or unrelated state of the art, which the skilled
person faced with the assessnent of inventive step,
woul d normal Iy not take into consideration. This
applies to cases, where there is no conmon or related
technical field, or no common technical problem or
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solution (see T 1071/97, supra, point 3.2).
Consequently, the docunment containing the disclosure
shoul d have no rel evance for further exam nation of the
claimed invention and nust then di sappear fromthe
prior art field to be taken into consideration

(T 863/96 of 2 April 1999, Case Law supra, point 3.2).

Exactly as the patent-in-suit, D13 is concerned with a
dehydr ogenati on catal yst for dehydrogenation al kyl
aromati ¢ hydrocarbons such as et hyl benzene to styrene
(see D13, abstract). Even if D13 is partly directed to
hot water stability, appropriate catalytic activity and
selectivity remain essential ainms according to D13
(page 2, last paragraph). In fact, the catal ysts of D13
shoul d have an activity and selectivity in particul ar
at | ower steam hydrocarbon-nol ratios of 0.6 to 8.8
equi val ent to previous dehydrogenati on catal ysts

(page 2, |ast paragraph). The catal ysts of D13 contain
t he sane essential oxide conponents as clained (see
poi nt 2 above) and show high activity and selectivity
(table 2). Furthernore, the catal ysts are produced by
the sane preparation nethod (claiml1l and exanple 1 of
D13).

Fromthe above it follows that D13 relates to the sane
technical field as the patent in suit and to a
partially identical problemand is thus highly rel evant
for the exam nation of inventive step. At least in his
witten subm ssions, the appellant hinself considered
D13 as the closest prior art docunent when di scussing

i nventive step which approach is in line with that of

t he respondent. The board sees no reason to deviate
fromthat approach. Consequently, the second
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requirenment (ii) established by the previous Case Law
is not fulfilled.

Mor eover, the amended features in the auxiliary
requests apart fromthe disclainmer do not provide any
further contribution to novelty and/or inventive step

as can be gathered fromthe foll ow ng:

In auxiliary request |, the additional term "added"
refers to titani um oxi de. However, also titanium oxide
present in Portland cenent is "added" to prepare the
catal yst of exanples 3 and 6 of D13 (see page 7,
exanpl e 3).

In auxiliary request |11, the process features of
claiml1l "wherein the catalyst is obtainable by a nethod
by which the catal yst conmponents oxi des and/or catal yst
conponent oxi de precursor conmpounds are subjected to
wet m xi ng and kneadi ng fol |l owed by extrusion nol ding,
and are subsequently dried and cal cined" are already

di sclosed in D13 (claim1; exanples 3 and 6 in
connection with exanple 1; point 2. above).

In claim1 of auxiliary request 1V, the additional
feature relating to the amobunt of chrom um oxide refers
to one alternative enbodi mrent of claim1 as pronotor
conponent. However, the other alternative enbodi nent of
claim1, which includes cerium oxide, nolybdenum oxi de
and magnesi um oxi de as pronotor conponent, remains
unchanged. Thus, no additional difference is provided
by claim1l of auxiliary request |V over D13.
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3.4 Consequently the only inventive step argunent for
auxiliary requests I, Il and IV is based on the fact
that TiG, may not be present in formof Portland cenent.
However, this argunent is based precisely on the
feature defined in the disclainmer so that the
di sclaimer is used to establish an inventive step.
Consequently, the disclainmer provides the appellant an
unwar r ant ed advantage which is not based on the
original disclosure of his invention. Hence, the
amendnment in formof that disclainmer violates the
requirements of Article 123(2) EPCin line with
previ ous established case | aw (Case Law supra,

111.A 1.6.3).

3.5 Fromthe above it follows that the amendnent of the
cl aimed subject-matter contravenes Article 123(2) EPC,
because the disclainmer contradicts the express teaching
of the original disclosure of the application as fil ed.
In addition, the disclainer is not allowable under the
previ ous established case law. Since the first
menti oned reason will not be influenced by answers to
t he pendi ng questions of law referred to the Enl arged
Board of Appeal (Cases G 1/03 and G 2/03 resulting from
referrals of T 507/99 dated 20 Decenber 2002 and
T 664/ 00 dated 28 Novenber 2002; QI EPO 2003, 113
to 114), the board sees no reason to suspend the
proceedi ngs until the decision of the Enlarged Board of
Appeal in these cases is issued.

Version held allowable in the decision under appeal
4. The opposition division held that the third auxiliary

request underlying the decision under appeal net the
requi renments of the EPC. Since the proprietor is the

1891.D
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only appellant against that interlocutory decision and
has requested to maintain the patent in that version,
nei ther the board nor the non-appealing opponent (as a
party to the proceedings as of right under Article 107,
second sentence, EPC) has the power to challenge the
mai nt enance of the patent as thus amended (G 9/92, QJ
EPO, 1994, 875, first headnote).

For these reasons it is decided that:

The appeal is dism ssed

The Regi strar: The Chai r man:

C. Ei ckhoff R. Teschemacher
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