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Summary of Facts and Subm ssi ons
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Eur opean patent No. 0 656 289 was granted on

19 February 1997 on the basis of European patent
application No. 94 830 527.1, which clainmed a priority
date of 2 Decenber 1993.

The granted patent was opposed by the present
appel l ants (opponents O and O11) and the other party
to the proceedi ngs under Article 107 EPC

(opponents A1). They requested that the patent be
revoked in its entirety for lack of novelty and/or
inventive step (Article 100(a) EPQC)

In the main the state of the art relied upon was
constituted by allegedly publicly prior used washing
brush support el enments designed for notor vehicle
aut omati ¢ washi ng systens. These were

"Prior use E1": a support el enment shown in cross-
section in the drawing No. 1022814 of
opponents O

"Prior use E2": a support el enment shown in cross-
section in the drawing No. 1022833 of
Hoogovens Al umi ni um Profiltechnik
GrbH;

"Prior use E2*": a support elenment with the cross-
section visible in photograph 15 of
Anl age 5 to the notice of opposition
of opponents O;



3056.D

S o T 0264/ 99

"Prior use E3": the sale in June 1993 of washi ng
brushes by the proprietors of the
pat ent (present respondents) to
opponents O I1l, the support elenents
of these washi ng brushes all egedly
corresponding to that shown in the
drawi ngs of the contested patent.

In its decision posted on 9 February 1999 the
Qpposition Division held that the prior uses El and E2
had been adequately proven but the prior uses E2* and
E3 not. On the basis of the thus established state of
the art it was held that the subject-matter of claim1l
as granted was not new and the subject-matter of
claim1 according to a first auxiliary request |acked
i nventive step. The patent could however be maintai ned
in amended formon the basis of the docunents accordi ng
to a second auxiliary request, claim1l of which reads
as follows:

"A tubul ar elenent (2) for supporting washing brushes
(20), particularly designed for notor vehicle automatic
washi ng systens, said tubular elenents (2) conprising a
singl e extruded tubul ar body, of circular cross-
section, provided with integral |ongitudinal ribs (3)
on an inner surface thereof, in said ribs (3) there
bei ng provi ded recesses (4) for engaging therein

af fi xi ng means for connecting coupling flange neans
(10) for coupling an electric notor (11) to rotatively
drive said tubular body, said ribs (3) directly
projecting in an approximately sem -circular way from
the inner surface of said tubular elenment (2) into the
i nside of said tubular element (2), and said recesses
(4) being formed by closed circular section cylindrical
hol | ows. "
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Noti ces of appeal against this decision were filed by
opponents O (first appellants) on 4 March 1999 and by
opponents O Il (second appellants) on 25 March 1999
respectively. In both cases the fee for appeal was paid
at the sanme tinme. The statenent of grounds of appeal of
the first appellants was filed on 17 June 1999 and t hat
t he second appellants on 10 June 1999.

In a communi cation pursuant to Article 11(2) RPBA dated
9 June 2000 the Board addressed inter alia the question
of whether it had been adequately proven that the
washi ng brushes delivered by the respondents to the
second appellants in June 1993 were equi pped with
support el enments having the cross-section defined in
claiml. The Board also indicated its intention
according to Article 114(2) EPC not to deal with the
new al l egations in the statenent of grounds of the
second appellants of a further public prior use of the
cl aimed invention by the respondents and to di sregard
the | ate-submtted evidence of the first appellants
concerning the alleged prior use of tubular elenents
filed with their letter dated 12 Cctober 1999.

In a reply to this comuni cation received on 12 Cct ober
2000 the second appellants submtted further evidence
directed to the formof the tubular support elenments of
t he washi ng brushes supplied to them by the
respondents. In this context they offered one of their
former enployees, M Josef Schwab, who had al ready been
named in the notice of opposition, as a witness. As a
further witness to the nature of the tests performed by
t he second appellants with the washing brushes supplied
to themthey offered another of their enployees,

M Maxi mlian Bentenrieder.
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Oral proceedi ngs before the Board were held on

14 Novenber 2000. Opponents O, who had taken no part
in the appeal proceedings did not attend, although duly
sunmoned.

The appel l ants requested that the decision under appeal
be set aside and the patent revoked in its entirety.

The respondents requested that the appeals be dism ssed
and the decision of the Opposition Division to naintain
the patent in anmended form be confirned.

The argunents of the appellants can be sunmarised as
fol | ows:

Caiml in the formaccepted by the Opposition D vision
infringed Article 123(2) EPC in two respects. Firstly,
there was no clear basis in the original application
for the requirenent that these be only a "single"
tubul ar body of circular cross-section; the nere
absence of a second such body in the draw ngs coul d not
justify the formulation of a negative limtation in
this respect. Secondly, and nore inportantly, the
definition of the ribs as being "approximtely sem -
circular”, which was al so purportedly derived fromthe
drawi ngs, was in the first place deliberately obscure
and noreover did not actually correspond w th what
could clearly be seen in them Decision T 169/83 (QJ
EPO 1985, 193) had |l aid down strict conditions as to
the allowability of the incorporation of a feature

all egedly derived fromthe drawings into a granted
claim These conditions were certainly not nmet in the
present case.

According to the first appellants the subject-matter of
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claim1l1 | acked inventive step with respect to the prior
uses E1 and E2 and the common general know edge of the
person skilled in the art. Both of these prior used

t ubul ar support el enents solved the problemw th which
the alleged invention was concerned, nanely to provide
nmeans allow ng the direct attachnent of the coupling
flange of a drive notor, and in general terns the
solution involved corresponded to that clained, nanely
providing the tubular elenents with ribs having a
preformed channel for accepting fixing bolts. In
conparison with this state of the art the clai ned
tubul ar el ement exhibited a sinpler cross-section but
of fered no other technical advantage. The person
skilled in the art had to be considered as sonmeone who
was famliar with the technol ogy of extruding al um ni um
sections. For this person the clained cross-section was
no nore than a routine devel opnent of what had al ready
been proposed, devoid of any inventive nerit.

The second appellants relied on their allegation that
t he respondents, before the priority date of the
contested patent, had sold them w thout any fetter of
confidence, a nunber of washing brushes having tubul ar
support el enents which corresponded exactly to those
illustrated in the drawi ngs of the patent
specification, so that the subject-matter of claiml

| acked novelty. In their view the evidence they had
furnished in the course of the opposition and appeal
proceedi ngs was adequate to denonstrate both the form
of the tubul ar support elenents involved and the nature
of the prior uses. If there were any remai ni ng doubts
in these respects then the offered wi tnesses shoul d be
hear d.

In reply the respondents argued substantially as
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foll ows:

The person skilled in the art would readily recognise
fromthe drawi ngs of the original application that each
of the ribs on the inner surface of the tubular support
el ement had an approxi mately sem -circul ar cross-
section. It was evident that in the region of the
junctions between the rib and the cylindrical inner
surface there was sonme departure froma true sem -
circul ar shape which was dictated by the geonetry

i nvol ved and manuf acturing considerations. This was
what the attribute "approxi mately" was intended to
cover. The person skilled in the art would also be in
no doubt fromthe original application read as a whole
that the support el enent conprised a single tubular
body of circular cross-section.

The evidence filed by the second appellants purporting
to denonstrate that the tubular support el enents of the
washi ng brushes supplied to them by the respondents in
June 1993 was conpletely unreliable. In any case, the
supply of the washing brushes, whatever their form may
have been, had been for test purposes only and
accordingly was subject to a tacit understandi ng of
confidentiality. The alleged circunstances surrounding
the disclosure of the formof the support elenments to
third parties by the second appellants were wholly
unconvi nci ng.

The argunents of the first appellants concerning the
obvi ousness of the clained subject-matter with respect
to the prior uses El1 and E2 were w thout any objective
basis and relied solely on hindsight know edge of the
invention. The fact of the matter was that with respect
to the state of the art the cross-section of the
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cl ai med support elenent represented a striking
sinmplification in which the available material of the
cross-section was distributed in an optinmal way.

Reasons for the Deci sion

3056.D

The appeals conply with the formal requirenents of
Articles 106 to 108 and Rules 1(1) and 64 EPC. They are
t heref ore adm ssi bl e.

Two of the anmendnments made to granted claiml1 to arrive
at the claimaccepted in the Opposition D vision have
been objected to by the appellants.

The first is the requirenment that the tubular support
el enent conprises a "single" extruded tubul ar body of
circular cross-section. This requirenent was added in
order to help distinguish the clained subject-matter
fromprior use E2, this support elenment conprising
coaxi al inner and outer tubul ar bodies. The appellants
argue that the "negative" feature of there being only
one tubul ar body cannot be derived fromthe absence of
a second tubul ar body in the drawi ngs of the
application. In decision T 170/87 (QJ EPO 1989, 441) it
was held that the absence of a feature in a figure

whi ch serves only to give a schematic expl anati on of
the principle of the invention could not be used as the
basis for the incorporation into a claimof a statenent
excl uding the presence of such a feature. The
circunstances considered in this decision are however
in no way conparable with those of the present case.

Al though Figure 3 of the drawings is designated as a
"schematic cross-sectional view' of the tubular el enent
there can be no doubt in the circunstances that it is
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intended to provide a definitive illustration of the
cross-section of the tubular elenent according to the
preferred enbodi nent of the invention. Equally there
can be no doubt that this preferred enbodi nent
conprises a single tubular body of circular cross-
section provided with integral longitudinal ribs on its
i nner surface.

The second anmendnment objected to by the appellants
concerns the addition of the requirenent of the ribs
"directly projecting in an approxi mately sem -circul ar
way" fromthe inner surface of the tubular elenent. As
t he Board understands it, the only sensible
interpretation of this requirenent is that each rib has
an approxi mately sem -circular cross-section. It is
common ground that if a basis for this amendnent is to
be found then it can only be sought in the draw ngs of
the original application, in particular Figure 3 as
nmenti oned above. Now, as established in decision

T 169/83 (supra), although it is in principle

perm ssible to incorporate into a claima feature only
found in the drawings of the original application, this
feature nust be clearly, unm stakably and fully
derivable fromthe drawings in terns of structure and
function by the person skilled in the art and so

rel atable by himto the content of the description as a
whole to be manifestly part of the invention. The
appel l ants argue that the clear and unm stakeabl e
derivation of an "approximate" relationship is in any
case a contradiction in terns. For the Board, that is
not necessarily true. It depends on the circunstances.
In the present case the person skilled in the art

| ooking at Figure 3 of the original application wll

i mredi ately recognise that the recess in each rib is of
circular cross-section and that the radially inner
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surface of the rib has a sem -circular profile centred
on the centre of the recess, giving a constant wall

t hi ckness in this region. The centre of the recess lies
however somewhat radially inwardly of the inner surface
of the tubular body so that the rib, in addition to its
radially inner sem-circular portion, also has
relatively short transitional portions adjacent the

i nner surface of the tubular body, where the wall

t hi ckness of the rib increases. The first question that
needs to be answered is therefore whether the shape of
rib just described can be fairly defined as having an
approxi mately sem -circul ar cross-section. In the

opi nion of the Board, having regard to the relative
extent of the sem -circular and transitional portions
of the cross-section involved, this question should be
answered in the affirmative. The second question is
whet her the person skilled in the art would discern
that the formof ribs shown in the Figure 3 of the
drawi ngs has not been nerely arbitrarily chosen at the
whi m of the draftsman but constitutes a technical
teaching related to the solution of the technical
problemw th which the clainmed invention is concerned,
nanmel y providing cheap and effective neans enabling
connection of the tubular support elenent to a drive
notor. Again, the Board sees this requirenent as being
met since the skilled person will recognise that the
simpl e and conpact formof the ribs contributes to an
optim zation of the distribution of the avail abl e
material of the cross-section of the tubul ar el enent
consi dered as a whol e.

Accordingly, the Board comes to the concl usion that
claim1 as accepted by the Opposition Division does not
of fend against Article 123(2) EPC
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| ndependently of its inpact on this issue of added
subject-matter the appellants al so argued that the use
of the term"approximately” in claim1l went against the
requirenent of Article 84 EPC that the clains be clear.
However, as expl ai ned above, it is apparent fromthe
pat ent specification considered as a whole that the
degree of departure froma sem -circular cross-section
of the rib is determ ned by technical considerations
whi ch effectively circunscribe the anbit of the term
"approxi mtely" as used in the claim This objection of
the appellants also therefore fails.

In the normal sequence of events considerations
concerning the novelty of the subject-matter of a claim
woul d be dealt with before turning to inventive step.

In the circunstances of the present case, however, it

is clearly appropriate to address first the question of
whet her the subject-matter of claim 1l is obvious having
regard to the uncontested prior uses E1l and E2, as
argued by the first appellants. In this context it
shoul d be noted that at the oral proceedings before the
Board the alleged prior use E2* was no | onger pursued.

The tubul ar support el enent of prior use El has a
conpl ex cross-section conprising three equiangularly

di sposed rib portions joined by corrugated wal |
segnents, the radial height of the corrugations
corresponding in essence to that of the ribs. Each of
the ribs is provided with a recess for receiving fixing
means by which the tubular elenent is coupled to the
coupling flange of a drive notor. The recesses are not
cl osed but are open to the radially outside surface of
the respective rib.

The tubul ar support element of prior use E2 is sinpler
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than that of prior use E1. In cross-section it
conprises inner and outer circular walls which are

i nterconnected by three bridges. Each of these bridges
has an enl arged central portion of circular cross-
section provided with a closed recess of circular
cross-section for receiving fixing nmeans.

It is evident fromprior uses E1 and E2 that the basic
i dea underyling the clainmed invention, nanely to

di spense with separate flange el enments which had to be
attached, eg by welding, to the ends of the tubular
support elenment and instead to provide neans directly
within its cross-section for receiving fixing bolts or
the like, was known in the art. It does not follow from
this, however, as the first appellants have in effect
argued, that any cross-section which achieves the sane
end, including that presently clained, is a nere design
variation devoid of an inventive nerit. The respective
cross-sections of the prior used tubular support

el ements have evidently been carefully and specifically
designed not only to provide recesses for fixing neans,
but al so having regard to the overall structural
stiffness required fromthe el ement when it is in
service. Each of themrepresents a conplete and self-
contai ned technical solution in its own right and
neither of themcan give any hint to the person skilled
inthe art that a different solution corresponding to
that cl ai mred woul d be advant ageous. As a consequence,

t he subject-matter of claim1 cannot be seen as being
obvious to the person skilled in the art having regard
to prior uses E1 and E2, this being the appropriate
yardstick for judging inventive step (Article 56 EPC)

No di fferent concl usion would be reached if account
were taken of the allegedly prior used alum nium
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tubul ar elements referred to by the first appellants in
their letter of 12 Septenber 1999. Not only are the
fields of application of the tubular elenents involved
in no way conparable to that of the clainmed subject-
matter but also are the ribs of the illustrated cross-
section neither closed, nor of approxinmately sem -
circular form

Having regard to the above it is apparent that the fate
of the contested patent depends on the alleged prior
use E3. As a starting point it is useful to establish
here the little which is comon ground between the
second appel lants and the respondents: follow ng

di scussi ons between representatives of the two
conpani es at the end of 1992 an offer to supply to the
second appel | ants washi ng brush sets conprising either
fl anged steel "pipes"” (ie tubular support elenments) or
fl angl ess al um ni um pi pes was nade by the respondents
by fax of 4 June 1993 ("Anlage E1"); in the sanme nonth
a delivery to the second appellants of two sets of
washi ng brushes was made at a total price of ITL

1 744 000 (see "Anlage E2"); in the spring of 1994,
after the priority date of the contested patent, the
second appel l ants introduced a new series of autonated
car washes incorporating washing brush sets purchased
fromthe respondents, the tubular support el enents of
t hese washi ng brushes corresponding to the contested
patent. The rest is in contention. In particular, the
respondents argue that the second appel |l ants have not
proven that the support elenents of the washing brushes
delivered before the priority date of the patent had
the formdefined in present claiml. After the length
of time that has el apsed they thensel ves are however
unfortunately not in a position to provide docunentary
evidence that this was otherw se. Furthernore, they
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contend that this initial delivery of a small nunber of
washi ng brushes was for prelimnary testing and

devel opnment only, with the consequence of a tacit

under standi ng of confidentiality between the two
conmpani es.

The Opposition Division, citing decision T 782/92 (not
published in QO EPO, found this latter contention
convi nci ng. However, the Board sees significant

di stinctions between the circunstances considered in
that earlier case and the present one. Here, there is
no indication fromthe evidence on file that the
washi ng brushes were sold to the second appell ants as
anyt hi ng other than finished products; there is no
suggestion that any joint devel opnent of the washing
brushes took place; the only purpose of the testing was
to see how the washi ng brushes perfornmed under service
conditions. Furthernore, the second appellants argue
that the area where this testing took place was
frequently visited by external custonmers for their
products under devel opnent, so that the basic
underlying requirenent for a tacit understandi ng of
confidentiality could never have existed; in the
present case, given that the devel opnent of the new
series of automated car washes was very wel| advanced,

t here had been every reason to discuss all technical
advances, wth the potential custoners including the
new form of support elenment for the washing brushes. In
contrast to the opposition proceedi ngs, where the
second appel l ants provided no evidence in this latter
respect, they have now naned the previous head of their
test departnment (M Bentenrieder) as a wtness. Thus,

if there are any remaining doubts as to whether the
sal e of the washing brushes to the second appellants in
itself constituted public prior use within the neaing
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of Article 54(2) EPC it wll be necessary to hear this
Wi t ness.

Since the Opposition Division took the view that there
had been no public prior use of the washing brushes
delivered to the second appellants in June 1993 it was
not necessary for it to make a finding on what the form
of the tubul ar support elenents of those brushes was.
In the opinion of the Board there is still, despite the
subm ssion of further docunentary evidence, room for
resi dual doubt here. The only piece of evidence
purportedly dating frombefore the priority date of the
pat ent whi ch shows a cross-section directly equival ent
to that of Figure 3 of the patent specification is

"Anl age 1/4" to a fax fromthe respondents to the
appellants with a date of typing of 12 Cctober 1993.
However, neither the content of this fax, not the

ci rcunst ances surrounding why it was sent, are
sufficiently clear to allow a definitive correlation
bet ween the cross-section showmn in "Anlage 1/4" and the
formof the support el enents of the washing brushes
actually delivered in June 1993. Aware of the relative
weakness of the documentary evidence which they could
supply, after all they were not the manufacturers of

t he products invol ved, the second appell ants had

al ready naned in their notice of opposition M Schwab
as a witness in this respect. In view of the decision
that the Opposition Division arrived at it was not
necessary for himto be heard. This is however

unavoi dabl e now.

For conpleteness it is necessary for the Board to deal
with three further nore peripheral aspects of the case
made out by the second appellants. The first is that

the neeting in Decenber 1992 between enpl oyees of the
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two conpani es involved, at which the possibility of

fl angel ess al um ni um support el enents was di scussed,

al ready constituted a public prior use of the
invention. Notwithstanding the difficulty in
establishing with sufficient certainty what was
acutally di scussed and on what basis, the Board is in
any case of the opinion that the contents of such an
exploratory discussion is subject to inplicit
confidentiality. The second is that the fax dated

12 COctober 1993 (if that indeed was when it was sent)
not only represented significant evidence as to the
formof the support elenments of the washing brushes

whi ch has been delivered, for which purpose it had
originally been filed, but also in itself constituted a
prior publication of the clainmed invention. As already
i ndi cat ed above the circunstances concerning the
sending of this fax are however obscure and there can
be no suggestion of it constituting a publication in
any normal sense. Lastly, the further alleged prior use
mentioned briefly in the statenent of grounds of appeal
was expl ained at the oral proceedi ngs as bei ng by way
of a false delivery to another conmpany of washi ng
brushes, having tubul ar support el enments as cl ai ned,

i ntended for the second appellants. The circunstances
surrounding this alleged prior use are so nebul ous that
the Board saw no reason to depart fromits already
signalled intention not to admt this into the

pr oceedi ngs.

In summary, therefore, the Board conmes to the
conclusion that the issues surrounding the all eged
prior use E3 can only be satisfactorily clarified by
hearing M Schwab and possibly M Bentenrieder. In the
circunstances it is appropriate that this be done by
the Opposition Division rather than the Board itself in
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order to allow the questions involved to be aired fully
before two instances.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance for further
prosecuti on.

The Regi strar: The Chai r man:

S. Fabi ani F. Gunbel
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