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Summary of Facts and Subm ssi ons

The present appeal is nmade by the patent proprietor
(appel | ant) agai nst the decision of the opposition
di vi si on revoki ng European patent No. 412 751
(application No. 90 308 633.8).

1. I n the decision under appeal, the opposition division
found that the independent clains at that tine under
consi deration offended against Article 123(2) EPC
because they contai ned subject nmatter extending beyond
the content of the application as filed and were
rendered uncl ear by anended features contrary to
Article 84 EPC

L1l In the statenent of appeal, the appellant requested
mai nt enance of the patent based on anended cl ai ns and
referral of the case back to the opposition division
for consideration of novelty and inventive step and on
an auxiliary basis oral proceedings. In the reply to
the statenment of appeal the respondent (opponent)
requested di sm ssal of the appeal and on an auxiliary
basi s oral proceedings.

| V. The appeal board issued a sumons to oral proceedings
consequent to the auxiliary requests of the parties.
The board indicated that, dependent on the outcone of
the discussion relating to adm ssibility of the
amendnments in the clainms (Article 123(2) EPC) and
clarity (Article 84 EPC), it could envisage al so
hearing the cases of the parties on any other
out st andi ng i ssues, including novelty, inventive step
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and the late filing of docunents, subm ssions of the
parties already being present in at |east the first
instance file. During the oral proceedings, the
appel l ant submtted a nain and auxiliary request, the
wor di ng of the independent clainms of which is as
fol | ows:

Mai n Request

A lens having diffractive power, front (48) and back
(46) focal distances, and an optical axis (16), said
diffractive power being produced by a plurality of
diffractive zones, produced by an optical step,
characterised by a first of said diffractive zones
havi ng an optical step (52) with an optical height

sel ected such that a relative phase shift of 2jp at a
poi nt on said optical axis a distance fromthe |ens
equal to said back focal distance wll be introduced
between two [ight rays of a design wavel ength emanati ng
froma point source (22) on said optical axis at a

di stance fromsaid |l ens equal to said front foca

di stance and striking said lens imedi ately on opposite
sides of said optical step of said first zone and a
second of said diffractive zones, disposed outside the
first zone relative to the optical axis, having an
optical step (62) with an optical height selected such
that a relative phase shift of 2kp at a point on said
optical axis a distance fromthe lens equal to said
back focal distance will be introduced between two rays
of light of said design wavel ength emanating from a
poi nt source (22) on said optical axis at a distance
fromsaid | ens equal to said front focal distance and
striking said lens immedi ately on opposite sides of



0616. D

- 3 - T 0250/ 99

said optical step of said second zone, where j and k
are unequal non-zero integers, said first zone having a
width equal to the width of j corresponding zones of a
diffractive |l ens having succeeding diffractive zones,
each zone becom ng progressively snmaller than the
precedi ng one, and said second zone having a wdth
equal to the width of k correspondi ng zones of the
diffractive |l ens having succeeding diffractive zones,
each zone becom ng progressively snmaller than the
precedi ng one, the widths of the first and second zones

bei ng unequal and k being greater than j.

(Note: Bold typeface has been added by the board for
ease of identifying wording differing fromclaim1 as
gr ant ed)

Auxi | i ary Request

The auxiliary request differs fromthe main request by
insertion of the word "kinoform as second word (i.e.
between "A" and "lens" in the first line of the main
request).

The argunents of the appellant can be sunmari sed as
fol | ows.

The invention is based on finding that the outer zones
of the lens may be increased in width by creating a
superzone, thus overcomng the Iimtation on production
i nposed by the narrowness of the conventional zones.
The whol e teaching of the specification is that the
second zone is disposed outside the inner where the
former becones too narrow to produce. The subj ect
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matter clained is supported by the docunents as fil ed.

The sentence in lines 12 to 15 of colum 5 recites that
the problemof the snmall size of the outer zones is
avoi ded by conbi ni ng what woul d have been two or nore
zones according to prior art into a single zone and
this is what is nmeant by "correspondi ng".

VWil e the appel |l ant appreciated the interest of the
board in resolving the case as speedily as possible,
t he appell ant neverthel ess preferred to have the
opportunity of presenting its case as to novelty and
I nventive step before two I evels of jurisdiction.

The respondent requested dism ssal of the appeal and
subm tted argunents, which can be summarised as
fol | ows.

The di scl osure of superzones in the patent relates to
hei ght only and not wdth, for exanple colum 5,

line 35 relates plainly to height, width is not
nmentioned. Therefore a generalisation of the invention
inrelation to the zone widths but relying on different
zone heights does not follow fromthe particul ar

di scl osure of a width equal to two zones in |lines 26
and 27 of colum 5 of the patent.

Each zone has only one step and so far as the |lens
described with reference to Figure 1 is concerned, the
zone geonetry is defined by the equation in |line 35 of
colum 4, wherein the role of R, is not clear although
it could represent an offset. The claimat issue is not
however cl ear because the word "correspondi ng" normally
nmeans to the skilled person that "simlar or identica



VII.

- 5 - T 0250/ 99

given factors are present (ahnliche oder gleiche
CGegebenhei ten vorliegen)", yet in the present claimthe
criteria of correspondence in respect of the
"correspondi ng zones of a diffractive |lens" are
obscure, this obscurity being further conpounded by the
presence of the unreferenced zone between 60 and 62 in
Fi gure 2.

At the end of the oral proceedings, the appeal board
gave its deci sion.

Reasons for the Deci sion

2.2

0616. D

The appeal conplies with the provisions nmentioned in
Rul e 65(1) EPC and is therefore adm ssi bl e.

Article 123 EPC

Claiml differs fromclaim1l as granted by virtue of
(1) the features after "non-zero integers," (2) the
recitation that the second zone is disposed outside the
first zone and (3) replacenent of the references to "at
| east one optical step () each” by "an optical step".
The word "sai d" has been replaced by "the" in the
phrase follow ng "2kp", i.e. in the phrase "a distance

fromthe | ens".

The features specified in point 2.1(1) and (2) further
restrict the lens clained. "An optical step" as
specified in point 2.1(3) is included within the
wordi ng "at | east one optical step” and repl acenent of
"sai d" by "the" anmounts in both cases nerely to a
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reference to the antecedent basis in the claimof the

feature concerned. Accordingly, the anmendnents nade to
claim1 do not extend the scope of protection conferred
and are thus in accordance with the Article 123(3) EPC

The sentence in lines 31 to 33 of colum 4 of the
patent as granted (corresponding to colum 5, |ines 26
to 27 of the "A" publication) and relating to the prior
art of Figure 1 recites that each zone becones
progressively snmaller than the proceedi ng one. The
reference to "diffractive | ens having succeeding
diffractive zones, each zone becom ng progressively
smal l er than the preceding one" in the anmended claimis
a semantically precise way of expressing the procession
of the progressively snmaller sizes as expressed in the
descri ption.

According to the patent, manufacturing smaller zone

wi dths further fromthe optical axis (colum 1,

lines 48 to 49 (corresponding to lines 51 to 53 in
colum 1 and of the "A" publication))is hard. The
problemis again addressed in colum 4, lines 41 to 46
(colum 5, lines 36 to 41 of the "A" publication) where
it is recited that because of the extrenely snmall size
of such outer zones it is very difficult to manufacture
them The problemof small size is taught in lines 12
to 15 of colum 5 (lines 8 to 11 of colum 6 of the "A"
publ i cati on) as being avoi ded by conbi ni ng what woul d
have been two or nore (enphasis added by the board)
zones according to the prior art into a single zone.
The patent introduces the word superzone for a conbi ned
single zone corresponding to nore than one zone of a
prior art lens (colum 5, lines 21 to 23 (lines 18 to
20 of columm 6 of the "A" publication)). It not
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di sputed by the parties that it is explicit from

lines 25 to 29 of colum 5 of the patent (corresponding
to lines 22 to 26 in colum 6 of the "A" publication)
that, in the case of two zones, the width of the single
conbi ned zone is that of two unconbi ned zones. In the
patent this is expressed as each of the zones (the
conmbi ned single or superzones) having a width equal to
two zones of a prior art |lens and steps having an
optical height equal to two tines the design

wavel engt h. A superzone corresponding to three
diffractive zones (columm 5, line 35 of the detailed
description (corresponding to lines 26 to 27 of the "A"
publication)) of a prior art lens is then explained as
havi ng an optical height equal to three tines the
desi gn wavel ength. Al though no specific recitation of
the wdth of this superzone is given, the skilled
person derives directly and unanbi guously fromthe
recitation of two or nore and the entire thrust of the
patent application as filed relating to the conbined or
super zones overconm ng the problemof a too snmall w dth,
that the width of this superzone is indeed that of
three zones of a prior art lens. This relationship is
directly and unanbi guously derivable for |arger nunbers
than three by virtue of the term"or nore" and for
exanple colum 6, lines 11 to 13 (lines 10 to 13 of
colum 7 of the "A" publication) reciting that there is
no requi renment that superzones cannot be associ ated
wWith nore than three prior art zones. Accordingly, the
skilled person derives the features specified in 2.1(1)
and (2) above directly and unanbi guously fromthe
docunents as filed.

Since a zone conprises one optical step in the
enbodi nent of the invention, the skilled person derives
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the feature concerning an optical step (see

point 2.1(3) above) directly and unanbi guously fromthe
docunents as filed. No substantive change is added by
the changing of "said" to "the". The remaining
unanmended features of the claimderive for exanple from
claim10 as fil ed.

Therefore, the board is convinced that the skilled
person derives the subject matter of claim1l of the
mai N request directly and unanbi guously fromthe
docunents as filed and that therefore the requirenent
of Article 123(2) is satisfied.

Article 84 EPC

Inits present wording, claiml recites clearly that a
zone has an optical step. The diffractive lens is
clained with reference to a diffractive | ens having
succeeding diffractive zones, each zone becomn ng
progressively snmaller than the precedi ng one. The
equation in line 35 of colum 4 is not however present
in the claimand therefore its paraneter R, i s not
relevant to clarity of the amendnents effected to the
cl ai m

The understandi ng of the respondent ("simlar or
identical given factors are present") concerning the
wording "a wdth equal to the width of j correspondi ng
zones of a diffractive lens” is inline with the
teaching of the patent specification (see point 3.2
above) and thus, after amendnent of the claim does not
give rise to obscurity of the criterion "width" as
taught by the docunents as fil ed.
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4.3 VWil e there are sonme errors in nonenclature and
nunbering in the description of the patent
specification (see for exanple the references 70, 72
and 74 in lines 29 to 34 of colum 5 of the description
(corresponding to lines 26 to 31 of colum 5 of the "A"
publication) or the om ssion of a reference nuneral for
the zone between 60 and 62 in Figure 2), these errors
do not detract from an understandi ng of the description
by the skilled person consistent with the clains having
regard to the whole of the patent application as fil ed.

4.4 Therefore the board is satisfied that claim1 as
amended is clear wthin the nmeaning of Article 84 EPC.

5. Article 111 EPC

5.1 The present decision concerns only claiml of the main
request. Since neither issues relating for exanple to
novelty or to inventive step nor even relating to any
possi bl e further anendnent of the clains have been
addressed, it is appropriate to exercise the discretion
of the Board under Article 111(1) EPC and to remt the
case back to the first instance, in particular so as to
allow the cases of the parties in relation to al
remai ni ng i ssues in the present case to be exam ned at
two levels of jurisdiction and thus not to deprive the
parties of one such |level of jurisdiction.

O der

For these reasons it I s decided that:
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1. The deci si on under appeal is set aside.

2. The case is remtted to the first instance for further
prosecution on the basis of claim1l according to the
mai n request.

The Regi strar: The Chai r man:

P. Martorana E. Turrini
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