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Summary of Facts and Subm ssi ons
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Eur opean patent No. 0 667 949 was granted on

19 Decenber 1996 in response to International
application WO 94/ 11694 with 19 clains of which
i ndependant claim 1l reads as foll ows:

"1.

Cl eani ng apparatus for cleaning heat transfer
surfaces in a heat exchanger and capabl e of
handl i ng several cleaning nmediuns of different
characteristics, said cleaning apparatus
conprising outlet neans (6) incorporating nozzle
means (21, 22) for discharging cleaning nedi uns
onto said heat transfer surfaces, conduit means
(5, 23) for delivering cleaning nmediuns to said
outlet means (6) and inlet neans (19, 28) for
suppl ying cl eaning nmediuns to the conduit neans
(5, 23), said nozzle conprising two sets (21A,
22A) of discharge nozzles each of which sets is
associated with a respective cleaning nmediuma
first one of said nozzle sets (21A) having nozzles
(21) for the discharge of relatively higher
pressure nedium while the second nozzle set (22A)
has nozzles (22) of relatively larger throat

di anmeter serving for the discharge of relatively

| ower pressure nmedium said nozzle sets (21A, 22A)
bei ng adapted for fluid comunication with
separate respective conduit means (23, 5) whereby
each nozzle set receives its respective cl eaning
medi um characterised in that said second nozzle

set (22A) for the | ower pressure nmediumis |ocated
downstream of said first nozzle set (21A) for the
hi gher pressure nedium and in that nozzles (22)
of said second set (22A) are arranged coaxially
wi th nozzles (21) of said first set (21A) whereby
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cl eani ng medi um di scharge fromthe first nozzle
set (21A) passes through the throats of the
nozzl es (22) of the second nozzle set (22A) so
enabl i ng cl eani ng nedi um di scharged sel ectively
fromboth the nozzle sets (21A, 22A) to pass from
the outlet neans (6) w thout substanti al
obstruction."

Notice of the grant of the patent was given on
29 January in European Bulletin 1997/05.

The respondent (opponent) filed a notice of opposition
agai nst the European patent on 10 Cctober 1997 payi ng
the opposition fee on the sane day and requesting
revocation of the whole patent on the basis of

opposi tion grounds Article 100(a) EPC - |ack of novelty
and inventive step with regard to a public prior use -
and Article 100(b) EPC - lack of sufficient disclosure
of the invention.

The notice of opposition, after having sunmarised the
different characteristics of claim1l and concl uded t hat
the alleged invention lies in features (f) and (Qg)

only, sets out the following with regard to the all eged
prior use:

"2. The opponents will contend that they, the
opponents, cooperated with the patentees, then known as
Clyde Blowers Plc, in the provision of Ljungstrom Heat
Exchangers, together with Soot Blowers. Qur clients
were providing this equi pnent for Babcock Energy
Limted for installation in a nunber of different power
stations. The opponents placed orders with the
patentees well before the earliest priority date

(11 Novenber 1993) to supply Soot Bl ow ng devices to
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the Drax FGD plant in the United Kingdom to Ratcliffe
FDG plant in the United Kingdom and to the Naantal
FGD pl ant in Finland.

3. The opponents will contend that these sales were
all in connection with equi pmrent which falls wholly
within all of the clains of European Patent

No. O 667 949, and that the actual sales, at |east as
far as the Drax plant were concerned, took place in
1991.

4. There is filed herewith copi es of correspondence
in 1990 on the subject of these sal es between

M RJ Smth of the patentees and M MCul |l um of the
opponents, copies of the drawi ngs sent from

M D J Dickie of the patentees to M Chirrey of the
opponents in Novenber 1990, and further correspondence
wi th Babcock Energy Limted in connection with these
matters.

5. The opponents will contend that this docunentation
all clearly shows that Soot Bl owers exactly as clai ned
in European Patent No. O 667 949 were freely avail able
in a non-confidential manner to the opponents, to
Babcock Energy, and to the ultimte custoners.

6. While all of the clains of European Patent

No. 0 667 949 have not been anal ysed herein, the
opponents will contend that the attached docunentation
makes it clear that the features of each and every one
of Claims 1 to 19 are fully disclosed and were freely
avail able to the public well before 11 Novenber 1993,
and that the clainms therefore are fully anticipated and
are therefore open to objection under Article 52(1) and
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Article 54 EPC and/ or do not involve an inventive step
and therefore are open to objection under Article 52(1)
EPC and Article 56."

The attached docunentation consists of 41 pages.

Wth regard to Article 100(b) EPC the notice of
opposition sets out the follow ng:

"7. The opponents will contend that the specification
of patent 0 667 949 does not disclose the
invention sufficiently clearly and conpletely for
it to be carried out by a person skilled in the
art, because, inter alia, it fails to identify the
prior art nmentioned herein and what technical
probl em ari ses fromsuch prior art and what
solution is proposed by the alleged invention."

| V. The appel l ant (patentee) objected to the adm ssibility
of the opposition because of |ack of substantiation.

V. Wth decision of 28 Decenber 1998 the opposition
di vi sion revoked the patent holding that the opposition
had been adequately substanti ated and was admi ssi bl e
and that the patent |acked novelty with regard to the
al l eged public prior use.

VI . Agai nst this decision the appellant filed a notice of
appeal on 5 March 1999 paying the appeal fee on the
same day. In its statenent of grounds of appeal
received on 7 May 1999 the appellant pursued further
its allegation that the opposition was not adm ssible
due to | ack of substantiation.

3207.D Y A
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Wth the comrunication of 9 May 2001 the board i nforned
the parties of its prelimnary assessnent of the case,
namely that - contrary to the findings of the
opposition division - the notice of opposition seened
not to be sufficiently substanti at ed.

By letter of 2 October 2001 the respondent withdrew its
opposi tion.

The appel |l ant requested that the decision be set aside
and that the opposition be rejected as inadm ssible,
auxiliarily oral proceedings, and award of costs.

Reasons for the Decision

1

3207.D

The appeal is adm ssible.

The fact that the respondent has withdrawn its
opposition in the appeal proceedings is of no direct
significance in ternms of procedural |aw since the

pat ent has been revoked by the opposition division and
the patent proprietor is the appellant (T 629/90, QJ
EPO 1992, 654). Therefore, the board has to further
prosecute the appeal proceedi ngs and deci de on the
appeal .

The adm ssibility of the opposition being an

i ndi spensabl e procedural requirenment for any
substantive exam nation of the opposition subm ssions
has to be checked ex officio in every phase of the
opposi ti on and ensui ng appeal proceedi ngs.

In the case under consideration this point was already
rai sed by the appellant inits reply to the notice of
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opposi tion.

Pursuant to Article 99(1) sentence 2, EPC, notice of
opposition shall be filed in a witten reasoned
statenment. The content of this statenent is prescribed
in Rule 55(c) EPC according to which it nust indicate

(1) the extent to which the patent is opposed;

(i) t he grounds on which the opposition is based;

(tii) the facts, evidence and argunents presented in
support of these grounds.

Whereas the first two requirenents are fulfilled - the
patent is opposed in it entirety and the opposition
grounds are expressly invoked there is |ack of
substantiation with regard to the two all eged

opposi tion grounds, Article 100(a) and (b) EPC,

Decision T 222/85 (QJ, EPO 1988, 128) has interpreted
the third requirenent in that it nust be ensured that
the notice of opposition sets out the opponent's case
sufficiently so that both the patentee and the

opposi tion division know what that case is. Dependi ng
upon the circunstances of each individual case this
requirenment will only be satisfied if there is
sufficient indication of the relevant "facts, evidence
and argunents” (ie relevant to the extent of the patent
whi ch i s opposed), for the reasoning and nmerits of the
opponent's case in relation to the grounds of
opposition relied upon to be properly understood by the
opposition division and the patentee. This nust be
assessed on an objective basis, fromthe point of view
of a reasonably skilled person in the art to which the
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opposed patent rel ates.

This interpretati on has been taken over by nunerous
deci si ons and has thus becone well established case
| aw.

The fact that the respondent contended that they
cooperated with the appellant in the provision of heat
exchangers together with soot blowers and that thus the
appel l ant seened to be famliar with the alleged prior
use, does not rel ease the respondent from properly
substantiating the notice of opposition in order to
fulfill the requirenent of Rule 55(c) EPC.

Wth regard to the substantiation of a public prior use
the third requirenent of Rule 55(c) EPCis satisfied if
t he opposition division (and the patent proprietor) are
able to determne the follow ng details:

(a) the date on which the all eged use occurred,

(b) what has been used, in order to determ ne whether
the object in prior use is identical with or
simlar to the subject-matter of the contested
pat ent,

(c) all the circunstances relating to the use, by
which it was nade available to the public, as for
exanpl e the place of use and the formof use (see
decision T 328/87, QJ EPO 1992, 701; T 93/89, J
92, 718; T 786/95).

Wth regard to criterion (a) the notice of opposition
specifies under point 3 that sales took place in 1991.
As evi dence copies of correspondence (including
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drawi ngs) between identified persons fromthe patentee,
t he opponent and the custoner were indicated and filed
(point 4 in the notice of opposition) wthout, however,
assigning particul ar pages or passages of the 41 pages
filed as evidence to the allegation of date, so that

t he opposition division was forced to read the whol e
docunentation in order to find the correspondi ng

evi dence.

This does not conply with the requirenment of sufficient
i ndi cation of evidence.

Criterion (b) is not fulfilled at all, since the object
of the use is not described. The notice of opposition
anounts to nothing nore than the contention that the
equi pnent used "falls wholly within all of the clains"
of the contested patent and that the attached
docunent ati on nmakes that clear, w thout, again,

speci fying which parts of the docunentation

An abstract circunscription of the object of the prior
use by reference to the wording of the clainms is not
sufficient because then it cannot be established

whet her the object of the prior use is identical with
or simlar to the subject-matter of the clains (see
decision of the board T 28/93). Also the drawings filed
as part of the evidence cannot |ead further since they
are not comented on and are not conpared to the
features of the clains of the contested patent, nor to
its draw ngs.

The concl usion of the Opposition Division in the
framework of the admissibility check that fromthe
attached drawings "it is credible that the two sets of
nozzl es work with higher and | ower pressure so that it
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can be expected that the subject-matter of the alleged
prior use and that of the contested patent are
identical"™ which is repeated exactly in the passage for
t he exam nation of the prior use as to substance, where
it would belong, lacks its basis since the respondent
di d not even substantiate this point in the notice of
opposi tion.

Criterion (c) contrary to the opposition division's
eval uati ons, does not seemto have been fulfilled
either, since the allegation that the soot blowers in
guestion are freely available in a non-confidential
manner has al so not been substantiated, |et alone
supported by a precise indication of evidence. In
particular, no explanation was given as to the
relationship of the different firnms involved. The
all egation that sales took place in 1991 is also too
vague in particular since again, no indication of

evi dence is given.

However, since the subject-matter of the prior use has
not been substantiated, the availability of the prior
use to the public does in fact not need any further
eval uati on.

The allegations in respect of Article 100(b) EPC
concern objections which do not fall under this

provi sion. For the teaching how the invention is to be
carried out no identification of prior art and of the
problens arising fromit is necessary nor the
identification of the solution proposed by the

i nvention under consideration. Those considerations
relate nore to the evaluation of inventive step in view
of the prior art.
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For the requirement pursuant to Article 100(b) the only
guestion which has to be exam ned is whether there is
sufficient disclosure in the patent specification in
order to carry out the invention. This problem has not
been approached in the notice of opposition. Therefore,
t hese al |l egati ons cannot establish adm ssibility of the
notice of opposition (conpare T 134/88).

5. Since neither of the alleged opposition grounds has
been substantiated, the appeal has to succeed.

6. Wth regard to the award of costs it is stipulated in
Article 104(1) EPC that each party to the proceedi ngs
shall nmeet the costs he has incurred unless, for
reasons of equity, a different apportionnent of costs
incurred during taking of evidence or in oral
proceedi ngs i s ordered.

The appel |l ant has forwarded no reasons for this request
and the board cannot see that any of the requirenents

of the above provision is fulfilled. Therefore, the
request has to be refused.

Or der

For these reasons, it is decided that:

1. The deci sion under appeal is set aside.
2. The opposition is rejected as inadm ssible.
3. The request for the apportionnment of costs is refused.

3207.D
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The Regi strar: The Chai r man:

A. Counillon C T. WIson
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