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Summary of Facts and Subm ssi ons

The present appeal is made by the patent proprietor
(=appel | ant) agai nst the decision of the opposition
di vi si on revoki ng European patent No. 344 308
(application No. 87 907 344.3, date of filing 06
Novenber 1987, designated states CH, DE, FR GB, IT,
LI, NL).

. Anongst others, the follow ng docunments were referred
to in the decision under appeal.

Dl: EP-A-0 259 189 (date of publication 16 March 1988,
date of filing 7 Septenber 1987, designated states
DE, FR, GB, IT, NL), and

D5: GB-A-2 078 385 (date of publication 6 January
1982) .

The opposition division established that docunent D1
falls within the terns of Article 54(3) EPC for
contracting states DE, FR, GB, IT and NL. The division
found that docunent D1 does not disclose a

pol ynmeri sation tenperature of the | ow nol ecul ar wei ght
polymer in the range of 190°-230°C. The sel ection of

t he pol ynerisation tenperature was not however cruci al
in docunent D1, it being known that other process
paranmeters may be varied to obtain a specific nol ecul ar
wei ght. Moreover there was no evidence that the
selection of this tenperature results in a final vinyl
pol ymer having different properties indicating
structural nodifications conpared to the vinyl polyner
of document D1. Accordingly for the states DE, FR GB,
| T and NL, the subject matter of claim1l of the patent
as granted is not new. Docunent D5 discloses a toner
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resin conprising, as the main resin, a vinyl polyner
obtained by a two step polynerisation starting with a
hi gh or | ow nol ecul ar wei ght pre-polynmer. No evidence
had been provided during the opposition proceedi ngs of
differing product paraneters of the subject matter of
claim1l of the patent as granted, which subject matter
is not new over the disclosure of docunent D5. The

di vi sion decided that claim1 of auxiliary request 2
was not al |l owabl e under Article 123(3) since it
contained only parts of Exanple 1.

In the statenment of appeal, the appellant requested the
mai nt enance of the patent as granted or as anended
during the course of the appeal proceedi ngs and oral
proceedi ngs shoul d the board be unable to grant the
request of the appellant in witten proceedi ngs. The
appellant filed an experinental report with the
statenent of appeal, submtting that this clearly
showed that the tenperature of polynerisation results
in adifferent toner resin to those shown in docunent
D1 or D5.

The respondent (=opponent) requested the board to

di smi ss the appeal of the appellant and on an auxiliary
basi s oral proceedings. The respondent filed a data
sheet with the reply to the statenment of appeal. The
data sheet was submitted to show that different toner
properties are largely affected by other polynerisation
conditions, particularly difference in conditions for
removing volatile matter fromthe toner resin. The
respondent al so nade reference to a data sheet filed
during the opposition proceedings and relating to
docunent Dl1. The difference in tenperature between the
known val ue of 180°C and the clainmed value of 190°C was
submtted to be too small to play a significant role.
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A further experinental report together with conments
was filed in response by the appellant. Attention was
drawn to charge distribution not being dependent on the
| evel of residual volatile matters.

Oral proceedi ngs were appoi nted, consequent to the
auxiliary requests of the parties. In a conmuni cation
acconpanyi ng the summons, the board expressed the view
that it appeared fromgraphs relating to charge

di stribution according to the experinental reports
filed by the appellant that differences in charge

di stribution characteristics may result from

nodi fication of the process tenperature paraneters.

During the oral proceedings, the respondent explained
that a tenperature of 180°C (docunent Dl1) is very close
to 190°C as required by claim1l of the patent and
queried why no theoretical reason had been given by the
appellant as to why the polynerisation tenperature
affects charge distribution of the toner. The appel | ant
replied that the tenperature had been recogni sed as
inmportant in the patent and a possible reason for the

i nproved charge distribution of the toner is that the
hi gher tenperature of polynerisation reduces the spread
of nol ecul ar wei ghts.

At the end of the oral proceedings, the appeal board
gave its decision on the basis of the requests put
bef ore the Board.

The appel | ant requested that the decision under appeal
be set aside and that the patent be maintained
unanended, or as auxiliary requests 1 to 5, on the
basis of one of the sets of clains filed as auxiliary
requests 1 to 5. The clains 1 of the requests before
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the board are worded as foll ows: -

Mai n request

A toner resin conprising as a principal conmponent a

pol ymer obtai nable by the process conprising the steps
of dissolving (A) 20-80 parts by weight of a | ow

nol ecul ar vinyl polymer having a nunber average

nol ecul ar wei ght of 1 000-5 000 and a glass transition
tenperature (Tg) of 40-75°C, and obtained by

pol ymeri sation at 190-230°C, in (B) 80-20 parts by

wei ght of vinyl nonomers, the sumof said | ow nol ecul ar
vi nyl nonomer and vinyl nononers being 100 parts by

wei ght, and m xing therewith 0.01-5 parts by wei ght of
a polynerization initiator and 0-3 parts by weight of a
crosslinking agent, dispersing the resultant m xture in
an aqueous system and then polynerizing the sane.

First auxiliary request

Claim1l1l of this request differs fromthe main request
by repl acenment of "obtained by polynerisation at 190-
230°C" by "obtained by solution polynerisation at 190-
230°C under pressure with a polynerisation initiator
present".

Second auxiliary request

Claim1l1l of this request differs fromthe main request
by repl acenment of "obtained by polynerisation at 190-
230°C' by "obtainable by solution polynerisation in the
presence of 0.5 parts of di-t-butyl peroxide per 100
parts of styrene in a m xed sol vent conposed of 70
parts of styrene and 30 parts of a m xed sol vent of

xyl ene and et hyl benzene charged continuously at a rate



- 5 - T 0208/ 99

of 750 cc/hr into a 5| reactor whose internal

tenperature and pressure were naintained at 190-230°C
and 5.9 bar".

Third auxiliary request

Claim1l1l of this request corresponds in substance to
claims 1 and 7 as granted.

Fourth auxiliary request

Claim1l of this request corresponds in substance to
clainms 1, 7 and 9 as grant ed.

Fifth auxiliary request
Claiml1l of this request is directed to a nethod for the

preparation of a toner resin conprising as a princi pal
conponent a pol yner obtained by the process conprising

the steps of (a) dissolving ...(as main request)...
crosslinking agent; (b) dispersing ...(as nmain
request)... aqueous system and (c) polynerising the

aqueous di spersed m xture of (b).

Reasons for the Decision

1. The appeal conplies with the provisions nmentioned in
Rul e 65(1) EPC and is therefore adm ssible.

Mai n Request

2. Article 54(3) EPC- Novelty with respect to docunent D1

2.1 Having regard to the date of filing and publication of

2187.D Y A
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docunent D1 in relation to the patent in dispute, it is
conprised within the state of the art within the
meani ng of Article 54(3) EPC for contracting states DE
FR, GB, IT and NL. Reference to docunment D1, for
exanple to clainms 15, 16, 32 and 39, cited by the
opposition division in the decision under appeal,
reveals the toner resin therein disclosed involves the
foll ow ng features.

A toner resin conprising a vinyl-type polyner or

copol ymer prepared by formng a first polynmer which has
a glass transition point of 50°C or higher and provides
a nol ecul ar wei ght distribution thereof according to
GPC such that there is a main peak in the nol ecul ar

wei ght range of 2 000 to 10 000 and has a ratio (Mw Wn)
of wei ght-average nol ecul ar wei ght (M) / nunber - aver age
nol ecul ar wei ght (M) less than or equal to 3.5; and
subj ecting a polynerisable nonomer with the first

pol ymer dissolved therein to suspension polynerizati on,
t he nmononer conposition contains a vinyl type nononer
as the polynerisable nmononer and a divinyl type nononer
as the crosslinking agent the suspension pol ynerization
bei ng effected by using 10-90 parts by weight of the
pol ynmeri sabl e nononer per 100 parts by weight of the
aqueous di spersion nedi um

Docunent D1 rmakes however no reference to the | ow

nmol ecul ar wei ght vinyl pol yner bei ng obtained by

pol yneri sation at 190-230°C, on the contrary, the
tenperature range nentioned in claim36 is 70-180°C and
as far as for exanple the specific Exanples 1 to 4, 6
and 15 to 19 cited by the respondent and nentioned in

t he deci sion under appeal are concerned, tenperatures
of typically 148-156°C are used. There has in fact
never been any di spute anpongst the parties that the
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claimed tenperature range is not to be found in
docunent D1, the respondent only arguing that other
tenperatures were possible. Wether or not 180°C is
"close" or not to 190°C does not bear on novelty
because novelty is present sinply because the val ues
being different.

Nevert hel ess, in accordance with established case |aw
of the Boards of Appeal, also reflected in section
Clll, 4.7b of the Guidelines, a process feature can
only contribute to the novelty of a product claim
insofar as it gives rise to a distinct and identifiable
characteristic of the product. In this situation,
novelty is provided by the tenperature range of 190-
230°C only if a detectable difference in the final
product is caused thereby. The appeal is based on
showi ng that a difference at |east in charge

di stribution properties does exist and relies on
experinmental data relating to toner T-1 prepared
according to Exanple 1 of the patent as conpared with
toner resin T-2 prepared according to Exanple 1 of
docunent D1 or T-2' further involving a volatile matter
renoval follow ng that of toner T-1.

The main thrust of the subm ssions of the respondent in
the present case is not that the difference in charge
di stribution properties does not exist, since this is
acknow edged (see for exanple the third Iine on page 2
of the response of the respondent to the appeal
statenent). The respondents line of attack is based on
the argunent that many different paraneters in the
production of the toner can provide the difference in
charge distribution and that accordingly, if (a) such
paraneters are not satisfied (in particular, volatile
matter content) by toner resins falling within the
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anbit of claim1l1, then the difference is not achieved
or (b) the paraneters are net in the prior art even
wi t hout the high tenperature, then a toner resin with
the sane properties is produced. In other words, the
relation of the high tenperature to the different
magneti c distribution property is chall enged. The
respondent draws attention to toners T-1, Il and I
according to the data sheet of its own experinents
filed in the appeal proceedings and relating to
Exanple 1 of the patent as well as the experinental
data filed in the opposition proceedings relating to
toners T-1 and T-2 relating to docunent Dl in support
of this position.

In the present case, the pertinence of the |arge
guantity of experinmental data filed by the parties to
t he teachings of the patent and docunment D1 can be
assessed by analysing its closeness thereto. In the
case of toner T-1 (appellant) and toner T-1I
(respondent), the procedure follows closely that of
Exanple 1 of the patent and therefore the board views
the data concerned as pertinent. The sane applies to
resin T-2 (appellant) and toner T-1 (respondent-

opposi tion proceedings) in connection with docunent DL.
However the other cases show di vergence fromthe
exanples in the patent or docunent D1, as the case may
be, and the board considers themless pertinent.

So far as the nore pertinent data is concerned, the
difference in charge distribution is shown by conparing
toners T-1 and T-2 in Figure 1 of the experinental
report as argued by the appellants. There is no reason
di scl osed by the data of the respondent relating to
resin T-1 or toner T-1 to doubt this difference.
Therefore, the data supplied by the respondent does not
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chal I enge the rel evance of the high tenperature to the
difference in charge distribution. Thus the result of
consideration of the nore pertinent data is that a

di stinct and identifiable characteristic providing
novelty of the toner resin exists.

So far as the |ess pertinent data is concerned, the
conflicting data provided by the parties does not
persuade the board that no difference in properties
exists for the follow ng reasons. The data provided by
t he respondent in the appeal proceedings, i.e. toner
T-11 and T-111, results fromconjecture about residual
volatile matter in Exanple 1 of the patent. Since no
specific information is given in relation to charge

di stribution of Exanple 1 of D1 and Toner T-11 and |11
no rel evance thereto can be identified. Furthernore,
the data concerned is countered by that of the patentee
inrelation to toner T-2' showing that even with the
sane volatile matter renoving treatnent as toner T-1
charge distribution of Exanple 1 of Dl is not
substantially changed (Figure 1 of the further
experinmental report) and a distinct and identifiable
characteristic still exists (Figure 2). The data
pertaining to toners T-2 and T-3 filed by the
respondent during the opposition proceedi ngs concerns
various nodifications of the procedure shown in
docunent D1 as well as the tenperature range, yet nost
importantly gives no information about the charge

di stribution property of the toners (only a single
figure for frictional charge anount is recited). Thus
the board is not persuaded that the argunments and | ess
perti nent data supplied by the respondent show volatile
matter content rather than tenperature produces the
charge distribution nor that this is achieved by toner
according to docunment Dl. Accordingly the challenge of
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t he opponent fails and the board is not persuaded as to
| ack of novelty.

Since the difference in the charge distribution
property of toner exists, it is not necessary for the
pur pose of establishing novelty that the patentee
provi de a conprehensive explanation of the underlying

t heory upon which this difference is based, appropriate
and/or interesting as this may be from other points of
view. The board nust therefore conclude that any |ack
of a conprehensi ve explanation of the underlying theory
does not in the present case affect novelty of the
subject matter of claim1 over the disclosure of
docunent D1.

The subject matter of claim1 according to the main
request is therefore novel in the sense of
Article 54(3)EPC over the disclosure of docunent DL.

Article 54(2) EPC- Novelty with respect to docunent D5

Docunent D5 relates to toner and di scl oses formul ating
a base resin with use of a base conpound conposed of
ingredients L and H, which are individually conposed of
one or nore polyner types selected froma group of
conpounds conprising styrene polyners, acrylic polyners
and styrene-acrylic copolyners but different from each
other in fornulation wherein the ingredients L (I ower
nmol ecul ar wei ght pol yner) and H (hi gher nol ecul ar

wei ght pol ynmer) have a glass transition point of 50°C
or over and 65°C or under, respectively. According to
lines 50 to 55 on page 2, the base resin used can be
prepared by an arbitrary process. For exanple, a
process can be used by which a polymer conpound t hat
conprises either the ingredient L or His prepared by
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the first stage of polynerization reaction and the
product polynmer conpound is then dissolved in a nononer
conposition that can give a second pol yner conpound
conprising the other ingredient to conduct the second
stage of polynerization reaction to prepare such second
pol ymer conpound.

Docunent D5 nmakes no reference to the | ow nol ecul ar

wei ght vinyl polyner being obtained by polynerisation
at 190-230°C. Lower tenperatures of 80°C and 95°C are
mentioned in the exanples. Therefore an anal ogous
reasoni ng to that devel oped above with respect to
docunent D1 in relation to novelty of this feature al so
applies in the case of docunent D5, toners T-3 and T-3'
of the experinental data being read for toners T-2 and
T-2', respectively. Accordingly, even w thout detailed
anal ysis of the remaining features of the claim the
board nmust conclude that the subject matter of claiml
is novel over the disclosure of D5 at |east by virtue
of the 190-230°C tenperature range feature.

The subject matter of claim1 according to the main
request is therefore novel in the sense of
Article 54(2) EPC over the disclosure of docunent D5.

O her docunents

Novelty of the subject matter of claim1l over the other
docunents in the file has not been disputed. For the
pur pose of deciding on the novelty of the subject
matter of claiml in relation to docunent D1 or D5, it
is not perm ssible to conbine teachings from ot her
docunents therewith

Auxi liary requests
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Since the subject matter of claim1l of the main request
is novel, consideration of that of the auxiliary
requests i s not necessary.

6. The first instance did not consider the other ground
(lack of inventive step) on which the opposition was

based. The case is therefore remtted to the first
instance for the exam nation of inventive step.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance for further
prosecuti on.

The Regi strar: The Chai r man:

P. Muartorana E. Turrini

2187.D



