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Summary of Facts and Subm ssi ons
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This appeal is fromthe decision of the Opposition

Di vi si on revoki ng European patent No. 0 367 339 based
on the application filed on 26 Cctober 1989 and
claimng priority fromthe applications GB 8825659 of
2 Novenber 1988 and GB 8829346 of 16 Decenber 1988.

The granted patent contained 9 clainms of which claim1,
the only relevant for this decision, reads as foll ows:

"1l. Process for the continuous preparation of a
granul ar detergent conposition or conponent having
a bulk density of at |east 650 g/l, which
conprises treating a particulate starting materi al
(1) inafirst step in a high-speed
m xer/densifier, the nean residence tine
bei ng from 5-30 seconds;

(ii) in a second step in a noderate-speed
granul ator/densifier, whereby it is brought
into, or maintained in, a deformable state,
t he mean residence tinme being from 1-10
m nut es and

(iiti) in a final step in drying and/or cooling

apparatus.”
Qpponents I, Il and Il (hereafter Respondents I, 11
and I'11) sought revocation of the patent for |ack of

novelty and inventive step (Article 100(a) in
conmbination with Articles 52(1), 54 and 56 EPC)
Respondent |1 al so raised the ground of opposition
under Article 100(b) EPC. They cited inter alia during
t he opposition proceedi ngs
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E7 = EP-A-0 420 317,

an European application claimng a priority date of
29 Sept enber 1989.

In the decision under appeal the Opposition Division
considered inter alia the patentability of four sets of
clainms | abelled as "anended main request” and as 1st to
3rd "anended auxiliary requests”.

Part of the subject-matter of claim1l according to the
"anmended mai n request” (wherein however claim1 was
identical to that of granted patent) was found not to
be entitled to the clained priorities and, thus, the
prior art disclosed in E7 (a European patent
application with a priority date subsequent to the
priority dates clainmed in the patent in suit but
preceding its filing date) was consi dered rel evant
under Article 54(3) EPC in respect to this part of

cl ai med subject-matter. The Opposition Division
concluded that claim1l of this request |acked novelty
vis-a-vis the prior art disclosed in this citation.

The subject-matter of claim1 of the "amended 1st
auxiliary request”, which differed fromgranted claim1l
only in that the range "1-10 m nutes" had been repl aced
by "1-6 m nutes”, was found not allowabl e under the
provi sions of Article 123(2) EPC.

The subject-matter of claim1l of the "anended 2nd
auxiliary request”, which differed fromgranted claiml
only in that the range "1-10 m nutes" had been repl aced
by "1-5 mnutes”, was found entitled to the clained
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priorities, admssible in view of Article 123(2) and
novel . This request, however, failed for other reasons.

The subject-matter of claim1l of the "anended 3rd
auxiliary request”, which differs fromgranted claim1
only in that the final wording "apparatus.” has been
repl aced by "apparatus; with the proviso that a liquid
acid precursor of an anionic surfactant is not fed into
t he hi gh-speed m xer/densifier.", was found contai ni ng
an al |l owabl e di sclainer and thus at conpliance with
Article 123(2) EPC. This request, however, failed for

ot her reasons.

The Patent Proprietors (hereafter Appellants) filed an
appeal against this decision.

They enclosed to the statenent setting out the grounds
of appeal three sets of anended clains |abelled as 1st,
2nd and 3rd auxiliary requests. Each claim1 of these
auxiliary requests is respectively identical to the
corresponding claiml of the 1st to 3rd "anmended
auxiliary requests" considered in the decision under

appeal (see above point 1V).

The statenent conprised also a request for ora
proceedi ngs in case the main request could not be

all owed by the Board and (at page 3, lines 9 to 11) the
Appel lants’ wish to reserve the right to make further
amendnents in the formof four variants to any of the
main or 1st to 3rd auxiliary requests.

In a comuni cation dated 17 May 2004 sent to the
parties together with the sunmmons to oral proceedings
schedul ed for 10 Septenber 2004, the Board inforned the
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Appel l ants that no reservation of rights to present
amendnents to the initially filed requests is foreseen
by the EPC or the Rules of Procedure of the Boards of

Appeal .

The Opponents | and |11 (hereafter Respondents | and
I11) and the Appellants announced that they woul d not
take part to the schedul ed heari ng.

On 10 Septenber 2004 oral proceedings were held in the
presence of Opponent | (hereafter Respondent |) only.

The Appellants submtted in witing the foll ow ng

argunents relevant for this decision.

They argued in respect of the right to priority of the
granted claim1l (see point 4.1 of the grounds of appeal)
that the extension of the upper Iimt for the tine

| ength range of the second step from "about 1-6

m nutes” disclosed in the two priority applications
(see claiml1l in both GB applications) to "1-10 m nutes”
woul d not change the character of the invention, but
rather be a justifiable elaboration of the same basic

i dea between the priority and the filing dates. In this
respect the Appellants cited the decision T 73/88 (QJ
EPO 1992, 557) and argued additionally that, in
accordance with the decision T 136/95 (QJ EPO 1998, 198
and 480) the priority application provided a
"functional " disclosure of the possibility of extending
the treatnment tinme of the second step above 6 m nutes
and thus that the upper value for the tinme range of
"about 1-6 m nutes"” should not be interpreted in these
priority applications as a critical cut-off value. They
concl uded that the disclosure of E7 could not represent
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prior art under Article 54(3) EPC for the whol e
subject-matter of granted claim1l, since the latter was
entitled in full extent to the clainmed priority dates.

In respect of the conpliance of the 1st auxiliary
requests with the requirenents of Article 123(2) EPC
they argued (see points 3.2 and 3.4 of the grounds of
appeal ) that the amendnment in claiml of this request
(see above point V) amounted to an all owabl e di scl ai ner
of the portion of patented subject-matter for which E7
coul d be (erroneously) considered to represent an
anticipation under Article 54(3).

Wth regard to the adm ssibility under the provisions
and 123(2) EPC and the novelty of the subject-matter of
claim1 of the 2nd and 3rd auxiliary requests the
Appel l ants stressed that these had been al ready

acknow edged in respect of the same anended cl ai ns by
the Opposition Division (see above points IV and V).

Respondent |1 filed no comment in witing to the
grounds of appeal.

Respondent | (orally and in witing) and 11l (only in
witing) maintained that:

- claiml1l of the main request was not entitled to
priority and that E7 would represent state of the
art under Article 54(3) EPC anticipating its
subj ect-matter, and

- the amendnment in claim1l of the 1st auxiliary
requests represented no all owabl e di scl ai rer and
infringed Article 123(2) EPC
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At the oral proceedings Respondent | relied also on the
opi nion of the Enlarged Board of Appeal G 2/98 (QJ EPO
2001, 413) and on the Decisions G 1/03 (QJ EPO 2004,
413) and G 2/03 (QJ EPO 2004, 448) and argued t hat

- the person skilled in the art could not derive from
the GB priorities a tine length of "5 m nutes"” for
the second step and, therefore, also claim1l of the
2nd auxiliary request was not entitled to the
clainmed priority and E7 woul d represent state of
the art under Article 54(3) EPC anticipating al so
its subject-matter, and

- al so the anmendnment in claim1l of the 3rd auxiliary
requests represented no all owabl e di scl ai rer and
infringed Article 123(2) EPC

Xl . The Appellants requested in witing that the decision
under appeal be set aside and that the patent be
mai ntai ned as granted or on the basis of clainms 1 to 9
of one of the 1st to 3rd auxiliary requests filed with
t he statement of grounds of appeal.

X, The Respondents | (during the oral proceedings) and ||
(in witing) requested that the appeal be dism ssed.

Respondent Il made no expressly decl ared request.

2329.D
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Reasons for the Decision

Claim1 of the Appellants' main request

1. Entitlenent to priority (Article 87(1) EPC)

1.1 As it has been clarified in the opinion G 2/98 of the
Enl arged Board of Appeal (see the conclusion of G 2/98),
the requirenment for claimng priority of "the sane
invention", referred to in Article 87(1) EPC, neans
that priority of a previous application in respect of a
claimin a European patent application in accordance
with Article 88 EPCis to be acknow edged only if the
skilled person can derive the subject-matter of the
claimdirectly and unanbi guously, using common gener al
knowl edge, fromthe previous application as a whol e.

1.2 Both GB priorities of the patent in suit disclose in
respect of the nmean residence tinme of the material in
t he noder at e- speed granul ator/densifier of the second
step (ii) (see above point Il1) either the range "from
about 1-6 mnutes" (see e.g. claim1l of both GB
priorities) or, for all the exanples, a specific
residence tinme of "about 3 mnutes".

1.3 Consi dering that, for instance, the features discl osed
in the GB applications provide no explicit or inplicit
di scl osure of a process wherein the second step |asts
"10 minutes", it is apparent that the cited priority
applications are insufficient to render directly and
unanbi guously di scl osed therein also the whol e range of
"1-10 mnutes”, i.e. the range defining in granted
claiml1l the tinme length of the second step.

2329.D
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The Appel |l ants' argunent (see above point | X of the
Facts and Subm ssions) that the upper limt of

"6 mnutes" for the tine length of the second step is
not disclosed in the cited priorities as a cut-off
value (i.e. as possibly related to the function of the
invention and its effect) and thus constituted a
feature which m ght be nodified wthout changing the
nature of the invention, cannot be accepted by the
Board. Even if for the sake of argunent the range
"about 1 to 6 mnutes" given in the priority
applications is interpreted as an open range extending
far beyond "6 mnutes" - and it is to be enphasized
that the Board cannot find any basis in the priority
docunents for such an interpretation -, still the val ue
of "10 m nutes" as well as e.g. the range from above

6 mnutes to up to 10 m nutes constituted sel ections
not disclosed in the priority applications. It follows
that for a skilled person applying its common gener al
know edge at | east the value of "10 m nutes" was not
derivabl e directly and unanbi guously fromthe prior
applications. This neans that a residence tinme of (up
to) 10 mnutes is a feature of an invention different
fromthat disclosed in the priority applications, with
t he consequence that the latter are no basis for a
proper exercise of the priority right under Article 87
EPC (see G 2/98, in particular points 8.4 and 9) at

| east for the process of granted claim1 wherein the
second step lasts "10 m nutes".

Novelty (Article 100(a) in conbination with
Articles 52(1) and 54 EPC)

It is undisputed that E7, which was published on
3 April 1991 (i.e. after the filing date of the patent
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in suit on 26 Cctober 1989), validly clainms the
priority date of 29 Septenber 1989 (i.e. after the
filing dates of 2 Novenber 1988 and 16 Decenber 1988 of
the GB priorities clained in the patent in suit, but
before the filing date of the patent in suit).
Therefore E7 is conprised in the state of the art
pursuant to Article 54(3) EPC in respect of subject-
matter of the present clains not entitled to any of the

priority dates.

Claim1l of E7 is directed to a two step process for
preparing a detergent particulate with a bulk density
of at |east 550 g/l differing fromthe claim1 of the
patent in suit (see above point I1) substantially only
in the definition of the first step. This step is
defined in claiml1 of E7 as "(i) feeding a liquid acid
precursor of an anionic surfactant, a solid water-

sol ubl e al kaline inorganic material and optionally
other materials in a first step in a high-speed

m xer/densifier, the nean residence time being from 5-
30 seconds”. The second step of the process disclosed
inclaiml of this docunent is substantially identical
to that of claiml of the patent in suit; in particular,
t he mean residence of the material in the

granul ator/densifier disclosed in E7 is "from about
1-10, preferably 2-5 m nutes".

The Boards finds that "treating a particulate starting
material” in the first step of the process defined in
claiml of the patent in suit (see above point I1)
necessarily enconpasses also "feeding a liquid acid
precursor of an anionic surfactant” and "a solid water-
sol ubl e al kaline inorganic material"™ as required in the
first step of the process of E7 and concludes that this
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docunent necessarily discloses a process according to
claim1l of the patent as granted.

The Respondents and the Opposition Division arrived at
t he sane concl usion and the Appellants did not contest

this line of reasoning.

Since the features of the process according to E7
conform conpletely to those of the present invention,
including the tine range "1-10 m nutes”, it follows
that this prior art discloses in particular the process
of claim1l of the patent in suit wherein the second
step lasts 10 mnutes, i.e. a clained process that has
been found not entitled to any of the two priority
dates (see above point 1.4) and for which E7 clearly
constitutes prior art relevant under Article 54(3) EPC

Therefore, claiml as granted is found not to neet the
requirenments of Articles 52(1) and 54 EPC.

The Appellants' main request is hence not allowable.

Caim1l1l of the Appellants' 1st auxiliary request

2329.D

Article 123(2) EPC

As al ready indicated above (see point V) claim1l of the
1st auxiliary request differs fromclaim1 of the
granted patent in that in the second step (ii) the tine
range "1-10 mnutes” is replaced by "1-6 mnutes”. This
|atter range is not disclosed in the application as
originally filed but only the two GB priorities (see
claim1 in both these applications).
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Pursuant to Article 123(2) EPC, it is the application
as filed, and not the priority docunent, which serves
as a basis for supporting anmendnents. The content of
the application as filed does not include the content
of the priority docunment (see T 260/85, QJ EPO 1989,
105). Hence, the Board finds that the subject-matter of
claim1l extends beyond the content of the application
as filed.

The Appellants were of the opinion that this amendnent
woul d not violate Article 123(2) EPC because the range
of 1 to 6 mnutes should be regarded as disclaimng a
sub-range of nore than 6 and up to 10 fromthe range of
1 to 10 mnutes, so as to renove the area of overlap
bet ween the clained subject-matter and the prior art

di sclosed in E7 relevant under Article 54(3) EPC.

However, as the Enl arged Board of Appeal has
established in the recent decisions G 1/03 and 2/03
(see in particular point 3 of the reasons and point 2.2
of the order) a disclainer aimng at overcom ng a
novelty objection is allowable - and therefore outside
the interdiction inposed by Article 123(2) EPC - if it
removes only what is necessary to restore novelty. In
ot her words, any "disclainer” renoving nore than is
necessary to restore novelty nust conply with the
interdiction ruled under Article 123(2) EPC

In the present case, however, the introduced
restriction to 6 mnutes of the original tinme |ength
range for the second step would exclude all initially
cl ai med processes having a duration of the second step
bet ween above 6 and 10 m nutes, i.e. independently on
the kind of treatnent occurring in the first step of
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the process. Instead the prior art disclosed in E7
conprises only those processes wherein an acid
precursor of an anionic surfactant and a solid water-
sol ubl e al kaline inorganic naterial are fed in the

hi gh- speed m xer/densifier (see above point 2.2).

Mor eover, the above cited decisions of the Enlarged
Board of Appeal (see in particular the |ast paragraph
at point 3 of these decisions) explicitly rule out the
possibility of hiding a disclainer by using an
undi scl osed positive feature defining the difference
between the original claimand the anticipation, since
this would affect the transparency of the patent
(Article 84 EPC)

Therefore, the restriction in claim1l of the range of
treatnment tinmes of the second step from10 to 6 m nutes
cannot represent an all owabl e di sclainmer of the prior
art disclosed in E7, as maintained by the Appellants.

3.5 Since the anendnent in claiml does not anobunt to an
al l owabl e di sclainmer and violates Article 123(2) EPC,
al so the 1st auxiliary request is not allowable.

Caim1l1 of the Appellants' 2nd auxiliary request

4. Articles 84, 123(2) and (3) and Rule 57a EPC

4.1 Claim1l of the 2nd auxiliary request (see above point V)
differs fromclaim1l of the patent in suit in that in

t he second step (ii) the tine range "1-10 m nutes" was
replaced by "1-5 m nutes".

2329.D
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The Board notes that the application of the patent in
suit discloses for the second step a range of 1 to 10
mnutes and a preferred range of 2 to 5 mnutes (see
the application as originally filed page 10, lines 17
to 22 and clainms 1 and 3) and finds allowable in view
of the requirenents of Articles 84, 123(2) and (3) and
Rul e 57a EPC to reduce the scope of granted claim1l by
replacing the broader time range of 1 to 10 m nutes by
that of 1 to 5 mnutes (see also e.g. T 2/81, QJ EPO
1982, 394).

Priority (Articles 87(1) and 89 EPC)

The Appellants relied on the finding of the Opposition
Division (see point 6.3 of the decision under appeal)
that the range "1-5 minutes” in claiml of this request
was entitled to the priority dates. The Opposition

Di vision considered that the reduced scope of this
range does not change the nature of the process
disclosed in the priority docunents.

However, as recalled already above at points 1.1 and
1.4, the Enlarged Board of Appeal has clarified inits
opinion G 2/98 that the entitlenment to priority is not
to be assessed by investigating whether the nature of
the invention of the European patent or patent
application is the sane of that of the prior
application, but rather establishing if the person
skilled can directly and unanbi guously derive the
claimed subject-matter fromthe prior application.
Therefore, the above cited reasoning in the decision
under appeal cannot be uphel d.
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The tinme |l engths of the second step of the clained
process that are disclosed in the GB priorities have
al ready bee identified above (see point 1.2) as the
val ue "about 3 mi nutes" and the range "about 1-6

m nut es".

In view of the enphasis given by the Appellants to the

fact that in claim1 of the GB priorities the range "1-
6 mnutes" is preceded by "about" (see point 4.1 in the
grounds of appeal) the Board has consi dered whet her or

not the range "1-5 m nutes"” could possibly be

consi dered equivalent to "about 1-6 m nutes"”.

In this respect, the Board notes that the patent in
suit discloses a nean residence tine range of "1 to 10
m nutes” and a preferred one of "2 to 5 m nutes"” (see
clainms 1 and 3, and al so page 4, lines 48 to 50). The
same disclosure is present in the original patent
application (see the portion thereof already identified
above at point 4.2) although, meaningfully, clains 1
and 3 in the patent application use "about" in
conbination with both these tinme ranges. Therefore, it
is apparent that, even when introduced by an "about",

t he Appel |l ants thensel ves consi dered the difference of
one tine unit, i.e. one mnute, in these ranges as
significative. Therefore the Board concl udes that
feature "1-5 mnutes"” in present claim1, being
substantially different fromthe "about 1-6 m nutes" of
both GB applications.

Therefore, the above identified nmean residence tines
di sclosed in the GB applications are found not
sufficient to render disclosed therein also the whole
range of "1-5 minutes", in particular, since there is
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no direct and unamnbi guous di sclosure in the cited
priorities of a process wherein the second step |asts

"5 m nutes".

The Board concludes that at |east the process of
claiml of this request wherein the second step |asts
"5 mnutes" is not entitled to any of the clained
priority dates, but only to the filing date of

26 Cctober 1989 (Article 89 EPQC)

Novelty (Article 100(a) in combination with Articles
52(1) and 54 EPC)

O course, also for this request E7 represents state of
the art relevant under Article 54(3) EPC for the

subj ect-matter of the clainms that is have been found
not entitled to priority (see above point 2.1).

Since the features of the process according to E7
conform conpletely to those of the present invention,
including the tine range "2-5 m nutes"” (see above
points 2.2 and 2.3), it follows that this prior art

di scloses in particular a process according to claiml
of the present request, wherein the second step |lasts
5 mnutes, i.e. a claimed process that has been found
not entitled to any of the two priority dates (see
above point 5.5).

Therefore, present claim1l1l is found not to neet the
requirenments of Articles 52(1) and 54 EPC.

Hence, also the Appellants' 2nd auxiliary request of
the Appellants is found not all owabl e.
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Claim1l1l of the Appellants' 3rd auxiliary request

7.2

7.3

7.4

2329.D

Article 123(2) EPC

The "proviso" present in claiml of this request (see
above points Il, IV and V) has undi sputedly no basis in
the application of the patent in suit as originally
filed and, thus, clearly infringes the requirenents of
Article 123(2) EPC

The Appel |l ants have maintai ned that since such
amendnment was an al |l owabl e di sclainmer of the prior art
disclosed in E7, it would be allowable also in view of
Article 123(2) EPC, as confirmed also in the decision
of the Qpposition Division (see point 7.1 of the
deci si on under appeal).

As al ready recal |l ed above (see point 3.4) the recent
deci sions of the Enlarged Board of Appeal G 1/03 and

2/ 03 have established that an anmendnment renoving nore
than is necessary to restore novelty does not represent
an al |l owabl e di sclainer and, thus, nust comply with the
requirenments of Article 123(2) EPC.

The Board observes, therefore, that in the present case
the only portion of the originally patented subject-
matter which may be excised by using an disclainer, i.e.
regardl ess of the requirenents of Article 123(2) EPC,

is that for which the process disclosed of E7

represents prior art under Article 54(3) EPC

In the process disclosed in E7 it is nmandatory to feed
a "solid water soluble alkaline inorganic material"
(see E7, claim1) into the high-speed m xer/densifier.
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I nstead the "proviso" added in present claim1l excludes
all initially clained processes wherein a liquid acid
precursor of an anionic surfactant is fed to the high-
speed m xer/densifier, i.e. independently as to which
ot her conponents are fed into this apparatus.

Therefore, the Board concludes that the anendnent
introduced in claiml of this request renoves fromthe
originally patented subject-matter nore than is
necessary to restore novelty vis-a-vis the prior art
under Article 54(3) EPC disclosed in E7 and, hence,
does not anmount to an all owabl e di scl ai ner thereof.
7.5 Since the anendnent in claiml does not anobunt to an
al l owabl e di sclainmer and since it evidently viol ates

Article 123(2) EPC, also the 3rd auxiliary request is
not al | owabl e.

Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

G Rauh P. Krasa
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