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Summary of Facts and Subm ssi ons
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The appel l ant (patent proprietor) |odged an appeal
agai nst the decision of the Qpposition Division
revoki ng the European patent No. 0 321 176.

Qppositions were filed agai nst the patent as a whol e
and based on Article 100(a) EPC (Il ack of novelty,
Article 54 EPC, and |ack of inventive step, Article 56
EPC). The Opposition Division held that the ground for
opposition of |ack of novelty prejudiced the

mai nt enance of the patent having regard to the prior
art as disclosed in docunent

D11: EP-A 0 202 090.

Oral proceedings were held before the Board of Appeal
on 10 July 2002. Respondent | (opponent 01), although
duly summoned, was not represented at these

pr oceedi ngs.

The appel | ant requested that the decision under appeal
be set aside and that the European patent No. 0 321 176

be mai ntained on the basis of the follow ng docunents:

(a) min request: clainms 1 to 15, filed on 8 Apri
1999; or

(b) auxiliary request: claiml1, filed on 8 Cctober
2001, and clainms 2 to 15, filed on 8 April 1999.

Respondent | and respondent Il (opponent 02) requested
that the appeal be di sm ssed.

Claim 1l of the main request reads as foll ows:
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"1. A process of formng a self-supporting, high
strength, thernoplastic nenber having a m ni mum
cross-sectional dinension of at |least 0.79 mm
conprising the steps of:

provi ding a thernoplastic polynmer capable of being
absorbed in an ani nal body;

mel ting the thernoplastic polynmer and form ng the
nelted polyner into a prefornmed nenber by an
intermttent process;

cooling the prefornmed nmenber to a tenperature bel ow the
glass transition tenperature of the thernoplastic

pol ymer to cause nucl eation and to cause the preforned
menber to becone sel f-supporting;

reheating the sel f-supporting, preformed nenber to a
tenperature above the glass transition tenperature, but
bel ow the nelting tenperature, of the thernoplastic

pol ymer ;

drawi ng the preforned nenber under tension during said
reheati ng step;

cooling the drawn nenber while maintaining the tension
applied thereto; and

di sconti nuing the application of tension after the
drawn nmenber has cooled to permt it to rel ax,

t hereby providing said self-supporting, high strength,
t her nopl asti ¢ nenber. "

Claim 1l of the auxiliary request reads as follows:
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"1. A process of formng a self-supporting, high
strength, thernoplastic nenber having a m ni mum
cross-sectional dinension of at |least 0.79 mm
conprising the steps of:

provi ding a thernoplastic polynmer capable of being
absorbed in an ani nal body;

mel ting the thernoplastic polynmer and form ng the
nelted polyner into a prefornmed nenber by an
intermttent noul di ng process;

cooling the prefornmed nmenber to a tenperature bel ow the
glass transition tenperature of the thernoplastic

pol ymer to cause nucl eation and to cause the preforned
menber to becone sel f-supporting;

reheating the sel f-supporting prefornmed nenber to a
tenperature above the glass transition tenperature, but
bel ow the nelting tenperature, of the thernoplastic

pol ymer ;

drawi ng the reheated sel f-supporting prefornmed nenber
under tension during said reheating step;

cooling the drawn reheated sel f-supporting preforned
menber whil e maintaining the tension applied thereto;
and

di scontinuing the application of tension after the
drawn reheated sel f-supporting preformed nenber has
cooled to permt it to rel ax,

t hereby providing said self-supporting, high strength,
t her nopl asti ¢ nenber. "
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In the witten procedure and during oral proceedings,
t he appel l ant argued essentially as foll ows:

The subject-matter of claim1 of the main request was
cl ear and the anmendnents had been nade in accordance
with the requirenents of Article 123(3) EPC.

The term"intermttent” used in claiml of the main
request was a clear English term As pointed out in the
respective feature of claiml, it related to the
process of formng the nelted polynmer into a preforned
menber and had thus to be construed as neaning that one
menber was forned after the other.

In these passages of claim1l of the patent in suit as
granted, which describe the process of draw ng and
cooling the thernoplastic nmenber, the term"self-
supporting” was used to identify the nmenber rather than
to describe its property. By omtting that termin

t hese passages, the scope of claim1l of the main
request had thus not been extended with respect to the
scope of claim1 of the patent in suit as granted.

The subject-matter of claim1l of the auxiliary request
was novel. Docunent D11 concerned a continuous
extrusion process, and, thus, did not disclose a
process of formng nelted polynmer into a preforned
menber by an intermttent noul di ng process.

Furt hernore, docunment D11 did not disclose the feature
of cooling of a preformed nenber under tension.
According to page 13, lines 16 to 22 (exanple 1) of
docunent D11, a second stage of orientation of a
filament was carried out by passing it through an oven,
with the oven being | ocated between two godets that
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were at anbi ent tenperature. However, docunent D11 did
not show any details concerning the apparatus. The step
of cooling of the filanment was likely to be carried out
after the filanment passed the godets, which inplied
that cooling was perfornmed w thout maintaining the

t ensi on.

As regards the subject-matter of claim1l of the main
request, the respondents | and Il argued essentially as
fol | ows:

Claim 1 according to the main request did not conply
with Article 84 EPC and Article 123(3) EPC.

The term"intermttent process” used in claim1l of the
mai n request was indefinite and not suitable to

di stinguish the clained process froman extrusion
process.

Furthernore, by deleting the term "self-supporting”
previously included in claim1 as granted, the scope of
claim1l as anended according to the main request had
been extended with regard to the scope of claim1 of
the patent in suit as granted. According to the anmended
wordi ng of claim1l of the main request, the

t her nopl asti c nmenber needed not to be self-supporting
during the reheating, drawing and cooling steps,
contrary to claim1l of the patent in suit as granted.

Thus, claim1 of the main request did not comply with
Article 123(3) EPC

Wth regard to the subject-matter of claim1l of the
auxiliary request, no submissions in witing by the
respondents | and Il had reached the Board.



2092.D

- 6 - T 0196/ 99

During oral proceedings, respondent |1 argued
essentially as foll ows:

No objections were raised with regard to the form
requirenents of Articles 84 and 123 EPC. However, the
subject-matter of claim1 of the auxiliary request was
not novel .

Docunent D11, cf. Figure 7 and Exanple 1 on pages 12

to 14, disclosed a process of extruding an el ement
having a limted length. Thus, it disclosed a process
of formng an elenment by an intermttent noul di ng
process. Moreover, any extrusion process had once to be
ended. The feature of form ng a nenber by an
intermttent noul di ng process did thus not distinguish
the process according to claim1 of the auxiliary
request fromthe process disclosed in docunent D11.

Furt hernore, docunment D11 al so disclosed the feature of
cooling the drawn nenber under tension. According to
Exanple 1 on page 13, lines 16 to 22, and Table 1 on
page 15, a filanment was oriented and drawn by passing
it through a heated oven with the oven | ocated between
two godets running at different speeds. The fil anent,
by | eaving the oven and comng into contact with the
respective godet at anbient tenperature was inevitably
cool ed while maintaining the tension applied by the
godet s.

Finally, docunment D11 al so concerned a process of

form ng a self-supporting nenber. According to page 9,
line 17 of docunment D11, the filanments were quite
stiff, and according to page 9, line 35 to page 10,
line 3 of docunent D11, they were so stiff that clanps
encl osing the filanment wound around a bar could not be
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hand tightened. The Young's nodul us of 1, 3x10° N n?¥
(1,9x10% psi) of the filanent, indicated on page 13,
lines 24 and 25 of docunent D11, corresponded to that
of wood.

The subject-matter of claim1l of the auxiliary request
was thus not novel within the neaning of Article 54
EPC.

Reason for the Deci sion

2092.D

Mai n request

Clarity (Article 84 EPQ

The term"intermttent” is to be construed as neani ng
"occurring at irregular intervals, not continuous or
steady", cf. "The New Oxford Dictionary of English"
Oxford University Press 1998. Thus, the term
"intermttent process” used in claim1l has a clear
meani ng and, in the present case, is related to the
process of formng the nelted polynmer into a preforned
menber. That step thus concerns a non-continuous
process, wherein one nenber is fornmed after the other,
t hereby enphasizing the difference wth respect to a
continuously running extrusion process.

The subject-matter of claim1 is also supported by the
description, which has been anended in order to bring
it inline with the clains.

The description of the patent in suit as anmended refers
to an injection nmoul ding process as an exanpl e of an
intermttent process, cf. page 3, line 30.
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Ref erences relating to a process of formng the nenbers
by a continuous process, eg. extrusion, previously
included in the description of the patent as granted,
cf. page 3, lines 29 to 32, 40 and 42, page 4, line 45
to page 5, line 16, and Figure 4, have been del et ed.

The Exanples 1 to 4 on pages 5 and 6 of the description
of the patent in suit as amended, which relate to a
continuous extrusion process for form ng the nenbers,
are specified as not being according to the invention,
whi | st Exanple 5 on page 6, which describes an

i njection nmoul ding process, is indicated as
representing an enbodi nent according to the invention.

In the Board's judgenent the feature in question is

t hus cl ear and supported by the description as anended.
Claim1 therefore neets the requirenments of Article 84
EPC.

Extension (Article 123(3) EPC

Claim1l of the patent in suit as granted conprised the
foll ow ng features:

a) "... reheating the self-supporting nenber to a
tenperature above the glass transition tenperature
of the thernoplastic polyner, but belowits
melting tenperature;”

b) "applying tension to the self-supporting nenber
during said reheating step;"

c) "cooling the reheated sel f-supporting nenber while
mai ntai ning the tension applied thereto; and"
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d) "di scontinuing the application of tension after
t he sel f-supporting nmenber has cooled to permt
t he sel f-supporting nenber to relax.”

In claim1 of the main request, the features
corresponding to the above-nentioned features (b), (c)
and (d) of claim1l1 as granted, do no refer to a self-
supporting nmenber, but to a preforned nmenber. The term
"sel f-supporting”, however, describes a distinct
property of the nenber. Its neaning is explicitly
defined on page 2, lines 38 to 43 of the patent in suit
as granted. Since, according to claim1l of the main
request, the preformed nenber is no |onger defined as
being a self-supporting nmenber during the steps of
tensi oni ng and cooling, the claimhas been anended in
such a way as to extend the protection conferred,
contrary to the requirenments of Article 123(3) EPC.

Adm ttedly, a thernoplastic nenber when reheated above
the glass transition tenperature becones in general
softer. However, there is no support that a nenber
consi sting of a thernoplastic pol yner capabl e of being
absorbed in an ani mal body would no | onger be self-
supporting when heated above glass transition
tenperature. Consequently, a person skilled in the art
woul d not inevitably understand the wording of claiml
of the patent in suit as granted in such a way that, as
far as the above-nentioned features (b), (c) and (d)
are concerned, the term "sel f-supporting” denotes the
menber solely linguistically rather than describing a

property.

The main request of the appellant is thus not
al | owabl e.
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Auxi | iary request

Formal requirenents

The term "by an intermttent noul di ng process” does not
render the subject-matter of claimunclear for the
reasons al ready set out above with respect to claiml
of the main request.

The subject-matter of claim1 of the auxiliary request
thus neets the requirenents of Article 84 EPC.

The subject-matter of claiml is disclosed in the
application as filed in claim1 in connection with
page 3, line 11, and page 3, lines 37 and 52 to 57.

The features of dependent clains 2 to 15 are di scl osed
inclains 4 to 15 and 19 of the application as filed,
respectively.

Claim1l of the auxiliary request conprises all the
features of claim1l of the patent in suit as granted.
Mor eover, the introduction of the features of a m ni mum
cross sectional dinmension of at |east 0.79 nm and of
applying an intermttent noulding process results in a
restriction of the protection conferred as conpared
with claim1 of the patent in suit as granted.

The amendnents thus conply with the requirenents of
Article 123(2) and (3) EPC.

Novel ty

In the course of the appeal procedure, docunent D11 was
cited as destroying the novelty of the subject-matter
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of claiml1l.

Thi s docunent di scloses a process for manufacturing
fasteni ng nenbers of an absorbabl e, thernoplastic

pol ymer by formi ng an extruded oriented filanent into
the configuration of the fastener nenber.

The process conprises the step of annealing an extruded
filament at a tenperature between the glass transition
tenperature and the nelting tenperature of the polyner.
Annealing is carried out wwth the filanment under
restraint so as to prevent shrinkage of the filament,
and so as to maintain the orientation of the filanment,
cf. page 8, lines 22 to 31.

In the process according to Exanple 1, disclosed on
page 12, line 34 to page 14, line 6, nelted polyner is
extruded into a nonofilanment. The extruded filanent is
cooled in a water bath and, thereafter, oriented by
applying tension in a two-stage orientation process.
The second stage of orientation of the extruded
filament with a drawratio of 1.07 is carried out by
passing the filanent through a heated oven with the
|atter | ocated between two godets that are at anbient
tenperature. The two godets run at different speeds,
cf. page 15, Table 1.

The thus oriented nonofil anent having a dianeter of

0,76 nm (29,8 mls) and a Young's nodul us of 1, 3x10?°

N nt (1,9x10°psi) is wound on a formng bar, annealed in
an oven for 16 hours and, after renoving fromthe oven,
cooled to roomtenperature. Thereafter, the

nmonofilament is cut to produce U shaped staples, cf.
page 14, lines 3 to 6.
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Docunent D11 thus suggests formng a nelted pol yner
into a filanment by a continuous extrusion process,
drawi ng and annealing that filanment, and, thereafter,
form ng individual nenbers by cutting the filanment into
pi eces having the desired configuration.

According to claim1l of the auxiliary request, however,
an intermttent noul ding process is used for formng a
preformed sel f-supporting nmenber, which inplies that
one prefornmed nmenber is noul ded after the other

Furthernore, according to claim1, a self-supporting
preformed nmenber is formed by an intermttent noul di ng
process. A definition of a nenber of being self-
supporting is indicated on page 2, lines 38 to 43 of
the patent in suit.

There is no disclosure in docunent D11 as to whether or
not the extruded filament was sel f-supporting before
and during carrying out the orientation process. The
menti on of an appropriate stiffness and the indication
of a Young's nodul us concern the extruded fil anment
after having been oriented.

Docunent D11, therefore, does not disclose a process,
wherein a preformed nmenber formed by an intermttent
noul di ng process is cooled to cause the preforned
menber to becone sel f-supporting, and, wherein that
sel f-supporting nenber is reheated, drawn and cool ed.

Further, docunent D11 does not disclose a process,
wherein a drawn reheated sel f-supporting nenber is
cool ed, while maintaining the tension applied thereto
for drawi ng and orienting the filanent.
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Docunent D11 does not mention such a cooling step.
Furthernore, the apparatus for carrying out that second
stage of orientation, to which respondent |l referred,
is not showmn. Therefore, there is also no indication
that there is a space between the oven and the
subsequent godet and that the filanent is cooled in

t hat space. Consequently, there is no disclosure
referring to cooling the drawn reheated filanment while
mai ntai ning the tension applied thereto for draw ng and
orienting it.

Finally, the filament manufactured according to
Exanpl e 1 of docunment D11 has a dianeter of 0.76 nm
(29.8 mls) thus being outside the range indicated in
claim1l1, which refers to a m ninmum cross-secti onal

di mension of at least 0.79 mm

The subject-matter of claiml is therefore novel with
regard to the prior art as disclosed in docunent D11.

Furthernore, in the Board' s judgenent, the subject-
matter of claiml is also novel with regard to the
prior art as disclosed in the remaining docunents cited
in the course of the opposition procedure.

The subject-matter of claim11l, and, consequently, also
t hat of dependent clains 2 to 15 of the auxiliary
request is therefore novel within the neaning of
Article 54 EPC

Since the question of whether or not the subject-matter
of the patent in suit involves an inventive step has
not yet been considered by the Qpposition Division, the
Board, based on the discretionary power conferred to it
by Article 111(1) EPC, considers it appropriate to
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remt the case to the Qpposition Division for further
prosecuti on.

Or der

For these reasons it is decided:

1. The deci sion under appeal is set aside.

2. The case is remtted to the Opposition Division for
further prosecution.

The Regi strar: The Chai r man:

M Dai nese W Mbser
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