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Summary of Facts and Subm ssi ons

2078.D

The patent proprietors | odged an appeal against the
deci sion of the opposition division dated 13 Novenber
1998 whereby the European patent 0 264 434, which had
been opposed by three parties on grounds of

Article 100(a) to (c) EPC, was revoked. Basis of the
revocation were a main request (clainms as granted) and
three auxiliary cl ai mrequests.

The opposition division found that (i) claim1 of the
mai n request offended against Article 123(2) EPC
because it contained the undisclosed feature "Chl anydi a
pneunoni ae"; and (ii) claim1l of the remaining requests
was uncl ear because the characterisation of the

subj ect-matter was based on the arbitrary term"TWAR'

No substantive exam nation of the case was carri ed out
by the opposition division.

Claims 1 and 2 as granted read as foll ows:
"1. A nonocl onal antibody directed against an

antigenic determ nant of the TWAR strain of Chlanydia,
Chl anydi a pneunoni ae"

"2. A nonocl onal antibody that binds to an antigen of
a Chlanydia strain other than C._ psittaci and C._
trachomati s that causes acute respiratory disease.”

Clains 3 to 19 were directed either to a hybridoma
produci ng a nonocl onal anti body agai nst an antigenic
determ nant of the TWAR strain of Chlanydia, Chlanydia

pneunoni ae or to methods using said anti body.
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Wth the statenment of grounds of appeal, the appellants
filed a new main request and two auxiliary requests.

O the respondents, only respondents Il (opponents 02)
filed comments to the statenent of grounds of appeal.

On 31 January 2002, the board issued a comrunication
with a prelimnary view on sone of the issues to be
di scussed, raising in particular objections under

Articles 84 and 123(2)(3) EPC to the anended cl ai s.

In reply to the board' s conmmuni cation, the appellants
repl aced all previous requests with new requests,
nanely a main request and auxiliary requests Ato D
these requests differing fromeach other only in the
formulation of claiml. As auxiliary request E, they
asked the board to refer, if necessary, two questions
of lawto the EBAin relation to the interpretation of
Article 123(3) EPC. They also filed the declarations of
Dr C. Mordhorst and of Dr R Peeling, and docunents
relating to the ATCC deposit nunber 53952.

Oral proceedi ngs took place on 30 July 2002. They were
not attended by respondents | and II1l (opponents 01
and 03, respectively) which had infornmed the board

bef orehand of their intention not to participate.

During the first part of the hearing, the parties were
heard on the question of the conpliance of claim1l of
the main request on file with Articles 84 and 123(2)(3)
EPC, the said claimreading as foll ows:

"A nonocl onal antibody which is directed agai nst an
antigenic determ nant which is characteristic of
Chl anmydi al organi sns that have the foll ow ng
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characteristics, said organisns ternmed TWAR or gani ss,
said antigenic determ nant not being present on

Chl anmydi al organi sns other that those exhibiting the
characteristics:

a) associated with human respiratory infection;

b) have no ani mal or bird host;

C) have cytopl asm c inclusions of oval and dense
appearance i n which glycogen is absent and which
have not indented or displaced the nucl eus;

d) are inmmunol ogically distinct fromC. psittaci
strains;

e) do not react with Chlanmydia trachomatis speci es-
speci fi c nonocl onal anti body; and

f) contain no plasmd."

After the board announced a negative view, the
appel l ants put forward a new nmain request and

refornmul ated auxiliary requests A and B in repl acenent
of all requests on file. The new requests consisted of
18 clains and differed fromeach other in the

formul ati on of claiml.

Caim1l1l of the new main request differed fromclaiml
of the previous main request in that the first part, up
to feature (b), read as foll ows:

"A nonocl onal antibody directed agai nst an antigenic
determ nant specific for the TWAR strain of Chlanydi a,
said strain exhibiting the characteristics:
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a) cause acute human respiratory disease;

by ..."

Claim1l1l of the auxiliary request A differed from
claiml of the new main request in respect of the first
part of the clai mwhich read:

"A nonocl onal antibody directed agai nst an anti genic
determ nant of a Chlamydi al organismw th accession
nunber ATCC 53592 ternmed TWAR or gani sm ATCC 53592 and
whi ch reacts with said organi smbut not with Chlanydia
organi sms ot her that those exhibiting the follow ng
characteristics:..."

As regards the new main request, the appellants argued
that, although it was filed at a late stage, it had to
be admtted into the proceedi ngs because the anmendnents
whi ch were introduced in claim1l took account of the
position of the board on the previous main request on
file, and ainmed at facilitating the analysis for the
conpliance with the formal requirenents of the EPC. In
fact, the claimwas now essentially based on the
wordi ng of granted claim 1, the contested superfl uous
expressi on "Chl anydi a pneunoni ae" being del eted and the
features of the TWAR strain being recited according to
t he description of the patent specification. There
could be no formal objections to the anended cl ai m
because it was clear (the first part not being open to
objection under Article 84 EPC as it was essentially
the claimas granted, the second part being the list of
features taken fromthe description), its extent of
protection was the sane as that of claim1 as granted
(or even narrower), and its subject-matter found ful
support in the application as filed.
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As regards auxiliary request A they submtted that it
was essentially identical to auxiliary request A
previously on file with some m nor anendnents. This
request, by referring to the reference TWAR strain ATCC
53592, met any possi bl e outstanding formal objections.

They also submitted that a referral back to the
opposi tion division was not necessary as there was
not hing further to deci de once an appropriate
definition of the nonocl onal antibodi es was

est abl i shed. However, should the board consider a
remttal necessary, the appellants had no objections
t her et o.

Respondents |l argued that the new main request had to
be considered inadm ssible for being filed too late. In
fact, such a request could have been filed earlier.

Mor eover, the request did not decisively differ from

t he previous request, and did not neet all fornmal

obj ections under Articles 84 and 123(2)(3) EPC as
claim1l1 still relied on the arbitrary designati on TWAR
and on a conbination of selected features which defined
subj ect-matter extendi ng beyond the content of the
application as filed and beyond the protection
conferred by the granted cl ai ns.

As regards auxiliary request A the respondents
submtted that, in spite of the explicit reference to
the TWAR strain ATCC 53592, the anbit of the claimwas
extended by the wording of the second part to other
undi scl osed non- TWAR strains having the features (a) to
(f). As denmonstrated by later literature, there were
serovars of Chlanydi a pneunoni ae which differed
antigenically fromthe TWAR strain (cf docunment D30:

J. Cinical Mcrobiology, March 1997, pages 620 to 623;
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and docunent D31: Abstract No. 542, 32nd Interscience
Conference on Antim crobial Agents and Chenot her apy,
11 to 14 Cctober 1992, Anaheim California, USA),

al t hough possibly exhibiting the features (a) to (f).
For these reasons, claim1 of this request stil

of fended agai nst Article 123(2) and (3) EPC.

The appel l ants requested that the decision under appeal
be set aside and that the patent be maintained on the
basis of the main request or of auxiliary requests A or
B filed during oral proceedings.

The respondents requested that the appeal be di sm ssed.
Auxiliarily, that the case be remtted to the first
i nstance for further prosecution.

Reason for the Deci sion

Mai n request: adm ssibility into the proceedings.

2078.D

The main criteria laid down by the boards of appeal for
adm ssion of amended claimrequests at a | ate stage of
appeal proceedings are that they be a serious attenpt
at overcom ng objections and that they can be quickly
checked as for their conpliance with the requirenents
of Articles 123 and 84 EPC so as to create as little
extra work as possible for the other party(ies) and the
board (cf Case | aw of the Boards of Appeal of the

Eur opean Patent O fice, 4th edition 2001, in particular
Section VI, D. 14.)

The main request at issue, having been filed during
oral proceedi ngs when the debate on the previous nmain
request had been concl uded, was undoubtedly "I ate-
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filed". Rather than turning to the next request on
file, the appellants preferred to rearrange their
requests and to file a new main request. In their view,
t he new mai n request took account of the objections

rai sed agai nst the previous one and rendered easier the
analysis of its conpliance with the formal requirenents
of the EPC because claim 1l was essentially based on the
wordi ng of granted claim1, the contested superfl uous
expressi on "Chl anydi a pneunoni ae" being del eted and the
features of the TWAR strain being recited according to
t he description of the patent specification.

However, the board notes that, apart fromthe deletion
of the expression "Chlanydi a pneunoni ae", the wording
of the first part of the claimis not exactly identical
to that of claiml as granted, this nmaking it open to
obj ection under Article 84 EPC. As a matter of fact,

t he expression "antigenic determ nant of the TWAR
strain of Chlanydia" has been changed into "antigenic
determ nant specific for the TWAR strain of Chl anydi a”
(enmphasi s added). The appellants maintain that there is
no difference in meaning between the two expressions in
English, the second being linguistically nore
appropriate. This, however, is a matter of
interpretation and thus opens the door to a series of
consi derations, which, failing a concrete reason for
such a change, needl essly conplicate the procedure at a
|ate stage. This is already in contradiction with the
criteria stated in point 1. above.

Mor eover, the amended claim 1l as a whol e cannot be said
to be a serious attenpt to overcone the objections

rai sed agai nst the previous version of the claim These
obj ections stenmed essentially fromthe difficulty in
defining exactly what was cl ai ned and, consequently, in
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establishing exactly the boundary of the anmended cl ains
in conmparison with the clainms as granted, in view of
the inprecise | anguage used (cf "which is
characteristic of Chlanydial organisns", "said

organi sns termed TWAR organi sns”) and of the |ack of a
specific termof reference for the TWAR strain. The new
mai n request does prima facie not overcone said
difficulties since claim1l thereof, notw thstanding the
return to the expression "TWAR strain” of the clains as
granted, contains further elenents of uncertainty such
as the expression "specific for" and the use of the
third person plural in connection with the features (a)
to (f) ("cause", "have", "are", "do not", "contain") so
that it is still unclear what exactly is being clained
and how this can be conpared with the extent of
protection of the granted clains, also in view of the
del etion of the feature "Chlanydi a pneunoni ae".

Under these circunstances, in line with the above
stated criteria (cf point 1. above), the board, in
exercise of its discretion under Article 114(2) EPC,
refuses to admt the new main request into the

pr oceedi ngs.

Auxiliary request A conpliance with the formal requirenents,
Articles 84 and 123(2)(3) EPC

2078.D

This request is a slightly revised version of the
auxi liary request A which was already on file

(cf Section V above). Thus, the request is admtted
into the proceedings. Claim1l of this request
identifies the subject nonoclonal antibody as being
di rected agai nst an antigenic determ nant of a

Chl anydi al organismw th accessi on nunber ATCC 53592
and as reacting with said organismbut not with
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Chl amydi a organi sns ot her that those exhibiting the
characteristics (a) to (f).

As indicated in the description of the published
version of the application as filed, the Chlanydi al
organi smw t h accessi on nunber ATCC 53592 is the
representative TWAR i solate AR-39, ie a TWAR strain of
Chl anmydi a, Chl anmydi a pneunoni ae neant by claim1l as
granted. This isolate and other isolates reacting with
a TWAR-elicited nonocl onal antibody, eg isolate T-183,
have in comon the features (a) to (f), as described on
pages 6 to 8 of the published version of the
application as filed.

By reference to an antigenic determ nant of the

deposi ted organi sm ATCC 53592, claim1 at issue now
unanbi guously identifies an antigenic determ nant
common to all Chlanydi a i sol ates which have the
characteristics (a) to (f). The claimalso avoids the
use of the uncertain expression "determ nant specific
for" (cf point 3. above), by referring directly to
"determnant of". In the board's judgenent, claim21 of
this request satisfies the clarity requirenents of
Article 84 EPC, its subject-matter being unequivocally
a nonocl onal anti body directed agai nst such an

anti geni c determ nant.

Contrary to respondents' Il views, the board considers
that the scope of protection of the anended claimis
well within the scope of protection conferred by

claims 1 and 2 as granted. The antigeni c determ nant,
agai nst which the nonoclonal antibody is directed, is
now unequi vocal ly identified as being that of the
reference strain. Clains 1 and 2 as granted included in
their scope the sanme nonocl onal antibody, nanely a
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nmonocl onal anti body directed against an antigenic
determ nant of the TWAR strain of Chlanydia, Chlanydia
pneunoni ae (cf claim1 as granted) or a nonocl onal

anti body that binds to an antigen of a Chlanydia strain
other than C. psittaci and C. trachomatis that causes
acute respiratory disease (cf claim2 as granted).

Thus, no offence against the requirenments of
Article 123(3) EPC is seen by the board.

Moreover, again in contrast with the view of
respondents |1, amended claim1 does not include

subj ect-matter which extends beyond the content of the
application as filed. The latter describes the
preparati on of a nonoclonal antibody which is elicited
agai nst an antigenic determ nant of the reference TWAR
isolate, reacts with other isolates which display the
sane determ nant (cf Table 1 on page 9 of the published
version of the application as filed) and have the sane
features (a) to (f). The said nonocl onal antibody does
not react with isolates of C. psittaci and C.
trachomatis. This subject-matter is precisely that of
claim1.

The wording of the said claimdoes not include a

nonocl onal anti body which reacts with an antigenic
determ nant other than that of the reference strain, eg
it does not include a nonoclonal antibody against a

Chl amydi a pneunoni ae strain which, while exhibiting
features (a) to (f), does not display the sane
antigenic determnant as the reference strain

ATCC 53592.

Therefore, no of fence agai nst the requirenents of
Article 123(2) EPC is seen by the board.
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11. In view of the above conclusions, the board considers
that claim1l of auxiliary request A conplies with the
formal requirenments of the EPC, nanely those of
Articles 84 and 123 EPC. The sane applies to clains 2
to 18 which now nmake reference to the Chlanydia strain
as defined in claim11, and which are identical to
claims 3 to 19 as granted, exception nmade for the
necessary renunbering.

Rem ttal

12. The patent is suit had been revoked by the opposition
di vision on grounds of |ack of conpliance with the
requirenents of Articles 84 and 123 EPC, no substantive
exam nation having yet being carried out. At |east one
party (respondents Il) requested, should the appeal not
be di sm ssed, that the case be remtted to the
departnment of the first instance under Article 111 EPC,
t he appel | ants not being opposed thereto. In order to
ensure that the parties have the opportunity of having
t he substantial questions of patentability of the
anmended cl ai ns deci ded by the opposition division, and
with the possibility of a further appeal remaining
open, the board considers it appropriate to make use of
the power granted to it under Article 111(1) EPC to
remt the case to the first instance for further
exam nati on

Or der

For these reasons it is decided:

1. The deci sion under appeal is set aside;

2078.D
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2. The case is remtted to the first instance for further
prosecution on the basis of Auxiliary request A filed
during oral proceedings.

The Registrar: The Chai r person:

P. Crenona U. Ki nkel dey
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