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Summary of Facts and Submn ssions

0994.D

Eur opean patent No. 0 606 281 was granted on 5 March
1997 on the basis of European patent application
No. 92 919 878. 6.

Caim1l of the granted patent reads as foll ows:

"A seal arrangenent conprising a guide ring (16) and a
spi ral wound gasket l|located radially within the guide
ring, said spiral wound gasket conprising an annul us
constituted by a plurality of superposed turns
(10,12,13) of a profiled netal strip wound upon itself
to forma spiral and, interposed between at | east sone
of said superposed turns (10), a nunber of turns (11)
of arelatively soft sealant material in strip form
together with stop neans conprised of the guide ring
(16) which limts axial conpression of said gasket,
characterised in that the wwdth of said netal strip
(10,12, 13) being selected so that prior to use the
axi al thickness of the wound netal spiral is

approxi mately equal to the axial thickness of the guide
ring (16) and the width of the strip (11) of relatively
soft sealant material being selected so that prior to
use, it projects a distance of from1l to 2nm on both
sides of the gasket from said superposed netal turns
(10,12,13) in a direction axially of said annulus."

Dependent clains 2 to 8 relate to preferred enbodi nents
of the seal arrangenent according to claiml.

An opposition against the granted patent was filed by
the present appellants on the grounds that granted
claim 1l contai ned subject-matter extendi ng beyond the
content of the application as filed (Article 100(c)
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EPC) and that the clainmed seal arrangenent | acked

I nventive step with respect to two of their own
publ i cati ons, henceforth designated docunents D1 and
D2.

Subsequently, with a letter dated 16 October 1998, the
appel l ants indicated they had becone aware of a sea
arrangenent desi gnated Tonbo No. 1839-R-Al, which had
been put on sale by the N chias Corporation at the
latest in 1986 and which fully anticipated granted
claiml1l. Wth a letter dated 9 Novenber 1998 the

appel lants filed a declaration of M Eric Soh Sin Boon
concerning the alleged prior use and offered himas a
wi tness for the sane. Annexed to the declaration were
inter alia a copy of Japanese utility nodel JP-U

63 40692 (docunent D4), published on 24 COctober 1988,
together with a partial translation into English and a
copy of a catalogue of the N chias Corporation
(docunent D3) published in 1984.

At oral proceedings on 16 Novenber 1998 the Opposition
Di vi si on deci ded pursuant to Article 114(2) EPC to
disregard the late-filed evidence concerning the

al | eged prior use.

In response to the objection of added subject-matter
the present respondents (proprietors of the patent)
subm tted an anmended version of claim1 in which the
| ast cl ause now read:

"the width of the strip (11) of relatively soft seal ant
mat eri al being selected so that prior to use, it
projects a distance on both sides of the gasket from
sai d superposed netal turns (10,12,13) which distance
when taken together on both sides is froml to 2mmin a
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direction axially of said annul us".

The Qpposition Division held that this claimwas free
of any objection under Articles 123(2) and (3) EPC and
that its subject-matter was patentable with respect to
docunents D1 and D2. The witten interlocutory decision
concerni ng mai ntenance of the patent in anmended form
was posted on 2 Decenber 1998.

An notice of appeal against this decision was filed on
4 February 1999 and the fee for appeal paid at the sane
tinme.

The statenent of grounds of appeal was filed on

30 March 1999. In this statenent the appellants argued
that claim 1l accepted by the Opposition Division

of fended against Article 123(3) EPC since its scope of
protection had been shifted inadm ssibly. They al so
pursued their allegation of anticipation by the public
prior use of the Tonbo No. 1839-R-Al seal arrangenent
and contended that the Opposition Division had erred in
di sregardi ng the evidence they had provided. Lastly,
they argued that the subject-matter of claim11 | acked

i nventive step with respect to docunents D1 and D4.
Suppl enentary to the statenent of grounds of appeal the
appel lants filed with a letter dated 28 Septenber 1999
a declaration of M Tsutonu Ishizuka, together with
five annexes, concerning the alleged prior use of two
types of seal arrangenent nanely the Tonbo No. 1839-R
and the Tonbo No. 1839-R-Al, as well as a ful
translation into German of docunent D4.

In a comruni cation pursuant to Article 11(2) RPBA dated
2 Cctober 2000 the Board inter alia referred to sone
I nconsi stencies and gaps in the evidence filed in
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support of the prior use of the Tonbo No. 1839-R- Al
seal arrangenent. As far as the Tonbo No. 1839-R sea
arrangenent was concerned the Board indicated that on
the evidence available its structure in any case did
not appear to conformto the requirenents of claiml
under consi derati on.

In a reply to this communi cati on dated 27 February 2001
the respondents requested that the witness M Ishizuka
be heard if there were any doubts arising fromhis
witten evidence concerning the prior use and structure
of both the Tonbo No 1839-R and Tonbo No. 1839-R- Al

seal arrangenents.

Oral proceedings before the Board were held on
27 March 2001.

During the course of the oral proceedings the
respondents submtted a new revised version of claim1l
toget her with dependent clains 2 and 8 and an adapted
description. They requested mai ntenance of the patent

i n amended formon the basis of these docunents and the
draw ngs as granted.

Caim1l reads as foll ows:

"A seal arrangenent conprising a guide ring (16) and a
spiral wound gasket |ocated radially within the guide
ring, said spiral wound gasket conprising an annul us
constituted exclusively by a plurality of superposed
turns (10,12,13) of a profiled netal strip wound upon
itself to forma spiral and, interposed between at

| east some of said superposed turns (10), a nunber of
turns (11) of a single relatively soft sealant nateri al
in strip form together with stop neans conprised of
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the guide ring (16) which limts axial conpression of
sai d gasket, characterised in that the width of said
nmetal strip (10,12,13) being selected so that prior to
use the axial thickness of the wound netal spiral is
approximately equal to the axial thickness of the guide
ring (16) and the width of the strip (11) of relatively
soft sealant material being selected so that prior to
use, it projects a distance on both sides of the gasket
fromall said superposed netal turns (10, 12,13) which
di stance when taken together on both sides is from1l to

2mmin a direction axially of said annul us.

The appel |l ants requested that the decision under appea
be set aside and the patent revoked in its entirety.

In support of their request the appellants pursued
their objection that the anendnent to granted claiml
permtted by the Opposition Division and retained in
the present version of the claimoffended agai nst
Article 123(3) EPC

Caiml as granted could only be sensibly understood in
one way, which was that the strip of soft seal ant
material stood 1 to 2nm above the surface of the
superposed turns of nmetal strip on each side thereof,

Wi th the consequence that the strip of soft seal ant
material nust be 2 to 4nm w der than the netal strip.
That primary nmeaning was also fully consistent with the
ainms of the invention as portrayed in the patent
specification fromwhich it was evident that the basic
i dea of providing a good seal at |ow clanping pressures
was dependent upon there being a significant thickness
of freely deformabl e sealant material on each side of

t he gasket.
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The anmendnment nade to the claimhad replaced the
inplicit requirenment of a difference of 2 to 4mmin the
relative thickness of the strips by a difference of
only 1 to 2mm thus clearly denonstrating that an

i nadm ssible alteration in the scope of protection had
been made. The only basis offered by the appellants for
this anendnent was the table of val ues given on page 3
of the description with respect to the enbodi nent of
Figure 3. It is true that when the discrepancy in these
values is pointed out it can be seen that the

enbodi nent does not fall within the terns of granted
claim1. That however could not constitute a legitinmate
reason for anending the claim In the first place the
source of the inconsistency could lie equally well in
the table of values as in the claim In the second, as
a matter of principle, there was no justification for
interpreting a claimwhich was clear in its terns by
reference to the description.

No objections under Articles 123(2) and (3) EPC were
rai sed against the further amendnents to claiml
i ntroduced during the oral proceedings.

In view of the restrictions added to present claim1
the appellants nmade no further coments on the
patentability of its subject-matter goi ng beyond those
al ready on file.

The respondents argued that claim 1l as granted was open
to two interpretations and that all they had done was
to restrict it to the one which was consistent with the
single preferred enbodi ment. This could not offend

agai nst Article 123(3) EPC

The presently valid claim1l had now been restricted to
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exclude explicitly an arrangenent including an
additional alumniumstrip as found in the allegedly
prior used Tonbo No. 1839-R-Al seal arrangenent and in
t he gasket of docunent D4. The inclusion of the
alumniumstrip was clearly an essential el ement of
those proposals so to renove it could not be seen as an
obvi ous neasure. The structure of the allegedly prior
used Tonbo No. 1839-R seal arrangenent was still, even
at this late stage in the proceedings, indefinite. It
shoul d therefore be disregarded.

Reasons for the Deci sion

0994.D

The appeal conplies with the formal requirenents of
Articles 106 to 108 and Rules 1(1) and 64 EPC. It is
t herefore adm ssi bl e.

Articles 123(2) and (3) EPC

According to granted claiml1 the width of the strip of
soft sealant material is selected so that "it projects
a distance of from1l to 2nmon both sides of the gasket
fromsai d superposed netal turns”

Fromthe plain and natural neaning of the |anguage

i nvolved the Board finds it difficult to accept the
argunent of the respondents that the "both sides" term
of claimshould, or even could, be understood as
referring to the two sides considered together. The
only sensible interpretation of the claimwould instead
appear to be that advanced by the appellants, nanely
that the strip of soft sealant materials projects 1 to
2mm from each si de of the superposed netal turns.
However, given that the wording of the claimwas chosen
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by the respondents and accepted by the Exam ning
Division after the problens with the consistency of the
preferred enbodi nent had al ready been aired, there nust
clearly be sone residual roomfor doubt. In any case
the Board does not see itself called upon to cone to a
definitive conclusion on this aspect of the issue at
hand since, in its view, the prem se of the appellants
to the effect that it is only permssible to refer to
the ternms of the description to assist in interpreting
aclaimif the latter is anbiguous is msplaced. In
fact, the first sentence of the Protocol on the
Interpretation of Article 69 EPC specifically states
that this is not the way that Article should be
under st ood.

On reading the granted patent specification as a whole
the person skilled in the art could not fail to notice
that there is an apparent inconsistency between the
description of the single preferred enbodi nent as shown
in Figure 3 and the ternms of claiml1l. On page 3 of the
description, at lines 40 to 45, there is a tabul ar
conparison of the seal arrangenent according to

Figure 3 and a typical exanple of the state of the art.
Wth respect to Figure 3 three values are given "guide
ring thickness 3.2mi, "unconpressed spiral thickness
4.5mt and "exfoliated graphite height above netal
windings 1.27mmf. It is accepted that the "unconpressed
spiral thickness" can only refer to the overal

t hi ckness of the gasket, which is equivalent to the

thi ckness of the strip of exfoliated graphite (soft
sealant material). On that basis it is imediately
clear that the "height above netal w ndings" of the
exfoliated graphite cannot be the amount the strip of
this material projects on each side of the turns of
nmetal strip since if it were this strip would only be
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4.5 - 2x1.27 = 1.96mm wi de, instead of being

approxi mately equal to the 3.2mm thi ckness of the guide
ring. On the other hand, if the "hei ght above netal

wi ndi ngs" is taken as referring to the overall axial
height (ie width) of the two strips, then the netal
strip would have a width of 3.23 mm a difference of
only 0.03mmto the thickness of the guide ring, nore
than satisfying the "approxi mately equal” requirenent.
In the light of this the Board is convinced that the
person skilled in the art would not attribute the noted
I nconsi stency to an error in the values given in the
description but would i nstead have cause to interpret
claim1 in their light. The only plausible way of
remedyi ng the inconsistency is to give the requirenent
of the soft sealant strip projecting "a distance of
from1l to 2mm on both sides of the gasket fromsaid
super posed netal turns" the meaning specified in the
present claim A further indication that this was

I ndeed the intended neani ng can be found in dependent
clainms 3 and 4 fromwhich can be seen that what is
consi dered inportant is the overall difference in the
width of the strip of soft sealant material in relation
to the axial thickness of the guide ring (and thus,
given that they are approximately equal) the w dth of
the nmetal strip.

I n a nunber of decisions, see for exanple T 371/88 (QJ
EPO 1992, 157), the Boards have held that an amendnent
to a granted claimwhich prinma facie broadens or shifts
its scope of protection nmay neverthel ess be all owabl e
if the anended claimnerely reflects the fair
interpretation of the granted claimin the |light of the
pat ent specification taken as a whole. For the reasons
expl ai ned above this is the case here. Thus the
anmendnent to claiml objected to by the appellants does
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not of fend against Article 123(3) EPC. Furthernore, it
is a self-evident corollary of these considerations
that the anmendnent is consistent with Article 123(2)
EPC.

The further anmendnents nade to claim 1l during the
course of the oral proceedings before the Board find
anpl e basis in the original disclosure and are clearly
of alimtative nature. Since these anendnents were not
objected to by the appellants no further detail ed

expl anations are necessary.

Novelty and inventive step

Docunent D4 di scloses a spirally wound gasket
conprising a plurality of superposed turns of a
profiled netal strip, for exanple of stainless steel, a
nunmber of turns of a strip of soft sealant material,

for exanple graphite or PTFE, interposed between sone
of the turns of the profiled netal strip, and |ying
radially inside and outside the turns of the strip of
soft sealant material a small nunber of turns of a
strip of less soft sealant material, in particular

alum nium al so interposed between the turns of the
profiled material strip. The purpose of the turns of
alumniumstrip is to provide |ateral support for the
strip of soft sealant material, which are considerably
wi der than the profiled netal strip. Docunment D4 nakes
no reference to the use of an outer guide ring with the
gasket discl osed.

The all egedly prior used Tonbo No. 1839-R- Al sea
arrangenent nmakes use of a stainless

st eel / graphi te/ al um ni um gasket structure as taught in
docunent D4 together with inner and outer guide rings.
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The di nensions contained in annex No. 2 to the
declaration of M Ishizuka are the follow ng: Thickness
of outer guide ring 3.0mm wdth of graphite strip
4.5mm width of alumniumstrip 4.1mm

The restrictions inposed on the subject-nmatter of
present claim1l by way of the anendnents nmade at the
oral proceedi ngs before the Board, which are effective
to exclude a seal arrangenment conprising turns of two
seal ant materials of different hardness, have a
significant inpact on the rel evance of docunent D4 and
the allegedly prior used Tonmbo No. 1839-R-Al sea
arrangenent. Since both of these conprise a gasket
havi ng as an essential elenent additional turns of the
al um nium sealing strip, whereas claiml is restricted
to an arrangenent where the gasket is constituted
solely by the spirally wound profiled netal strip and a
nunber of turns of a single soft sealant material, it

I s apparent that the clained seal arrangenent is novel
with respect to them Furthernore, given that the
provision of the alumniumstrip for the specific

pur pose of supporting the graphite sealant material is
the central teaching of docunent D4, its renoval is not
sonet hi ng whi ch can be seen as an obvi ous neasure for
the person skilled in the art. No incentive to do so
can be found in any of the other cited prior art
docunents and no argunents to this effect have been
advanced by the appellants. In these circunstances the
hearing of M Ishizuka to establish with a sufficient
degree of certainty whether the Tonbo No. 1839-R- Al

seal arrangenent had been publicly prior used or not is
unnecessary.

The situation with respect to the Tonbo No. 1839-R sea
arrangenent is different since this does not include
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the alum niumstrip. However, on the basis of both the
publ i shed docunent D3 as well as annex No. 1 to

M Ishizuka's declaration it would appear that the

wi dth of the profiled netal strip used here is
significantly greater than the thickness of the outer
guide ring and that the difference between the w dths
of the profiled netal strip and the graphite sealing
strip is less than that required by present claiml1.
This appreciation is backed up by the conpression curve
shown on page 7 of docunent D3 which indicates that the
anount of conpression of the gasket when it is put into
service is of the order of a maxi mum of 0.5nm conpared
with the 1nm or nore experienced with the cl ai ned
invention. In view of this, coupled with the fact that
the appellants first nentioned the Tonbo No. 1839-R
seal arrangenent as being of independent rel evance in
their letter of 27 February 2001 and did not pursue
this Iine of argunent at the oral proceedings, the
hearing of M Ishizuka solely in this respect would
clearly not be justified.

The Board has therefore cone to the conclusion that the
subject-matter of claim1 is novel and involves an
inventive step with regard to the avail able state of
the art (Articles 54 and 56 EPC).



- 13 - T 0140/ 99

O der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.
2. The case is remitted to the first instance with the
order to maintain the patent with the foll ow ng

docunent s:

- clains 1 to 8 and description presented at the
oral proceedings;

- drawi ngs as grant ed.

The Regi strar: The Chai r man:

S. Fabi ani F. Gunbel
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