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By decision of 7 Decenber 1998 the Opposition Division
revoked European patent No. 0 519 604 on the grounds of
| ack of inventive step vis a vis the state of the art.

The appel |l ant (patentee) | odged an appeal against this
decision on 1 February 1999. Its statenent of grounds
was filed on 15 April 1999.

Fol | owi ng sonme postal exchanges between the parties,
the Board, in a communication sent on 31 May 2001
suggested to focus the discussion at the ora
proceedi ngs principally on docunents E1 and E6 upon
whi ch the contested decision was based.

Oral proceedings were held on 11 Cctober 2001 at the
end of which the requests of the parties were as
fol | ows:

The appel | ant requested that the decision under appea
be set aside and that the patent be nmintained on the
basis of the main or the auxiliary request filed during
t he oral proceedings.

The respondent requested that the appeal be dism ssed.
Claim1 according to the main request reads:

“A gui de conpri sing:

a core (18), having a proximal and distal end portion,

and a plastic jacket (38) enclosing said core,
characterised in said plastic jacket conprises:
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a proxi mal jacket portion (40) extending distally from
the proximal end of the guide wire forned of a first
pl astic material, and

a distal jacket portion (42) fornmed of a second plastic
mat eri al and extendi ng over and covering the distal end
of the core,

the distal end of said proximl jacket portion and the
proxi mal end of said distal jacket portion being of
equal outer dianeters so as to forma snooth transition
bet ween sai d proximal and said distal jacket portions,

said distal jacket portion having a coating of

| ubricious material applied to it whereas said proxim
j acket portion has no lubricious coating applied to
it."

Caiml according to the auxiliary request is

di stingui shed fromthe main request by introducing the
expression "having a mani pul able but |ow friction
surface" after the words "plastic nmaterial” in the

first characterising feature.

The foll ow ng docunents were relied upon in the appea
proceedi ngs and are relevant for the present decision:

El: EP-A2- 0 405 823

E2: EP-Al1- 0 407 965

E6: US-A- 4 884 579

E7: EP-A2- 0 334 640
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US-A- 4 841 976

At the oral proceedings the parties argued as foll ows:

(i)

The appel | ant

Docunent E2 represents the closest prior art since
it discloses a one-part plastic jacket encl osing
the core entirely, i.e. this type of catheters
whi ch the patent ains at inproving. Docunents E1
and E6 are regarded as nore renote because they
refer to another type of catheter guides such as
the third design referred to in the background
part of docunent El1, ie of the type having a
distal tip portion ending with an uncoated helica
coil for increasing the friction at the distal
end. This known guide wire suffers fromthe
drawback, that its proximal end is too slippy to
be mani pul at ed.

Starting fromdocunent E2, the probl em underlying
the present patent is to adapt the surfaces of the
end portions of the jacket to their different
functions. The solution is to nake up the jacket
in two portions and to select suitable materials
inrelation to their intended use. Accordingly,
the subject-matter of claiml1l is to provide a
plastic jacket in two portions nmade of different
materials, only the distal jacket being coated
with a lubricious material in order to provide the
di stal portion of the guide wire with inproved
sliding facilities whereas the uncoated proxinal
portion can be handled nore readily.

Docunent E1 does not suggest to nmake the jacket in



2804.D

(i)

- 4 - T 0127/ 99

two parts, still less of different materi als.

Docunent E7 relates to catheters, a technica

field quite renote fromguide wires because the
probl em of heading for a specific body |location is
not addressed in the sane way. Wile a guide
catheter may al so be inserted on its own, its
structure and di mensi ons are however not the sane
as for a guide wire so that the requirenents
differ significantly fromeach other. A jacket
made of two portions has been known for catheters
for a long tinme. However, nobody considered to use
the sane principle for the construction of guide
wires before the filing date of the present

patent. Therefore, the solution as clained is not
obvi ous.

Claim1l according to the auxiliary request is nore
restricted than claim1 of the main request since
the proximal jacket portion is now additionally
characterised by a "low friction surface", a
feature nore specific than the nere specification
of "no |ubricious coating applied to it".

The respondent

Docunent E7 relates to catheters generally, ie

i ncluding al so guide catheters where simlar
problens as for guide wires arise. The sane
technical field is, therefore, concerned. Docunent
E7 discloses a two-part jacket nmade of different
mat eri al s, whereas docunent El suggests to | eave

t he proximal jacket portion of a guide wire
uncoated in order to facilitate manual handli ng
and control, a requirenent also present in E7. For
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a person skilled in the art it is thus evident to
provi de the appropriate |ocation of the jacket
with the nost suitable material. Hence, it is
obvious to nodify a catheter of the type disclosed
i n docunent E2 in the manner suggested by the

pat ent .

- the features introduced in claim1 according to
the auxiliary request are not clearly defined.
They do not actually anmend the previous situation.

Reasons for the Deci sion

1
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The appeal is adm ssible.

Amendnent s

The anmendnments made to the clains of either request are
all fairly supported by the application as filed and
are such as to restrict the protection as granted.
Therefore, they are not open to objection under

Article 123 EPC.

Novel ty (main request)

The Board agrees with the parties that a guide wre of
the type disclosed in docunent E2 represents the prior
art comng closest to the invention. It discloses

(see figure 1) all the features recited in the
precharacterising portion of claim1, nanely a guide

Wi re conprising a core and a plastic jacket encl osing
said core conpletely, that is both the proximal and the
di stal end portions. Mreover, the outer surface of the
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plastic jacket nmay be covered with a | ubricious coating
applied to it for adjusting the sliding facility of the
guide wire (cf page 4, lines 5 to 6). However, the
jacket is integrally made of the sanme nmaterial.

Docunent E1 di scloses also a jacket nade in one part
form But the jacket does not fully enclose the length
of the central core since the distal end portion
thereof is not covered by the plastic jacket.

Docunent E6 di scloses (see figure 1) a catheter guide
Wi re conprising three portions. However, the proxi nal
end portion is not provided with any kind of jacket
within the neaning of the present patent. Said proxinm
end portion is fornmed directly by the core or it nmay be
coated with a | ess lubricious protective coating
material (cf. colum 5, lines 64 to 66) in order to
provide for a higher friction surface allow ng better
handl i ng wi t hout slippage (cf. colum 10, |ines 47

to 52). But a sinple coating cannot be regarded as a

j acket (conpared with the plastic jacket 48 provided
with coating 50 in the internedi ate portion).

Docunent E7(see figure 1) discloses a guide catheter
conpri sing el ongated tubul ar nenbers. Mre
specifically, it conprises an inner sheath surrounded
by an outer sheath, this latter formng a two-part
jacket having two abutting portions 22, 24. The

cat heter body bei ng nade tubular, it has no core.

Since no docunent discloses all the clained features in
conbi nation, the subject-matter of claim1 according to
the main request is novel within the neaning of

Article 54(1) EPC
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I nventive step (main request).

Wth respect to the closest prior art docunent E2, the
subject-matter of claim1l1 essentially differs by the
foll ow ng features:

- the plastic jacket is formed of a proxinmal portion
and a distal portion having abutting ends of equa
outer dianeters so as forma snooth transition

- the two jacket portions are nade of different
plastic materials

- only the distal jacket portion has a coating of
| ubricious nmaterial applied to it.

These features solve two separate partial technica
probl ens, nanely;

- a first problemof creating a guide wire the
distal part of which ideally perforns its function
i nsi de the body vessel and the proxinmal part of
which is easy to mani pul ate by the physician, and

- a second problemof firmy but with snooth
transition joining two jacket portions.

The first problemis solved by providing only the

di stal portion of the guide with a |ubricious coating
on its outer surface, so as to facilitate the insertion
and passage of the guide wire through a catheter or a
vessel , whereas the uncoated proximal portion provides
for easy handling.

The second problemis solved by the renmaining features
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according to which the jacket consists of two portions
made of different materials but having the sane outer
di aneter so as to forma snooth transition

The subject-matter of claim1 thus conprising two

I ndependent groups of features, these groups nay be
exam ned separately for the presence of an inventive
step (see T 130/89, Q) EPO 1989, 514, points 5.7 and
T 687/94, 23 April 1996, point 5).

Having regard to the first problem docunent E1 is nost
relevant. In the enbodinent illustrated in figure 2,

t he hydrophilic coating 23 which is normally applied to
the outer surface of the jacket in order to reduce the
friction (cf. colum 1, line 33) does not cover the
proxi mal portion of the jacket, precisely for the
purpose of facilitating both gripping and control of
the guide wire during its use (cf. colum 4, lines 36
to 40). In this respect, the Board observes that as far
as friction and sliding characteristics are concerned,
it mtters little whether the jacket is nade in one or
two parts having the sane or different materials, since
only the low friction proximal portion energes fromthe
| ubricious coating. This is nore apparent fromfigure 2
of docunent E1 than fromfigure 1 of the patent where
the coating is not shown. Therefore, the solution to
the first problemis disclosed by docunent EL.

Havi ng regard to the second problem docunent E7

di scl oses a catheter having a tubul ar body portion and
a tubular tip portion, both conprising an inner sheath
and an outer sheath. The outer sheath as a whol e thus
constitutes a jacket having a body or proxinal

portion 22 and a tip or distal portion 24 as
illustrated in figure 1, both portions being of equa
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di aneter and placed in abutting relationship. The two
portions nmay be of different materials, nanely a rigid
and a soft polyneric material, respectively

(cf. colum 5, lines 6 to 11 and 19 to 21). In
particular, there is specified that the rigid polyneric
materi al used for the outer sheath form ng the proxim
portion has a Shore hardness from about D 50 to about
D 80, preferably D 55 or D 63 (colum 5,

lines 31 to 37) and that the soft polyneric nmaterial
used for the outer sheath formng the distal portion

i ncl udes materials such as pol yurethane (colum 5,
lines 21 to 27). These materials are simlar if not
identical to those used in the present patent, ie
Tefl on (Shore hardness in the range of D 50 to D 65)
for the proximal jacket and pol yurethane for the distal
jacket, and are used in view of the sane favourable
characteristics. Further, a snooth transition is

achi eved between abutting ends of the outer sheaves
since any excess of polyneric material may be renoved
fromthe outer surface of the catheter once the wel ding
process is conpleted (colum 7, lines 17 to 19). Thus
docunment E7 discloses the solution to said second

probl em

Contrary to the appellant's view, docunent E7 is

rel evant because it relates to the general technica
field of catheters, which includes guide catheters as
wel|l as guide wires, two neighbouring fields in which
the same insertion problens arise (cf. T 176/84, QJ EPO
1986, 50 and T 195/84, Q) EPO 1986, 121). The catheters
di scl osed in docunent E7 (cf. colum 1, lines 12 to 14)
may be construed to act as gui de ways through which

ot her catheters are directed to a specific body
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| ocation. They are therefore called "guide catheters”
(cf. colum 4, lines 19 to 23). Since the guide wres
referred to in the present patent are al so used for
guiding catheters to a target site, they are related to
gui de catheters by this comon functi on.

Moreover, all the docunents cited and the patent in
suit were assigned the sane class and subcl ass of the
International Cassification (A61M 25/00), which is a
further indication that the skilled person would
consider themto belong to the sane technical field.

It results fromthe foregoing that, starting from
docunent E2 the subject-matter of claim 1l according to
the main request is obvious having regards to the
conbi nati on of docunment E1 and E7.As a consequence, it
does not involve an inventive step within the neaning
of Article 56 EPC

Auxi liary request

The feature added to claim 1l according to the auxiliary
request ("having a manipul able but low friction
surface") to further characterise the proxi nal jacket
portion is vague and indefinite, so that a great nunber
of plastic materials may be suitable. This feature,
therefore, does not provide any restriction to the
subject-matter of claim1 which could have

di stinguished it fromthe state of art.

For exanpl e, docunent E2 (cf. page 3, lines 32 to 39)
suggests to formthe plastic jacket wi th pol yurethane,
preferably with Teflon (PTFE) which represents a good
conprom se between proper sliding facility and easy
manual handling. In the sanme way, docunment E1
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recomends (cf. colum 3, lines 53 to 55) using any
suitable materials such as pol yurethane for the
uncoated end of the proximl jacket in order to remain
easily mani pul able (cf. colum 4, lines 36 to 40).

Consequently, the subject-matter of claim1l according
to the auxiliary request does not involve an inventive
step over the prior art, either.

For these reasons it is decided that:

1. The appeal is dism ssed.
The Regi strar: The Chai r man:
V. Commare W D. Wiss
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