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Summary of Facts and Subm ssi ons

This appeal is froman interlocutory decision of the
OQpposition Division to maintain European patent

0 390 251, claimng priority of 30 March 1989 from GB
pat ent application No. 8 907 187, in anended form In a
notice of opposition, based on |ack of sufficiency of

di scl osure, lack of novelty and inventive step, the
foll ow ng docunents were cited inter alia:

(2) Derwent Abstract and English translation of
JP- A- 6106990

(16) EP-A-0 420 317

1. In its decision the Opposition Division found that the
Clainms of the proprietors' anmended second request net
the requirements of the EPC, but rejected the
proprietor's main request and the auxiliary requests 1
to 4 because of |lack of sufficiency of disclosure, in
particular with respect to Caim 12 which was directed
to a process, the products of which were defined by
particle porosity. Further, the Opposition Division
rejected the anended mai n request because of |ack of
novelty and the anmended first auxiliary request 1
because of violation of Article 123(2) EPC.

Clains 1 and 12 of the main request filed with the
grounds of appeal were identical to Clainms 1 and 12 as
granted and read as foll ows:

"1. Process for the continuous preparation of a
granul ar detergent conposition or conponent having a
bul k density of at |east 650 g/l, which conprises the
steps of treating a particulate starting materi al
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(i) inafirst step in a high-speed m xer/densifier,

t he nean residence tine being from5-30 seconds;

(ii) in a second step in a noderate-speed

granul ator/densifier, whereby it is brought into, or
mai ntained in, a deformable state, the nean residence
time being from1-10 m nutes and

(iii) inafinal step in drying and/or cooling
appar at us,

wherein 0.1 to 40 % by weight of a powder is added in
the second step or between the first and the second
st ep.

12. Process according to Clains 1-11, wherein the
particle porosity of the final granul ar detergent
product is less than 10% preferably less than 5%"

Both the proprietors (herein "the appellants") and the
opponent (herein "the respondent”), |odged appeal s
agai nst the decision of the Qpposition Division.

1. The appellants argued in essence as foll ows:

The nmercury porosinetry nmethod shoul d be

recogni zed as a valid nethod, and therefore
Claim 12 should be allowabl e under Article 100(b)
EPC.

The amendnents to their requests were all owabl e
under Article 123 EPC, since they found their
support in the priority docunent; sone features
clainmed in the European patent application, such
as the upper values of a tinme range, did not need
to be explicitly nentioned in the prior
application in order to be entitled to the
priority date. Therefore, the clainmed subject-
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matter was al so novel

2. The respondent argued in essence as foll ows:

The anmendnments violated Article 123(2) EPC, since
they found no basis in the application as filed.

The scope of aiml was so broad that its
subj ect-matter was antici pated by docunment (16).

Further, the clainmed subject-matter |acked an
i nventive step over docunents (2) and

(32a) EP-A-0 340 013,

the | ater docunent having been filed with its
| etter dated 18 Cctober 2002.

During oral proceedings which took place on 21 Novenber
2002 the appellants replaced the auxiliary requests on
file by the following 6 auxiliary requests:

First auxiliary request

Claim1l1l of the first auxiliary request differs from
Claim1l1l of the main request in that "the nmean residence
time being from1-10 m nutes” was replaced by "the nean
resi dence time being from1-6 m nutes” in the second

step (ii).
Second auxiliary request
Claim1l of the second auxiliary request differs from

Claim1l1l of the main request in that "the nmean residence
time being from1-10 m nutes" was replaced by "the nean
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resi dence time being from1-5 m nutes” in the second
step (ii).

Third auxiliary request

Claim1l1l of the third auxiliary request differs from
Claim1 of the main request in that the passage
"conprising from10 to 70 % by wei ght of detergency
buil der" was inserted between "a particulate starting
material” and "(i)".

Fourth auxiliary request

Claim1l1l of the fourth auxiliary request differs from
Claim1 of the third auxiliary request in that "the
mean residence tinme of 1 to 10 m nutes” was replaced by
"the nmean residence tine of 1 to 6 m nutes".

Fifth auxiliary request

Claim1l1l of the fifth auxiliary request differs from
Claim1 of the fourth auxiliary request in that "the
mean residence tinme of 1 to 6 mnutes"” was replaced by
"the nmean residence tine of 1 to 5 mnutes”.

Si xth auxiliary request

Claim1l of the sixth auxiliary request differs from
Claim1l of the main request in that at the end of the
claimthe foll ow ng passage was added "with the proviso
that the process is not a process for the continuous
preparation of a granul ar detergent conposition or
conponent having a bulk density of at |east 550 g/l,

whi ch conpri ses
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(1) feeding a liquid acid precursor of an anionic
surfactant, a solid water-sol uble al kaline inorganic
material and optionally other materials in a high-speed
m xer/densifier, the nean residence tinme being from 5-
30 seconds;

(1i) subsequently treating the granul ar detergent

mat erial in a noderate-speed granul ator/densifier,
whereby it is brought into or maintained in a
deformabl e state, the nean residence tine being from
about 1-10, preferably from2-5 mnutes, and finally

(tii) drying and/or cooling the product”.

The appel | ants requested that the opponent's appeal be
di sm ssed and that the decision under appeal be set

asi de and that the patent be naintained on the basis of
the main request or alternatively on the basis of the
auxiliary requests 1 to 5 filed during the oral
proceedi ngs or that the disclainer in the sixth

auxi liary request be the subject of a question to be
referred to the Enl arged Board of Appeal as set out in
their letter of 27 Septenber 2002.

The respondent requested that the patentees' appeal be
di sm ssed and that the patent be revoked.

At the end of the oral proceedings the Chairnman
announced the decision of the Board.

Reasons for the Decision

0315.D
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Article 100(b) EPC

Claim12, depending on Clains 1 to 11, is directed to a
process wherein the particle porosity of the final
granul ar product is less than 10% The Board, having
commented in extenso on the nercury porosity
measurenent nmethod in case T 378/ 97 (not published in
the QJ EPO, is satisfied that Caim12 neets the

requi renents of Article 100(b) EPC. In summary, mnercury
porosinmetry was suitable for determ ning the porosity
of conmerci al detergent conpositions. Since at the oral
proceedi ngs the respondent did not maintain its
objection raised inits letter of 21 May 1999 (page 4,
par agraph 3), no further reasons need be given.

Priority (Articles 87(1) and 89 EPC)

Claim1l1l of the patent in suit is directed to a process
conprising treating a particulate starting materi al,
inter alia, in a second step in a noderate-speed
granul ator/densifier, the nmean residence tinme being
from1l to 10 m nutes.

Claim1l1 of the priority docunent discloses a nmean
residence tinme of 1 to 6 mnutes in the noderate-speed
granul ator densifier. The priority docunent did not

di sclose the range of 1 to 10 m nutes. Therefore, the
requi rement that the invention disclosed in the
priority docunment and the invention clainmed in the

Eur opean Patent application are the sane, is not
fulfilled (Article 87(1) EPC). It follows that Claim1l
is not entitled to the clained priority date ie

30 March 1989, but only to the filing date, ie 16 March
1990 (Article 89 EPC).
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1.3 Novel ty

1.3.1 daim1 of docunent (16) is directed to a process
conprising "feeding a liquid acid precursor of an
ani onic surfactant, a solid water-sol uble al kaline
inorganic material and optionally other materials in a
first step in a high-speed m xer/densifier, the nean
resi dence tinme being from5-30 seconds;
(1i) in a second step in a noderate-speed
granul ator/densifier, whereby it is brought into or
mai ntained in a deformable state, the nean residence
time being from1-10 m nutes”.

The respondent interpreted the process step "treating a
particul ate starting material" according to the patent
in suit as conprising "feeding a liquid acid precursor
of an anionic surfactant, a solid water-soluble

al kal i ne inorganic material".

The appellants did not contest this |ine of reasoning.
Further, the respondent objected that aim1l of the
patent in suit |acked novelty over docunent (16), which
di scl osed nean residence tines in the high-speed m xer
and in the noderate-speed granul ator-densifier being
identical to those of Caiml.

1.3.2 Docunent (16), claimng the priority of 29 Septenber
1989, was published on 3 April 1991, ie after the
filing date of the patent in suit (16 March 1990).
Docunent (16) is thus considered as conprised in the
state of the art pursuant to Article 54(3) EPC

Since the features of the detergents according to

docunent (16) conformconpletely to those of the
invention, it follows that docunent (16) is prejudicial

0315.D Y A
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to the patent in suit. The subject-matter of Claim1 of
the patent in suit is anticipated by daim1l of
docunent (16) and, therefore, does not neet the
requirenments of Articles 52(1) and 54(1) EPC.

The main request is not allowable.

First auxiliary request

Claim1l1l of the first auxiliary request differs from
Claim1l1l of the main request in that "the nmean residence
time being from1-10 m nutes” was replaced by "the mean
resi dence time being from1-6 m nutes” in the second
step (ii), this latter range not being disclosed in the
application as filed. Hence, the subject-matter of
Claim1 extends beyond the content of the application
as filed.

The appell ants were of the opinion that an amendnent
finding its basis in the priority docunment of the
patent in suit would not violate Article 123(2) EPC.
They argued the range of 1 to 6 m nutes could be
regarded as disclaimng a sub-range of nore than 6 and
up to 10 fromthe range of 1 to 10 mnutes (letter of
21 May 1999, page 5, paragraphs 2 and 3).

Pursuant to Article 123(2) EPC, it is the application
as filed, and not the priority docunent, which serves
as a basis for supporting amendnents. The content of
the application as filed does not include the content
of the priority docunment (see T 260/85, QJ EPO 1989,
105) .

Thus, Caiml violates Article 123(2) EPC, therefore,
the first auxiliary request is not allowable.
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Second auxiliary request

Article 123(2) EPC

Claim1l of the second auxiliary request differs from
Claim1l1l of the main request in that "the nmean residence
time being from1-10 m nutes” was replaced by "the nmean
resi dence time being from1-5 m nutes” in the second

step (ii).

Since the application as filed disclosed a range of 1
to 10 mnutes and a range of 2 to 5 mnutes (page 9,
lines 6 to 9), it is allowable to reduce the scope of
the broad range of 1 to 10 minutes to 1 to 5 m nutes,
since both end values of 1 and 5 were discl osed (see
T 2/81, QJ EPO 1982, 394).

The subject-matter of Caim1 neets the requirenents of
Article 123(2) EPC

Priority (Articles 87(1) and 89 EPC)

Claim1l1l of the patent in suit is directed to a process
conprising treating a particulate starting materi al,
inter alia, in a second step in a noderate-speed
granul ator/densifier, the nmean residence tinme being
froml to 5 mnutes.

The priority docunent disclosed a range of 1 to 6

m nutes. During the oral proceedings before the Board,

t he appellants argued that the range of 1 to 5 mnutes
was entitled to the priority date since a reduced scope
of 1 to 5 mnutes does not change the nature of the
invention as disclosed in the priority docunent.
Consequently, docunent (16) could not be considered as
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state of the art under Article 54(3) EPC as regards
this request.

The Board does not agree. The application as filed

di scl osed a nean residence tinme of 1 to 10 m nutes, and
preferably from2 to 5 mnutes (page 9, lines 5to 9).
Therefore, it was inplicitly stressed that a difference
of one unit, i.e. one mnute, which is the difference
of the respective lower limts of the general broader
range of the nmean residence tine and the preferred
range of the nmean residence tine is technically

rel evant for the clainmed process.

It follows that for the technical process, a nean
residence time of 1 to 5 mnutes is technically
different froma nmean residence tine of 1 to 6 m nutes.
The features being different, there is no identity of

i nvention. Consequently, the requirenents of

Article 87(1) EPC are not fulfilled. Hence, the feature
"mean residence tine of 1 to 5 mnutes” is not entitled
to the priority date (Article 89 EPC)

Novel ty

In view of the concl usion reached under 3.2, docunent
(16) is to be considered as state of the art under
Article 54(3) EPC. Since this docunent disclosed the
ranges "1 to 10 m nutes” and "2 to 5 m nutes", the sub-
range of "1 to 5" is also disclosed for the sane
reasons as given in point 3.1 above in relation to the
application as filed. There was no di spute over the
identity of the other features of the clained subject-
matter with those of docunent (16).

Therefore, the subject-matter of Claim1l is anticipated
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by the subject-matter of Caim1 of docunment (16).

Claim 1 does not neet the requirenments of
Articles 52(1) and 54(1) EPC, and therefore, the second
auxiliary request is not allowable.

Third auxiliary request

Claim1l1l of the third auxiliary request differs from
Claim1l of the main request in that the passage
"conprising from10 to 70 % by wei ght of detergency
buil der" was inserted between "a particulate starting
material” and "(i)".

Exanpl e 2 of docunment (16) exenplifies the process
clainmed in this docunment. During oral proceedings the
appel lants admtted that the buil der concentration of
this exanple 2 would fall within the clained range of

t he detergency buil der concentration of Caim1. Hence
this feature is not appropriate to render the subject-
matter of Claim 1l novel. The renaining features being
identical to Caim1l of the main request, the reasoning
under 1.3.1 and 1.3.2 applies nutatis nutandis to the
third auxiliary request.

Claim 1 does not neet the requirenments of
Articles 52(1) and 54(1) EPC, and therefore, the third
auxiliary request is not allowable.

Fourth auxiliary request
Claim1l contains the residence tine of 1 to 6 m nutes.

Therefore the comments under point 2 apply nutatis
mutandis to Claiml of the fourth auxiliary request.
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Claim1 violates Article 123(2) EPC, and therefore, the
fourth auxiliary request is not allowable.

Fifth auxiliary request

Claim1 contains the nean residence tinme of 1 to 5
m nutes. Therefore the coments under point 3 apply
mutatis nutandis to Claim1l of the fifth auxiliary
request.

Caim1l is not novel and thus does not neet the
requirenments of Articles 52(1) and 54(1) EPC.

Thus, the fifth auxiliary request is not allowable.

Si xth auxiliary request

The sixth auxiliary request as filed during the oral
proceedi ngs before the Board contained the text of
Claim1l as granted with the addition at the end of the
claimof the follow ng passage "with the proviso that a
liquid acid precursor of an anionic surfactant is not
fed into the high-speed m xer-densifier”. In the oral
proceedi ngs the respondent observed that such a

di scl ai mer woul d not be allowable as it did not find a
proper basis in docunent (16). The appellants

acknow edged this and asked for an adjournment to
prepare a new sixth auxiliary request. The Board, when
exercising its discretion in favour of allowing this
request enphasised that - in view of the very |ate
stage of the proceedings - this was the very | ast
possibility for the appellants to file an anended
request .

The new sixth auxiliary request then submtted by the
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appel l ants and repl acing the previous one, contained a
di sclaimer (see IV above) of the entire Claim1l (the
only independent clainm of document (16).

The subject-matter of Cdaim1 of docunment (16) being

di scl aimed, the disclainer also enconpassed the

subj ect-matter of dependent C aim 6 which reads as
follows: "Process...wherein 0.1 to 40% by wei ght of a
powder is added in the second step or between the first
and the second step."” This process step was al so part
of Claiml of the patent in suit.

Normal |y alternative sets of clains should be filed
with the grounds of appeal, or as soon as possible
thereafter. If on the one hand a Board, at a very late
stage of the proceedings, exercises its discretion in
favour of allow ng an appellant to submt an anended
request thereby deviating fromthe above-nenti oned
general principle, the Board on the other hand requires
and expects with respect to such |ate anendnents a
request wi thout formal or substantive deficiencies so
that no further delay of the proceedings is caused (see
T 153/85, QJ EPO 1988, 1, reasons No. 2.1, second

par agr aph, headnote 2; T 406/86, QJ EPO 1989, 302,
reasons No. 3.4; T 1071/97, not published in QI EPO
see reasons No. 2.2 referring also to Articles 11(1)
and (3) of the Rules of Procedure of the Boards of
Appeal (RPBA) and the "Cuidance for parties to appeal
proceedi ngs", issued by the EPO and published in the
Oficial Journal, Q) EPO 1996, 342).

Late filed anmendnments with such deficiencies may
t herefore be refused.

In the circunstances of this case, the Board found that
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the preconditions of admtting the new sixth auxiliary
request were not fulfilled.

The appellants did not contest (see 1.3.1) that
"treating a particulate starting material” (wording
found in Claiml of the patent in suit) conprised
"feeding a liquid acid precursor of an anionic
surfactant, a solid water-sol uble al kaline inorganic
material into a high-speed m xer/densifier..." (wording
found in CQaim1l of docunent (16), now in the

di sclainmer). The overl ap between the original subject-
matter of Claim1l and the subject-matter of the
disclaimer is so far reaching that al nost the whole
content of the original Caim1l is now disclained.

It follows that the remainder of Claim1l was reduced to
enbodi ments of a process "treating a particul ate
starting material" being different fromthe treatnent
conprising an acid precursor and an inorganic materi al
while it should be kept in mnd that "treating a
particul ate starting material” conprised the treatnent
with an acid precursor and an organic materi al

(see 7.5.1). Since however in both the patent in suit
(page 3, lines 29 and 30) and docunent (16) (page 3,
lines 40 and 41) "the starting nmaterial nmay be prepared
by any suitable nethod such as spray-drying or dry-

m xi ng", the scope of definition of the process still
covered by aiml was, if not practically void,
reduced to such an extent that it becane questionabl e
whet her the features of the remai ning processes could
be identified at all. To extract viable ways of running
t he process could | ead to several speculative
interpretations of Claim1l. If however Caim1 does not
allow the matter for which protection is sought to be
recogni sed directly and unanbi guously, then there is a
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| ack of clarity which contravenes Article 84 EPC. The
conplexity of the technical issue raised by the manner
Claim1l was drafted was such that neither the Board nor
t he respondent could be expected to deal with it

wi t hout adj ournnent of the proceedi ngs. Renoval of this
deficiency woul d have necessitated a further anmendnent
of Claiml.

For these reasons, the Board did not admt the new
si xth auxiliary request.

7.6 Since the new auxiliary request 6 was not adm ssi bl e,
there was no basis for the appellants' proposed
referral of a question to the Enlarged Board of Appeal.

Or der

For these reasons it is decided that:

1. The sixth auxiliary request is not admtted.

2. The deci sion under appeal is set aside.

3. The patent is revoked.

The Regi strar: The Chai r man:
G Rauh P. Krasa
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