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Summary of Facts and Subm ssi ons

3101.D

The appeal is against the decision of the Exam ning

Di vision refusing the European patent application

No. 91 901 880.4 (published under WO 92/11989) because
of lack of unity (Article 82 EPC), lack of clarity
(Article 84 EPC) and extension beyond the content of
the application as filed (Article 123(2) EPC)

The deci sion under appeal was based on the set of

54 clainms submtted as "desired anended cl ai n8" by the
appel l ant on 15 Decenber 1997. That set of clains
conpri sed several independent apparatus clains.

In the course of the appeal procedure, the appellant
inter alia submtted the foll ow ng docunents:

on 25 Novenber 2002, a set of 36 clains filed as "EPO
amended 36 clai ns" including one i ndependent claim

on 24 February 2003, a set of 35 clains filed as "EPO
amended 35 clai ns" including one i ndependent claim

on 22 April 2003, a set of 34 clains filed as "EPO
amended 34 clai ns" including one i ndependent claim

on 1 Cctober 2003, a set of 27 clains filed as "EPO
amended 27 clains" including 17 independent clains.

The appel | ant requests that the decision under appeal
be set aside and that the set of 27 clains filed as
"EPO anmended 27 clainms"” on 1 October 2003 be all owed
and that the exam nation of the application in suit be
proceeded on the basis of this set of clains.
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He further requests to be given the opportunity to
replace claim1l of that set of clains by a newclaim1l
and five dependent clains drafted as | aid down
respectively in paragraphs A6 and A9 of his letter
filed on 1 October 2003.

He further requests that the appeal be heard by an
Enl ar ged Board of Appeal

The preanble and the first feature of the
characterizing portion of all independent clains of the
set of 27 clainms filed as "EPO anended 27 cl ai ns8" on

1 Cctober 2003, ie. clains 1, 3, 5, 6, 7, 8, 9, 14, 15,
16, 17, 18, 19, 20, 21, 22 and 23, read as foll ows:

"An injection noul ding apparatus conpri sing:

a novabl e carrier (11),

a plurality of mould sets (13) on the carrier (11),
driving neans (90 - 93) for nmoving the carrier (11)
to nmove the nould sets (13) in turn into an injection
station (46),

cl anpi ng means (47) at the injection station (46) for
clanmping in a closed condition at | east one of said
moul d sets (13),

an injection head (60) at the injection station (46),
feed means (61) for feeding a noul ding conposition

t hrough the injection head (60) into a nould set (13)
at the injection station (46),

posi tioning nmeans for noving the injection head (60)
bet ween an injection position and a w t hdrawn

position,
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each nould set (13) conprising first (14) and second
(15) nould tools between which there is one or nore
nmoul d cavities (17), and
where said carrier (11) also noves the nould sets (13)
into an opening station (27),

characterised in that
there are openings in the carrier (11) providing
access for operating neans to operate on a nould tool
set while the second nould (15) rests on the carrier
(11)".

The remai ning features of the characterizing portion of
i ndependent clains 3 and 5 are as foll ows:

claim 3:

"and for the said operating neans

- wherein the nould set (13) there is a sprue
el ement (19) that defines a sprue passage (94)
whi ch, when the sprue elenent (19) is in the
chargi ng position, provides conmunication between
the mould cavity (17) and an inlet to the nould
set (13) and, when in the severing position, the
inlet is out of communication with the nould
cavity (17) and,

- there is a severing device for severing a noul ded
sprue froma noulding forned in the nmould set
(13), and the severing device includes a sprue
el enent (19) nounted in one of the tools for
novenent relative to the tools between a severing
position and a charging position, and biasing
means for urging the sprue elenent (19) into the

severing position."
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- claimb5:

"and for the said operating nmeans

- there is a plurality of disentangling neans at the
opening station (27) for disengaging a noul ding
fromthe tools of the nmould set (13), where the
means can operate on opposite sides of the nould
set (13)."

The remai ning features of the characterizing portion of
i ndependent clains 1, 6, 7, 8, 9, 14, 15, 16, 17, 18,
19, 20, 21, 22 and 23 concern:

claim11l: means for noving the first mould tool with
respect to the second nould tool between a cl osed
condition and an open conditi on;

claims 6, 7 and 8: clanping neans at the injection
station;

claim9: retaining and rel easing neans for each noul d
set retaining the nould set in a closed condition and
for setting in an inoperative condition the retaining
nmeans of a nould set at the releasing station;

clainms 14 and 15: feed neans for feeding the noul di ng
conposition upwards to the injection head;

claim16: positioning nmeans for adjusting the position
of the injection head,

claim17: positioning neans for noving the injection
head relative to the injection body;

claim18: first positioning nmeans for adjusting the
position of the injection head and second positioning
means oper abl e i ndependently of the first positioning
means for noving the injection head between the
injection and the wit hdrawn position;

3101.D
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claim 20: noving nmeans, in which the injection head is
nmount ed on an injection body for novenent relative

t her et o;

clainms 21 and 22: heat transfer neans at one or nore
heat transfer stations;

claim 23: heat exchange neans at a cooling station.

In the course of the appeal procedure, it was inter
alia referred to docunent

D3: GB-A 558 620.

In the statenment setting out the grounds of appeal, cf.
in particular point A 1.3, the appellant argued that he
had not had an opportunity to comrent on the objections
rai sed in the decision under appeal against the set of
54 clainms submtted as "desired anmended cl ai ns8" on

15 Decenber 1997

As regards the set of 27 clains filed as "EPO anended
27 clainms" on 1 Cctober 2003, the appellant argued
essentially as foll ows:

The cl ai ns had been anended to overcone, prim facie,
all the objections raised by the Board with regard to
the previously filed clains.

In particular, the independent clains were part of a
single invention within the terns of Article 82 EPC and
Rul e 30 EPC. None of the cited prior art suggested an

i njection apparatus conprising, in conbination, the
features of the preanble of the independent clains and
the first feature of the characterizing portion of the
i ndependent cl ai ns.
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In the apparatus of docunent D3, there was no cl anping
means at the injection station for clanping in a closed
condition at |east one of the nould sets. Moreover, no
openi ng for access was di scl osed, and any possible
"openi ng" was continuously "filled" with clanping rods
and a plunger which all noved with the carrier

As regards claim3 of the set of clains filed as "EPO
amended 27 clainms" on 1 Cctober 2003, the objection of

| ack of clarity raised by the Board with regard to the
corresponding former claimon file, ie. claim14 of the
set of clains filed as "EPO anended 34 clai ns" on

22 April 2003, had been overcone by clarifying the two
positions and the el ements concer ned.

As regards claim5 of the set of clains filed as "EPO
amended 27 clainms" on 1 Cctober 2003, the objection of
| ack of disclosure in the application as filed of the
features of clainms 17 and 18 of the set of clains filed
as "EPO amended 34 clains” on 22 April 2003, which
corresponded to claim5 now on file, were invalid.
These features were disclosed in the description (the
appel lant referred to pages 26/ 27 but cited the

par agr aph bridgi ng pages 25 and 26 of the application
as filed). Mreover, the openings in the carrier were
clearly shown in the draw ngs.

The obj ections regarding the description not being
brought in line with the subject-matter of the clains
were an issue that needed to be properly addressed when
all the clains had been agreed. This included the

i ndi cation of the background art useful for

under standi ng the invention in the independent clains.
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The appeal should be heard by an Enl arged Board of
Appeal . In particular the issue of "Unity of invention"
and its consideration within the International
Agreenent regarding the harnmoni sation in the treatnent
of "Unity of Invention" involved a point of |aw and was
an extrenely inportant issue of specific and general
appl i cation.

In a comuni cation dated 11 July 2002, cf. point 3, the
Board noted that it appeared that the argunents, why
the clains on which the decision under appeal had been
based did not neet the requirenents of Articles 82, 84
and 123(2) EPC, had not been presented to the appell ant
before issuing the decision, and that, in such a case,
the Board m ght consider remitting the case to the
first instance without taking up a position on the

obj ections effectively rai sed.

The Board further noted that, however, in the present
case, the Board considered such a remttance for form
reasons inappropriate, in particular with regard to the
duration of the exam ning procedure, the advanced stage
of the exam nation/appeal procedure, and the fact that
t he clains underlying the decision under appeal did not
appear to forma suitable basis for further prosecution,
because it appeared that these clains did not neet the
requi renents of Articles 82, 84 and 123 (2) EPC for the
reasons given in the decision under appeal and that the
argunents brought forward by the appellant in this
respect were not convincing (cf. point 2).

In the comruni cation dated 11 July 2002, the Board
further noted that, cf. point 2.3, in the statenent
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setting out the grounds of appeal, the appell ant
proposed incorporating the feature of claim48
("access") of the set of clains filed as "desired
amended cl ai 8" on 15 Decenber 1997, on which the
deci si on under appeal is based, into any of the various
i ndependent clains in order to overcone the objection
of lack of unity (Article 82 EPC). (The feature of the
characterizing portion of that claim48 reads as
follows: "access is provided to the nmould set (13)

t hrough openings in the carrier (11) on which the nould
set rests for any of said neans to operate on the nould
set (13)".)

According to the Board' s prelimnary opinion expounded
in the conmunication dated 11 July 2002, however, the

i ncorporation of the feature of claim48 of the set of
t he "desired anended clains" into any of the

i ndependent clains did not seemsuitable to solve the
probl em of lack of unity. It appeared that an injection
noul di ng apparatus conprising nould sets nmounted on a
novabl e carrier, wherein such an access is provided to
the noul d sets, belonged to the prior art. It was inter
alia referred to docunent D3, which appeared to suggest
a novabl e carrier 11 conprising openings giving access
to the nould set 21, 22 for retaining neans 26 and

ej ection nmeans 36, 38. Therefore, the features of
claim48 of the set of clains filed as "desired anended
clainms" on 15 Decenber 1997 did not seemto give rise
to a single inventive concept within the neaning of
Article 82 EPC

In a comuni cation dated 31 January 2003, cf. point 2,
the Board further noted that docunent D3 appeared to
di scl ose an injection nmoul di ng appar atus conpri si ng,
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anong others, a plurality of mould sets 20, 21, 22 on a
novabl e carrier 11 and cl anpi ng neans 42, 43, 44 for
clanping in a closed condition at | east one of said
noul d sets.

Furthernore, in the Board' s comuni cation dated 11 July
2002, the attention of the appellant was drawn to the
foll owi ng points:

(a) a decision could be taken only on the clained
subject-matter as a whole, which inplied that, if
any of the clainms on file did not neet the
requi renents of the EPC, the whole application had
to be refused and the appeal had to be di sm ssed,
respectively, cf. point 4.1;

(b) a patent could only be granted if the application
nmet the requirenents of the EPC. One of these
requi rements concerned unity of invention
(Article 82 EPC). That requirenent had to be net,
i ndependently of whether or not the same or a
simlar set of clains had been found all owabl e by
ot her authorities, in particular, Japanese or US-
aut horities.

In order to nmeet the requirenents of Article 82
EPC, it appeared that the application had to be
l[imted to one of the groups of clains listed in
paragraph 1.3 of the decision under appeal. The
subject-matter to be excised mght formthe

subj ect of one or nore divisional applications,
cf. point 4.2
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consequently, if the appellant intended to
prosecute the application in suit on the sanme or
simlar docunents, it was likely that the appeal
woul d be dism ssed, cf. point 4.3;

if the appellant intended to file anmended
docunents, then, according to Rule 86(3) EPC, in
conjunction with Rule 66(1) EPC, admtting them
woul d be a matter of discretion to be exercised by
the Board. According to Rule 86(3) EPC, the
applicant mght, of his own volition, anend once

t he description, clains and draw ngs provided that
t he amendnment was filed at the sanme tinme as the
reply to the comuni cation. Since, pursuant to
Rul e 66(1) EPC, Rule 86(3) EPC was applicable to
appeal proceedings nutatis nutandis, no further
anmendnent m ght be made w thout the consent of the
Board because, in the course of the exam nation
procedure, the appellant had al ready anended the
application several tinmes, cf. point 4.4,

if the appellant intended to prosecute the
application in suit, it mght be advisable to
consult a professional representative, in
particular, with regard to the age of the
application and the problens to be dealt with, the
present stage of the exam ni ng/ appeal procedure,

t he duration of the proceedings and the relatively
little progress achieved thereby. It was noted
that inportant requirenents such as novelty and
inventive step (Articles 54 and 56 EPC) had not
yet been exam ned, cf. point 4.5.
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X. In a comuni cati on dated 4 August 2003, cf. point 6,
t he Board noted that

- the set of clains filed as "EPO anended 36 cl ai ns" on
25 Novenber 2002 did not seemto neet the
requirenments of Articles 54 and 56 EPC,

- neither of the sets of anmended clains filed as "EPO
amended 35 clains" on 24 February 2003 and as "EPO
amended 34 clains" on 19 April 2003, respectively,
was, prima facie, allowable, in particular, because
neither the requirements of Article 84 EPC nor the
requi renents of Article 123 (2) EPC were net; and,

- consequently, these anended sets of clains were
refused under Rule 86(3) EPC, in conjunction with
Rul e 66(1) EPC.

The attention of the appellant, cf. point 7, was further
drawn to the fact that

- it thus appeared that the appellant’'s request that a
patent be granted had to be rejected, and,
consequently, that the appeal would have to be
di sm ssed, and that

- any request based on docunents (clains, description,
drawi ngs) which were not instrumental in overcom ng
t he objections raised in the communication dated 4
August 2003, and which, as a whole, were not prima
faci e all owabl e woul d be refused under Rule 86(3) EPC,
in conjunction wth Rule 66(1) EPC.

3101.D
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Anong the objections raised in the Board's

conmuni cation dated 4 August 2003 with regard to the

set of 34 clains filed as "EPO anended 34 cl ai ns", on
22 April 2003, cf. points 5.3 and 5.4, were the
f ol | owi ng:

(a)

(b)

(c)

"Claim 14 refers twice to "a sprue elenent (19)"
"a severing position", and "a charging position"
wi t hout indicating whether the sane or different
el enents and positions, respectively, are
concerned, which appears to render the claim
uncl ear (Article 84 EPO)"

"The features of clainms 17 and 18 do not seemto
be disclosed in the application as filed. It
appears that there is no disclosure of providing
openings in the carrier for di sengagi ng nmeans
(Article 123(2) EPC)."

"Finally, the description has not been brought in
line with the subject-matter of the clains. This
concerns, in particular, the introductory part on
pages 2 and 3, exposing the various aspects of the
i nvention, which seemto be different fromthe

i nvention as now defined in the single independent
claiml. It thus appears that the clains are not
supported by the description, contrary to the
requirements of Article 84 EPC

Furthernore, the description does not seemto
refer to the background art useful for

under standing the invention as defined in claim 1.
In particular, docunment D3, seens to disclose an
i njection nmoul di ng apparatus conprising all the
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features of the preanble of claiml1l as well as the
first feature of the characterizing part of
claiml filed on 19 April 2003 thus representing
prior art useful for understanding the invention,
(cf. Rule 27(b) EPC)."

By a conmuni cati on dated 31 January 2003, the appellant
was invited to attend oral proceedi ngs before the Board
of Appeal on 15 May 2003. They were arranged at the

i nstance of the Board in accordance with Article 116(1)
EPC.

In the appellant's witten subm ssions received on

7 February 2003 (letter dated 5 February 2003), on

25 February 2003 (letter dated 21 February 2003), and
on 22 April 2003 (letter dated 15 April 2003), he
declared his intention "...to avoid the need for an O al
Hearing, because of the very significant stress and
anxi ety attendi ng such a hearing would invol ve",

(subm ssion of 7 February 2003, page 1, third

par agr aph) .

In the witten subm ssions received on 1 May 2003, on

6 May 2003, on 8 May 2003, on 9 May 2003, and on 12 May
2003, the appellant requested adjournnent of the oral

pr oceedi ngs because of nedical reasons and because of a
one-day Hearing set before the H gh Court of Patent
Judge in London during the 3 day "Hearing Wndow' of

30 June to 2 July 2003.

On 12 May 2003 and upon request of the Board (cf.
conmuni cations dated 9 May 2003 and 12 May 2003,
respectively), the appellant submtted an Opinion of a
Medi cal Expert.
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By a communi cation dated 12 May 2003, the oral
proceedings to be held on 15 May 2003 were cancel |l ed by
t he Board.

Reasons for the Decision

1

3101.D

The Board concurs with the Exam ning Division that the
set of clains filed as "desired anmended cl ai n8" on

15 Decenber 1997, on which the decision under appeal is
based, does not neet the requirenents of Articles 82,
84 and 123(2) EPC for the reasons given in the decision
under appeal (cf. conmunication of the Board dated

11 July 2002, point 2).

On 1 October 2003, the appellant filed as "EPO 27
anmended clains" a set of 27 clains in order to overcone
t he objections raised by the Board in the previously

di spat ched conmuni cations. This set of clains replaces
the previously filed sets of clainms which all had been
found at | east prima facie non-allowable. Hence, the
appel  ant requests that the decision under appeal be
set aside and that the set of 27 clains filed as "EPO
amended 27 clains" on 1 Cctober 2003 be all owed, and
that the exam nation be proceeded on the basis of these
docunents.

Prior to the filing of these docunents, the Board had
al ready pointed out to the appellant in its

communi cations dated respectively 11 July 2002 and

4 August 2003 that,
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- after having anended once the description, clains and
drawi ngs, no further anendnent may be made wi t hout
t he consent of the Board according to Rule 86(3) EPC,
cf. point I X (d) above, and

- that any request based on docunents (cl aimns,
description, drawi ngs) which were not instrumental in
overcom ng the objections raised in the conmuni cation
dated 4 August 2003, and which, as a whole, were not
prima facie allowable woul d be refused under Rule
86(3) EPC, cf. point X above.

4. In the Board' s judgenment, the set of 27 clains filed as
"EPO anmended 27 clainms"” on 1 October 2003 is not prim
facie allowable for the foll ow ng reasons.

4.1 The set of 27 clainms filed as "EPO anended 27 cl ai ns"
on 1 Cctober 2003 conprises 17 independent cl ai ns.
Drafting such a | arge nunber of independent clains
cannot be regarded as instrumental in overconm ng the
objections raised in the Board' s comuni cati on dated
4 August 2003 with regard to the set of 34 clains filed
as "EPO anended 34 clains" on 22 April 2003, which
i ncluded a single independent claim The appellant did
not substantiate the necessity of filing a set of
cl aims conprising so many i ndependent cl ai ns.

Moreover, the plurality of independent clains gives

rise to the objection of lack of unity (Article 82 EPC),
whi ch had al ready been a subject of the decision under
appeal and of the Board's comrunication dated

11 July 2002.

Accordingly, the appellant was aware that, for being
al | owabl e, a European patent application nust neet the

3101.D
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requi renents of the EPC, including the requirenent of
unity as set out in Article 82 EPC

He was al so aware of the fact that the feature "access
is provided to the mould set (13) through openings in
the carrier (11) on which the nmould set (13) rests for
any of said neans to operate on the nmould set (13)"
cannot be regarded as formng a basis for a single

i nventive concept |inking together the independent
clainms then on file, given the fact that this feature
bel onged to the prior art, cf. point VIII, above. In
this context, reference was inter alia nmade to docunent
D3.

Actual Iy, docunent D3 discloses, cf. Figures 1 to 3 and
page 2, line 48 to page 4, line 42, an injection
nmoul di ng apparatus according to the preanble of al

i ndependent clains of the set of 27 clains filed as
"EPO anmended 27 clains", and including openings in the
carrier according to the first feature of the
characterizing portion of all independent clains of the
set of 27 clains filed as "EPO anended 27 clains", (see
al so the Board's comuni cation dated 11 July 2002,

point 2.3 and the Board's conmuni cation dated

31 January 2003, point 2).

In particular, the apparatus of document D3 conprises
cl anmpi ng nmeans (cylinders 42, piston rods 43, a
pressure plate 44) at the injection station for
clanmping in a closed condition at | east one of said
moul d sets, cf. page 4, lines 48 to 68 and Figures 3
and 6 to 9, and there are openings in the carrier 11
provi di ng access for operating neans (a plunger 38, cf.
page 3, lines 55 to 75; a pair of clanping rods 26, cf.
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page 3, lines 14 to 23) to operate on a nould tool set
while the I ower nmould tool (die shoe 20, die block 21)
rests on the carrier, cf. Figure 3.

Therefore, an injection noul ding apparatus conpri sing
in conbination the features of the preanble of the

i ndependent clains and the first feature of the
characterizing portion of the independent clains of the
set of 27 clainms filed as "EPO anended 27 clains" is
known from docunent D3.

Therefore, such a conbination of features cannot
constitute a single inventive concept |inking together
t he i ndependent clains. The remmining features of the
i ndependent clains of the set of 27 clains filed as
"EPO anended 27 clains" concern different el enents

whi ch are arranged at different parts of the injection
apparatus and have different functions and purposes
whi ch are independent from each other, cf. point IV
above. Consequently, the application in suit does not
relate to one invention only, or to a group of
inventions so linked as to forma single inventive

concept, contrary to the requirenents of Article 82 EPC

The argunents brought forward by the appellant with
regard to the apparatus of docunment D3, cf. point Vi
above, are not convincing. As shown above, in the
apparatus of docunent D3, there are clanping neans at
the injection station for clanping in a cl osed
condition at |east one of the nmould sets and there are
openings in the carrier providing access for operating
means. The attention of the appellant has already been
drawn to this factual situation in the Board's
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comuni cations dated 11 July 2002 and 31 January 2003,
respectively (cf. point VIII above).

4.2 Furthernore, claim3 of the set of 27 clains filed as
"EPO anmended 27 clains" refers twice to "a sprue
el enment (19)", "a severing position”, and "a charging
posi tion”, w thout indicating whether the sane or
different elenents and positions, respectively, are
concerned, which renders the claimunclear (Article 84
EPC). The attention of the appellant has al ready been
drawn to this factual situation in the Board's
comuni cation dated 4 August 2003 in respect of
claim 14 of the set of 34 clains filed as "EPO anended
34 clainms" on 22 April 2003, cf. point Xl above.

The features of the characterizing portion of claimb5
of the set of 27 clains filed as "EPO anended

27 clains" are not disclosed in the application as
filed. The appellant cited a passage in the application
as filed (published version), ie. the paragraph

bri dgi ng pages 25 and 26. According to that passage,

t he di sengagi ng neans may be provided at opposite sides
of the nould set. However, that passage is silent about
any openings in the carrier for these disengagi ng neans.
Accordingly, the requirenents of Article 123(2) EPC are
not met. The attention of the appellant has already
been drawn to this factual situation in the Board's
conmuni cation dated 4 August 2003 in respect of clains
17 and 18 of the set of 34 clains filed as "EPO anended
34 clainms" on 22 April 2003, cf. point Xl above.

4.3 Furthernore, the description has not been brought in
line with the subject-matter of the clains which gives
rise to the fact that the clainms are not supported by

3101.D
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the description, contrary to the requirenents of
Article 84 EPC. Moreover, the description does not
refer to the background art useful for understanding
the invention, contrary to Rule 27(1)(b) EPC. The
attention of the appellant has already been drawn to
this factual situation in the Board' s comuni cation
dated 4 August 2003, cf. point XI above.

In addition, in the Board's comuni cation dated

4 August 2003, the appellant was rem nded that any
request based on docunents (clainms, description,
draw ngs) which, as a whole, were not prima facie
al | owabl e woul d be refused under Rule 86(3) EPC, in
conjunction with Rule 66(1) EPC, cf. point X above.

Consequently, in the Board's judgenent, the set of

27 clainms filed as "EPO anended 27 clains” is not prim
facie all owabl e; thus, the Board does not give its
consent to the requested anendnment of the application

in suit.

The request of the appellant that the decision under
appeal be set aside and that the set of 27 clains filed
as "EPO anmended 27 clains" on 1 Cctober 2003 being
al l oned and that the exam nation being proceeded on the
basi s of these docunents is therefore rejected under
Rul e 86(3) EPC, in conjunction with Rule 66(1) EPC.

The appellant further requests that he be given the
opportunity to replace claim1l of the set of 27 clains
filed as "EPO anended 27 clains"” on 1 October 2003 by a
new claim1l1l and five dependent clains drafted as |aid
down in paragraphs A6 and A9 of his letter received by
the EPO on 1 Cctober 2003. However, such an anmendnent
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only concerns claiml of said set of clains. It would
t hus not have any inpact on the prima facie
non-al l owabi lity of the other independent clains of
said set of clains.

That request is therefore also rejected.

As a "fall-back position", it has been argued by the
appel l ant that, on the grounds that he had had nultiple
i ndependent clains granted by the Patent O fices of
Japan and the U S.A and that there is an International
Tri-partite Agreenent as to harnonisation in the
treatnment of "Unity of Invention", it would be just
that he be given the opportunity to have at |east the
sanme or simlar independent clains allowed for his

Eur opean patent.

However, a European patent can only be granted if the
application neets the requirenents of the EPC. One of
t hese requirenents concerns unity of invention
(Article 82 EPC). That requirenent has to be net,
irrespective of whether or not the sane or a simlar
set of clains had been found all owabl e by ot her
authorities, in particular, Japanese or US-authorities
(cf. the Board's communication dated 11 July 2002,
poi nt 4.2).

Furthernore, according to Article 113(2) EPC, the

Eur opean Patent O fice shall consider and deci de upon
t he European application only in the text submtted to
it or agreed by the applicant. In other words, a

deci sion can be taken only on the clained subject-
matter as a whole, which inplies that, if any of the
clainms on file does not neet the requirenents of the
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EPC, the application has to be refused or, as the case
may be, the appeal has to be dism ssed. In such a case,
neither the Exam ning Division nor the Board are
obliged to exam ne the remaining clainms or to indicate
whi ch of the clains filed by the appellant m ght

possi bly be allowable (cf. the Board' s comuni cation
dated 11 July 2002, point 4.1).

The issue of whether or not, in the present case, unity
of invention within the neaning of Article 82 EPC

exi sts cannot be exam ned isolated fromthe specific
facts of the case at hand. Furthernore, the fact that
the sane or a simlar set of independent clains may
have been found all owable with regard to the

requi rement of unity of invention by other authorities,
in particular by the Patent O fices of Japan and the
USA, is a question which concerns a particular case and
the way the respective authorities interpret the
respective |law under the respective circunstances with
regard to that particular case. Therefore, in the
Board's judgenent, the above-nentioned issue cannot
give rise to an inportant point of law, nor does it
represent a question to be decided in order to ensure
uni form application of the law (Article 112(1) EPC)
Consequently, the request of the appellant that the
appeal be heard by the Enl arged Board of Appeal is
refused under Article 112(1)(a) EPC.
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Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

M Dai nese W Mbser
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