BESCHWERDEKAMVERN
DES EUROPAI SCHEN

BOARDS OF APPEAL OF CHAMBRES DE RECOURS
THE EUROPEAN PATENT

DE L' OFFI CE EUROPEEN
DES BREVETS

| NTERLOCUTORY DECI SI1 ON

PATENTAMTI'S OFFI CE
I nternal distribution code:
(A) [ ] Publication in QJ
(B) [ ] To Chairnmen and Menbers
(O [ ] To Chairnen
(D) [X] No distribution
of 18 July 2003
Case Nunber:

Appl i cati on Nunber:
Publ i cati on Nunber:

| PC:

Language of the proceedi ngs:

Title of invention:

T 0104/99 - 3.3.7
92309154. 0
0536995

BO1D 71/ 02

EN

M croporous al um nosilicate ceram c nmenbranes

Pat ent ee:

W SCONSI N ALUMNI  RESEARCH FOUNDATI ON

Opponent :
Exxon Chemi cal Patents Inc

Headwor d:

Rel evant | egal provisions:
EPC R 72

Keywor d:

"Taki ng of evidence - w tnesses”

Deci si ons cited:

Cat chword

EPA Form 3030 06. 03



Européisches European Office européen

0) Patentamt Patent Office des brevets

Beschwerdekammern Boards of Appeal Chambres de recours

Case Nunber: T 0104/99 - 3.3.7

| NTERLOCUTORY DECI SI ON
of the Technical Board of Appeal 3.3.7
of 18 July 2003 concerni ng taking of
evi dence according to Rule 72 EPC

Appel | ant : W SCONSI N ALUMNI  RESEARCH FOUNDATI ON
(Proprietor of the patent) P.O Box 7365
Madi son

W 53707-7365  (US)

Representati ve: McC uskie, Gail WIson
J.A. KEMP & CO
14 South Square
Gray's Inn
London WCIR 5JJ (3B)

Appel | ant : Exxon Chemical Patents Inc.
( Opponent) 4500 Baytown Drive
Bayt own, Texas 77520 (Us)

Repr esent ati ve: Wiite, Nicholas John, Dr.
Wiite & Associ ates
W ndsor House
Cor nwal | Road
Har r ogat e
North Yorkshire HGL 2PW (GB)

Deci si on under appeal : Deci si on of the Opposition Division of the
Eur opean Patent O fice posted 30 Novenber 1998
revoki ng European patent No. 0536995 pursuant
to Article 102(1) EPC

Conposition of the Board:

Chai r man: R E. Teschenmcher
Menmber s: G Santavicca
B. L. ter Laan



2104.D

S1 - T 0104/ 99

| NTERLOCUTORY DECI SI ON
CONCERNI NG
TAKI NG OF EVI DENCE ACCORDI NG TO RULE 72 EPC

Evi dence shall be taken regarding the assertions of the
parties in respect of the prior oral and witten

di scl osure all eged to have taken place at the Sixth

| nternati onal Wrkshop on d asses & Ceramics from Gel s

in Seville (Spain), which was held from6 to 11 Cctober
1991, regarding:

(a) the information content of the poster displayed
and presented by Professor Anderson at the poster
session of the above Wrkshop on 7 October 1991
from 16:45 to 17: 40;

(b) the information content of the oral disclosure by
Prof essor Anderson at the presentation and
guestion time of the above poster;

(c) the date and the relevant particulars (how, by
whom etc) of the subm ssion to Professor
Esquivias, or to his staff, of the poster, if any,
and of article D3 (G Sheng, L. Chu, WA Zeltner
and M Anderson, Nanoparticulate alumna, silica
and al um nosilicate nenbranes”, Journal of Non-
Crystalline solids, 147&148 (1992), pages 548 to
553) which article has been published in the
proceedi ngs of the above conference;



S o T 0104/ 99

by hearing of the w tnesses:

(1) Professor Marc A. Anderson
2114 Chadbour ne Avenue
Madi son, W sconsin
USA

(2) M. Walter A Zeltner
393 Lake Kegonsa Road
Oregon, Wsconsin
USA

(3) Professor Luis Fedriani Esquivias
Uni versity of Cadiz
Spai n

2. Each witness is requested to bring with himany witten
docunents which have a connection with the above
menti oned asserted facts.

3. The sunmoni ng of the witnesses is conditional upon the
parti es making a deposit of an advance of paynent for
each witness to secure paynent of the costs arising
from any possible reinbursenent for travel expenses,
dai |l y subsi stence and | oss of earnings (Rule 74 EPC,
EPO QJ 1983, pages 100 to 103: "conpensation and fees
payabl e to wi tnesses and experts").

The foll ow ng anbunts have to paid:

Prof . Anderson: Euro 10480, to be paid by the
proprietor;
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. 3. T 0104/ 99

M Zel t ner: Euro 10480, to be paid by the
proprietor;

Prof. Esquivisa: Euro 2786, to be paid by the opponent.

| nstead of making a deposit of the advance paynment it
is also possible to file a waiver of costs signed by
the w tness.

The deposit/waiver should be filed within two nont hs
fromnotification of this decision.

4. The attention of the parties is drawn to Rule 2(3) EPC
according to which witnesses wishing to express
t hensel ves in | anguages other than the official
| anguages of the EPO may be heard only if the party who
requested evidence to be taken nmakes provision for
interpretation into the | anguage of the proceedings.

5. The parties are invited to check the correctness of the
addresses of the witnesses and to provide the EPOw th
t he postal codes thereof.

6. The present decision nmay be subject to alteration.

7. The date for the taking of evidence is that of the oral
proceedi ngs which will be fixed after the tine limt
set in point 3 has |apsed, unless the requirenents

addressed in point 3 have been fulfilled before.

The Regi strar: The Chai r man:

C. Ei ckhoff R. Teschemacher

2104.D



