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Summary of Facts and Submn ssions
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Eur opean patent No. 0 580 557 was granted on 30 August
1995 on the basis of European patent application
No. 93 830 112. 4.

The granted patent was opposed by three opponents
(O: TEFAL S.A; OIl: Ballarini Paolo & Figli S.p.A;
All: TVS S.p.A ) on the grounds that its subject matter
| acked novelty and did not involve an inventive step
(Article 100(a) EPC).

Wth its decision posted 16 Novenber 1998 the opposition
division held that the clained subject matter according
to the main request and the auxiliary request |acked
novel ty, or did not involve an inventive step
respectively, and revoked the patent having regard to
docunents.

El: EP-B-0 188 958

E2: EP-B-0 285 161

E3: The Lexicon Wbster Dictionary volunme 1, pages 304
and 367

Agai nst this decision an appeal was filed by the patentee
(appel l ant) on 8 January 1999 and the appeal fee was paid
on 12 January 1998.

In the appeal proceedi ngs, opponent O did not submt any
argunments in response to the appellant's statenent of
gr ounds.
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Wth its letter dated 9 January 2002 opponent O Il (TVS
S.p.A) infornmed the Board that its opposition was
Wi thdrawn. Hence, OIl is no longer party to the
proceedi ngs.

Oral proceedi ngs before the Board were hel d on 14 February
2002.

- The appel | ant (patentee) requested that the deci sion
under appeal be set aside and the patent be granted
on the basis of either the sets of clains filed as
Annex 2 to the letter dated 25 March 1999 (main
request) or of the set of clains filed as Annex 3 to
said letter (auxiliary request).

- The respondent (opponent O) requested that the
appeal be di sm ssed.

The independent clains 1 and 7 of the main request read
as foll ows:

"1l. A process for realising a non-stick covering on a
netallic or other underlayer (3), in the manufacture of
kit chenware for cooking foodstuffs, conprising a step of
applying a first, continuous layer (2) having uniform
t hi ckness of non-stick material over the whol e surface of
sai d under |l ayer (3) destined to cone into contact with the
foodstuffs, characterizedinthat it conprises the further
steps of:

- partially firing said first layer (2) at a
tenperature and for a duration which permt the
subsequent attachnment and reticular integration of
a second non-continuous layer (4) of non-stick
material to the continuous |ayer (2);
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- appl yi ng a second non-continuous |ayer (4) of non-
stick material to said partially fired first
| ayer (2), at least limted to a central flat and
uniform area of the continuous first Ilayer (2)
constituting the bottom of a pan (1), according to
areas of greater thickness (5) and areas of |esser
thickness (6) arranged in a predeterm ned pattern
and

- firing both non-stick covering layers (2,4) at
tenperature conditions and ti mes which are proper to
obtain a suitable non-stick covering for cooking
foodstuffs.”

"7. Kitchenware for cooking foodstuffs having an internal
non-sticking covering obtained according to the process
as defined in any preceding claim"”

Caiml of the auxiliary request differs fromclaim1 of

the main request by the wording (in bold letters):

- partially firing said first layer (2) at a
tenperature conprised between 390°C and 400°C and
for a duration which..."

The wording of independent claim 6 of the auxiliary
request conplies with that of claim7 of the nmain request.

The appel | ant argued as fol | ows:

Since the patent in suit relates to a process for
provi ding an anti-adhesive coating on kitchenware, the
technical expert is in the present case a person who is
famliar with the properties of materials generally used
for this type of coatings, in particular with the physical
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and chem cal properties and the processing of synthetic
resi ns such as pol ytetrafl uoroet hyl ene (PTFE). Beforethis
t echni cal background, the expert, upon readi ng the patent
specification, wll wunderstand appropriately the terns
“"final firing" and "partial firing" featuring in claiml
of both requests. As it is set out nore precisely in the
specification, "final firing" is to be carried out in a
tenperature range preferably being 420 to 440°C and
"parti al firing" should preferably be perforned
between 390 to 400°C for a duration sufficient to permt
the subsequent attachnent and nolecular/ reticular
i ntegration of the second non-continuous | ayer. Accordi ng
to the patentee's witten subm ssions, PTFE based resins
must be "partially fired" at a tenperature not | ower than
370°C to effectively influence the nol ecul ar structure of
the resins and to i nprove the honpbgeneity and subsequent
fritting of the anti-adhesive layer. At the oral
proceedi ngs, the patentee argued that the "partial firing"
step must be carried out essentially at a tenperature
| ower than the nelting tenperature of the resin so that
conplete nelting of the first layer is prevented. It is,
therefore, clear to the expert upon reading the patent
specification that the term "partial firing" is to be
di stingui shed fromthe "drying step” which is disclosed
i n docunent E1 to be perfornmed between 30 and 80°C, ie at
a much | ower tenperature, sinply to evaporate water rather
than to nodify the nol ecul ar structure of the resin.

As to product claim 7 of the main request and claim 6
according to the auxiliary request, the patentee conceded
that the appearance and anti-adhesive performance of the
coated kitchenware clainmed in the patent in suit does not
differ fromcoated culinary utensils known fromthe prior
art. However, the resistance of the anti-adhesive |ayer
to scratching and abrasi on which directly results fromthe
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cl ai med process is significantly i nproved by t he exi stence
of areas of higher and |ower thickness in the coating.
G ven that none of docunents E1 or E2 discloses the
cl ai med process or nmakes it obvious to carry out "partial
firing" of the first layer rather than drying it, the
cl ai med subject matter is novel and involves an inventive
st ep.

The opponent argued as foll ows:

Docunent D1 discloses a process of formng an anti-
adhesi ve coating of PTFE on a netallic substrate which
conprises the steps of formng a first continuous |ayer
of an aqueous di spersion of PTFE, drying the first |ayer,
preferably between 30 to 80°C, applying a second
di sconti nuous | ayer by using a serigraphic screen on the
first layer and sintering the two | ayers together at 400°C
for six mnutes. Gven that the term"partially firing"
in claim 1l of the main request is very broad in its
meaning and thus enconpasses also the drying step
di scl osed in docunent El, the clainmed process cannot be
unanbi guously di stingui shed fromthe process disclosed in
El. Hence, the subject matter of process claim 1l of the
mai n request | acks novelty.

Al though claim 1 of the auxiliary request specifies a
tenperature range for “"partially firing" the first
continuous layer, it does not involve an inventive step
with respect to the technical teaching given in docunent
El since the heat treatnent of the first layer at 390 to
400°C does not result in a surprising and verifiable
techni cal effect upon the performance of the anti-adhesive
coating of the clained kitchenware vis-a-vis that of
conventionally produced cooking or frying pans.
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For the same reasons brought forward with respect to the
| ack of novelty of claim1, the subject matter of claim7
of the main request (and of claim 6 of the auxiliary
request) which are both directed to the Kkitchenware
obt ai ned by the clainmed process cannot be distinguished
fromthe prior art E1 either. After the final baking at
400°C, the serigraphicly deposited discontinuous |ayer
provi ded on the first continuous |ayer according to the
process i n docunent E1 brings about the sane anti-adhesive
coating as clained in the patent in suit. Hence the
subject-matter of product claim 7 (main request) and
product claim6 (auxiliary request) |acks novelty.

Reasons for the Deci sion

0684.D

The appeal is adm ssible since it conplies wwth Rule 65(1)
EPC.

Amendnent s

The subject matter of claim 1 of the min request
originates froma conbi nation of clains 1 and 2 as granted
and i ncludes mnor editorial anendnents.

The tenperature range of 390 to 400°C for the "partially
firing" step included in claiml1 of the auxiliary request
is based on the preferred enbodinent of the clained
process disclosed in colum 4, lines 26 to 32 of the
pat ent specification. Al these statenents in the patent
specification are based on the docunents as originally
filed.

Hence, there are no objections on the grounds of
Article 123 EPC to the clains of both requests.
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Mai n request

Novel ty

The patent in suit relates to a process for providing
culinary utensils with an anti-adhesive coating which
exhibits an inproved resistance to scratching and
abrasion. This objective is achieved by depositing on the
metallic substrate a first continuous |ayer, partially
firing the first |ayer and depositing thereupon a second
di scontinuous layer in a predetermned pattern. After
firing both | ayers, areas of greater and | esser thickness
are formed on the surface of the final coating. Mreover,
the anti-adhesive <coating displays a pleasant and
aest hetic decoration according to the presel ected pattern
when a different colour for the second coating is chosen.

Such a process is also disclosed in docunent E1. In a
first step, a continuous anti-adhesive layer of a
conposition based on a dispersion of PTFE is forned on a
nmetallic substrate. After drying between 30°C and 80°C and
before sintering said first |layer, a second di sconti nuous
| ayer is applied onthis first |layer through a serigraphic
screen in form of a coloured conposition containing an
aqueous dispersion of fluorocarbon resin, a thickening
and/or gelling agent and a water m scible solvent. The
second | ayer is dried, generally between 50 and 70°C, and,
thereafter, the two | ayers are sintered together at 400°C
for six mnutes (cf. E1, page 2, lines 25 to 39; page 3,
exanple 1). No trace of the thickening or gelling agent
remains in the decorative pattern after being sintered at
400°C which would be liable to affect the food protection
properties as well as the appearance and t he anti -adhesi ve
perfornmances of the coating (cf. El, page 3, lines 5 to
8). Gven that the second |ayer effects a decorative
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pattern that is maintained after sintering rather than
fully absorbed by the first layer, it nust be concl uded
that the thickness of the anti-adhesive coating is
di sconti nuous and vari es bet ween areas of hi gher and | ower
t hi ckness depending on whether the respective area is
covered wwth only one or with two | ayers. Thus, as regards
the surface structure of the final coatings, no
fundanment al difference between the clained coating and t he
one produced by the process according to El1 can be
identified by the Board.

Crucial to the question of novelty is, therefore, the term
"partial firing" featuringinclaiml of the main request.
Wthout a further limtation to a tenperature range and
W t hout specifying any particular type of material or
resin, either in claim 1 or in the description of the
patent in suit, this termis open to interpretation at
| east as far as the extent of the applicabl e tenperatures
is concerned. According to the patentee's rather narrow
interpretation, the expert woul d understand this termwth
respect to a specific material and, therefore, focus his
attention essentially on the incipient nelting of the
resin particles, in particular of particles consisting of
the conventionally used PTFE. The patentee also referred
in this context to docunent E3, according to which the
term "firing" nmeans "vitrifying, baking or setting on
fire", but excludes drying.

However, the term "partially firing" is open to be
construed to al so include, for exanple drying at el evated
t enper at ures, baking, burning, solid state aggl onerati ng,
| i qui d- phase sintering or even conplete nelting, the nore
so since the clainmed process enconpasses the processing
of a wde variety of appropriate polyner resins. The
everyday definitions of "firing" given in docunent E3 are
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not appropriate to enable in patent clains a clear and
unanbi guous technical distinction between the clained
process and the prior art. Hence the clainmed process
cannot be unanbi guously distinguished by this technical
feature fromthe process disclosed in docunent E1.

Consequently the subject matter of claim 1l of the main
request | acks novelty vis-a-vis the process disclosed in
docunent E1.

Auxi |l i ary Request

Inclaiml of the auxiliary request, the tenperature range
for partially firing the first continuous |layer is
restricted to 390° to 400°C. Consequently, the clained
process is novel with respect to the one disclosed in
docunent E1.

The purpose of this tenperature range is to permt the
subsequent attachnent and nol ecul ar/ reticul ar i ntegration
of a second non-continuous |ayer to said first |ayer (see
patent specification colum 4, lines 25 to 32). However,
t he same obj ective of attaching and i ntegrating t he second
di sconti nuous anti-adhesive |layer to the first layer is
aimed at by the process according to docunent E1 sinply
by drying the first layer. It is neither evident fromthe
pat ent specificationitself nor has the patentee subnmtted
any other evidence or conparative tests to prove that
"partially firing" the first layer actually entails an
advant ageous effect wupon the properties of the final
coating, ie. on the resistance to scratching or abrasion
or on the anti-adhesive performance, vis-a-vis those of
t he anti - adhesi ve coati ngs produced according to the prior
art E1. It, therefore, remains obscure which particul ar
problemis to be solved by "partially firing" the first
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| ayer before depositing the second layer, and if so, in
whi ch way the solution differs fromthe known prior art.

On the contrary, based on the conparative tests submtted
by opponent O Il to support its objection of I|ack of

inventive step, it nust be concluded that the products
obt ai ned by the cl ai ned process and t he process di scl osed
in docunent E1 exhibit the sanme properties. No counter-

argunments to challenge these findings were presented by
t he patentee.

Consequently, the subject matter of claim 1 of the
auxiliary request |acks an inventive step.

As to product claim 7 (main request) and claim 6
(auxiliary request), it follows from +the above
consi derations that no recognizable technical feature
exi sts to distinguish the final products as clained in the
patent in suit from those obtained by the process
according to docunent E1 after they have been through the
final firing.

Consequently, the subject matter of claim 7 of the main
request and of claim 6 of the auxiliary request |acks
novelty with respect to docunent EI1.

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

0684.D
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V. Conmar e W D. Wi ld
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