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Summary of Facts and Subm ssi ons

0128.D

This is an appeal against the decision of the Exam ning
Division to refuse application No. 93 910 517.7 on the
ground that the subject-matter of claim1l did not
i nvol ve an inventive step. In their decision the
Exami ning Division referred to the foll ow ng docunents:

Dl: US-A-5 051 741

D2: US-A-4 908 629.

In the statenment of grounds of appeal the appellant put
forward a revised set of clains and argued that the
essence of the invention lay in the conbination of a
pager, which by virtue of its | ow power consunption had
a stand-by tinme of several nonths, and a transponder
triggered by the pager.

In a comruni cation the rapporteur, on behalf of the
Board, expressed the prelimnary view that the subject-
matter of claim1 did not involve an inventive step
having regard to the disclosure of D1 or D2, considered
separately. In response to this communication the
appellant filed clains containing further, editorial,
amendnent .

Oral proceedings were held on 19 January 2000. In the
course of these proceedi ngs the appellant anended his
request by filing a new page 1 of a set of clains, the
page conprising clains 1 and 2, and the start of
claim3. Gant of a patent on the basis of the anended
claim1, the sole independent claim was requested.
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In the course of the oral proceedi ngs the appellant
argued that the discussion before the Exam ning

Di vi sion had concentrated on a secondary aspect of the
i nvention; the inportant difference over the prior art,
now brought out in the revised claim1l before the
Board, was the ability of the transponder systemto
remain in stand-by node for nonths or even years. The
systemwas to be distinguished froma nobile phone
system such as the GSM system in which each nobile
unit was in regular contact with a base station, so
that the stand-by period was conparatively short, being
at the priority date of the application only a matter
of hours. By the use of a pager connected to an

exi sting radi o pager network stand-by operation could
be restricted to the radi o pager itself, the remaining
parts of the systembeing in effect switched off. Only
when the pager's unique call was received was it
necessary to activate the rest of the system thus

mai ntai ning a very | ow power consunption. One

advant ageous enbodi nent coupled a radi o pager to a GSM
t el ephone nodul e so that when the pager was actuated by
means of an authorization code the GSMtransmitter
coul d be caused to respond by dialling a predeterm ned
phone nunmber with information as to which particular
GSM cel | the transponder systemwas |ocated in. Thus,

i f a valuabl e object to which the transponder system
was affixed were to be stolen, it was only necessary to
call the pager nunber and the GSM nodul e woul d then
respond with the identity of the particular cell in
which it was |ocated and i ndeed with additiona

techni cal information enabling the distance between the
transponder system and the cell base station to be
approxi mately determ ned. The cl ai ned system coul d not
be conpared with a GSM phone since the pager was
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strictly a receiving device, giving one-way
comruni cation, there being no transmtted signal from
the systemuntil the pager was itself activated.

Claim1l reads as foll ows

"A transponder system (B) for localization of an
obj ect being provided with a transponder for this
system conpri si ng antenna devi ce and a pager receiver
(1) having an unique call, normally in formof a phone
nunber accessible via an existing radi o pager network,

a built-in marker transmtter (10) working on a
frequency different fromthe frequency of the pager
receiver (1), a unit (2) for decoding of an
aut hori zation code and a control information obtained
via the pager receiver (1),

an electronic logic unit (3) preferably in form of
a m croprocessor for processing of control information
obtai ned fromthe decoder (2),

a power supply (11) to permt the transponder
system (B) and its marker transmtter (10) to operate
during a certain mninumtinme period also after the
enabling of its marker transmtter, and

that the operation node of the marker transmtter
(10) is controlled by the logical unit (3) based on
control information obtained fromthe pager receiver
(1) via the unit (2) for decoding, characterized in
further providing:

being in standby, and not transmtting any
i nformati on when i n standby, whereby the power
consunption will be very small as only the pager
receiver (1) needs to be in a receiving state, and

bei ng enabl ed by the pager receiver through said
call to operate said mninumtine period."
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Reasons for the Deci sion
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At the oral proceedings the primary issue addressed was
whether claim1 conplied with Article 56 EPC as to
I nventive step

One of the tasks of the security industry is

mai nt ai ni ng surveillance of val uable objects. The
application acknow edges as known the use of cassettes
to transport for exanple banknotes, the cassettes

i ncluding anti-theft systens serving for exanple to
stain the banknotes in the event of theft. The
application is concerned with tracking such a cassette
in the event of theft. The use of a transponder for
tracking is acknow edged as known and vari ous tracking
systens are described which all have di sadvant ages.

Al t hough not clearly brought out in the application as
filed, the appellant argued convincingly that the
probl em sol ved by the invention was that of providing a
transponder systemw th a very | ow power consunption so
that the system could remain operational and enabl e
tracking for a matter of nonths if not years w thout
repl acenent of the batteries.

It was common ground at the oral proceedings that the
single nost relevant prior art docunent is D1. D1
concerns the | ocalisation of an object provided with a
transponder of unspecified kind, but which according to
colum 8, lines 67 and 68 can be either active or
passive; the fornmer requires a source of power and the
| atter re-radiates the received power. In the case of
an active transponder it is necessary to provide both a
receiver and a responding transmtter; referring to
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Figure 6 of D1 and the associated text at colum 7,
lines 9 to 32, the transmtter works at a frequency
different fromthe frequency of the receiver. This
transmtter serves to notify the outside world of the

| ocation of the transponder systemand in the Board's
view it constitutes a "marker" transmtter within the
meaning of claiml1l. Dl refers at colum 7, lines 20 to
25 to conparing a coded signal with an internally
stored identification code using a conparator circuit;
this inplies both the presence of an authorization code
and its decoding, for exanple by denodul ation, fromthe
recei ved signal. The conparator circuit thus serves as
an electronic logic unit for processing of control

I nformati on obtained fromthe decoder; it is noted that
the electronic logic unit of claim1 of the application
is only preferably in the formof a m croprocessor.

The enbodi nent of D1 enpl oying an active transponder
will, as noted above, require a power supply to permt
the transponder systemand its marker transmtter to
operate. Since the Dl systemis portable and power is
therefore limted, it follows that the transmtter wll
only operate for a certain tine period after being
enabl ed. As noted, the operation of the marker
transmtter is controlled by the logic unit based on
control information obtained fromthe receiver of the
t ransponder.

The characterising part of claim1 specifies that the
system does not transmt any information when in stand-
by, whereby the power consunption will be very snmall as
only the (pager) receiver needs to be in a receiving
state. This woul d appear to be an essentia
characteristic of any active transponder which relies
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on batteries. As noted in the above-quoted passage from
colum 7 of D1, a transm ssion signal is sent when the
correct identification code is received by the
transponder; the inplication of this statenent is that
no signal is transmtted when no identification code is
received. The D1l system accordingly operates, in
effect, in a stand-by node which in the case of an
active transponder will have a conparatively | ow power
consunption in conparison to the transmtting node. As
di scussed at point 3 above, in order to conserve power
such a device will only transmt for a set tinme period.

The cl ai ned transponder system accordingly only differs
fromthat known fromD1l in that the clainmed system uses
a pager receiver; the Board accepts that the use of the
expressi on "pager receiver" would be understood by the
person skilled in the art to refer to a specific kind
of device which enables an individual to be contacted
with a nmessage using for exanple the so-called POCSAG
data transm ssion protocol. The question to be answered
by the Board is accordingly whether at the priority
date of the application it would have been obvi ous for
the skilled person to make use of such a pager as the
front end of a transponder system

The appel |l ant argued that the invention was in effect

t he advant ageous conbi nati on of a pager receiver with a
GSMtransmtter, thereby avoi ding the known

di sadvant age of the GSM systemthat a nobile unit nust
periodically conmmunicate with a base station in order
to be recognised by the system However, the Board
notes that the originally filed application contains no
mention of the GSM system and i ndeed only passing
nmention of nobile tel ephones in connection with the
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"further enbodi nent" descri bed at pages 12 and 13. The
Board does not therefore consider that it is correct to
consider the invention in the [ight of the

di sadvant ages of the GSM system but rather to consider
how t he skilled person, wishing to provide |ong battery
life in an active transponder, would solve the probl em

Al though it was argued by the appellant that the D1
device was not relevant since it was primarily
concerned with finding mssing children in an anusenent
park, the Board notes that claiml1l is not restricted to
any specific use and nerely refers to "l ocalisation of
an obj ect being provided with a transponder”. Moreover,
the introduction to D1 specifically refers not only to
the |l ocation of persons but to the location of stock in
a war ehouse conplex or the | ocation of personnel or
vehicles in industrial or transport areas. The
appel l ant al so argued that D1 differed from what was
claimed in that it did not provide for the very snal
power consunption of a pager receiver. As has already
been noted, D1 does not discuss power consunption.

G ven the reference at columm 8, lines 67 and 68 to the
use of active transponders, the Board consi ders that
the provision of an extended battery life would be an
essential goal if an active transponder were to be used
in the D1 system A paging receiver would appear to
have all the necessary characteristics for such a
transponder: individually addressable and with an
extended battery life. These are the known
characteristics of a pager and the Board takes the view
that the skilled person, |ooking for a receiver which
has these characteristics, would not require to
exercise inventive skill in selecting a pager sinply
for these characteristics. It follows that the subject-
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matter of claim1l |acks an inventive step.

8. The Board woul d observe that although the nere
coll ocation of a pager receiver with a nobile phone
transmtter in order to provide a prol onged stand-by
time does not of itself involve an inventive step, the
technical details involved in marrying a pager receiver
to a nobile phone transmtter may well involve the
exercise of inventive skill; the application however
contains no technical details of problens involved in
the conbination or of the technical features required
to solve these probl ens.

9. There being no other requests, it follows that the
appeal nust be dism ssed.

O der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

M Ki ehl P. K J. van den Berg
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