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Summary of Facts and Subm ssi ons

2278.D

The Appel |l ant (Opponent) | odged an appeal against the
deci sion of the Opposition Division rejecting the
opposi tion agai nst the European patent No. 0 537 338
(Eur opean patent application No. 92 913 376.7), the

i ndependent Claim1l for the designated Contracting

St ates except Spain reading as foll ows:

"A conposition conprising:

(A) at |east one basic alkali or alkaline earth
netal salt of an acidic organic conpound or m xtures
t her eof ;

(B) at |east one netal deactivator other than
di mer capt ot hi adi azol e or derivatives thereof; and

(C at |east one hydrocarbyl phosphite,

wherein the ratio of the equivalents of (A) based
on total base nunber to the equivalents of (C) based on
phosphorus atons is at |east one,

provi ded that the conposition is free of zinc
di t hi ophosphate and provided that when (A) is a basic
magnesi um sal i cyl ate then the conposition contains (D)
up to 0.40% by wei ght of a sulfur-, phosphorus- or
sul fur- and phosphorus-contai ni ng antiwear agent."
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The opposition was filed agai nst the patent as a whol e,
and based on the grounds of |ack of novelty and | ack of
inventive step as indicated in Article 100(a) EPC. It
was supported by several docunents including:

(5) WD 89/ 04358.

The Opposition Division held that the subject-matter of
the patent in suit was novel and al so involved an
inventive step. In this context, it decided not admt
the late-fil ed docunent

(6) STLE LUBRI CATI ON ENGENEERI NG, Vol une 46, 8, 511
to 518,

to the proceedi ngs, since this docunent was |ess

rel evant than docunent (5). Said docunent (5) had to be
considered as the closest prior art, because it
concerned the sanme technical problemas the patent in
suit and di scl osed conpositions having the nost

features i n conmmon.

Oral proceedi ngs before the Board were held on 17 July
2003. The Appellant, who had been duly sunmoned, did
not attend the oral proceedings.

The Appel |l ant accepted that the clained subject-matter
of the patent in suit was novel over the cited prior
art and that it involved inventive step in the light of
docunent (5).
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However, he argued that docunment (6), which was filed a
little |l ess than one nonth before the oral proceedings,
was relevant in assessing inventive step and therefore
had to be considered by the Opposition Division. In
fact, the clainmed subject-matter |acked inventive step
in view of this docunment, since it disclosed zinc free
conpositions show ng a good thermal stability for
copper corrosion control and having the same al kal i ne
earth nmetal to phosphorus ratios as exenplified in the
patent in suit. Mreover, this docunent al so suggested
t hat basi c cal ci um sul phonate was a suitabl e source of
cal cium and that phosphites were a proper source of
phosphor.

The Respondent (Patentee) argued with respect to the
adm ssibility of docunent (6) to the proceedi ngs that

t hi s docunment was not concerned with the sane technica
problemas the patent in suit, since it essentially
related to a conparison of zinc containing and non-zinc
automatic transm ssion fluids. Mreover, |ike

docunent (5), it did not suggest the ratio of the

equi valents of a basic alkali or alkaline earth netal
salt of an acidic organic conmpound or m xtures thereof
(conponent (A)) to the equival ents of a hydrocar byl
phosphite (conmponent (C)) of at |least one as clained in
Claim1l1l of the patent in suit in order to achieve an

i nproved thermal stability and consequently a reduced
corrosion of the device conponents. Therefore, this
docunent would not be detrinental to inventive step
anyway.



VI,

- 4 - T 0087/ 99

The Appellant requested in witing that the decision
under appeal be set aside and that the patent be
revoked, or that the case be remtted to the Opposition
D vision for consideration of inventive step over

docunent (6).

The Respondent requested that the appeal be dism ssed
and that the patent be maintained, or that the case be
remtted to the Opposition Division for further

consi deration of docunment (6).

At the conclusion of the oral proceedings the Board's

deci si on was pronounced.

Reasons for the Decision

1

2278.D

The appeal is adm ssible.

Havi ng regard to the decision of the Opposition

D vision and the subm ssions of the parties to this
procedure, the Board firstly notes that it is not in
di spute that the clained subject-matter of the patent
in suit is novel and involves an inventive step over

docunent (5).

In this context, the Board agrees with the Qpposition
Division with respect to inventive step:

(a) that docunent (5) represents the closest state of
the art,

(b) that the technical problemunderlying the patent
insuit inlight of this closest prior art is the
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provi sion of conpositions useful as additives for
| ubricants and functional fluids, particularly
hydraulic fluids, which do not contain zinc

di t hi ophosphate, but neverthel ess are not
corrosive to system conponents due to their

i nproved thermal stability,

(c) that the solution of this problemas clained in
the patent in suit involves, in particular, the
condition that the ratio of the equivalents of a
basic alkali or alkaline earth metal salt of an
aci di c organi c conmpound or m xtures thereof
(conponent (A)) to the equivalents of a
hydr ocar byl phosphite (conponent (C)) has to be at
| east one,

(d) that this problem has been credibly solved in view
of the test-report submtted by the Appellant by
letter dated 15 July 1994 show ng the advant ageous
effect of said ratio on the thermal stability of
t he conpositions, and

(e) that this solution cannot be derived from
docunent (5).

Mor eover, the Appellant did not argue anynore that
other prior art than the cited docunents (5) and (6)
woul d be relevant in this context.

Therefore, the substantial issue to be dealt with is
whet her or not document (6) should have been admitted
to the proceedings by the Opposition Division in
exercising its discretionary power governed by
Article 114(2) and Rule 71a(1l) EPC
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The purpose of Rule 7la(l) EPCis, in particular, to
avoi d that departnments of the EPO entrusted with
substanti ve exam nation and other parties in opposition
proceedi ngs are surprised by new facts or evidence, so
that at the end of the oral proceedings a decision
closing the case can be reached.

In this context, the Board notes that the power of the
EPO to accept or refuse late filed new facts or
evidence is in fact governed by Article 114(2) EPC, and
that said Rule 71la(l) does not restrict the EPO s

di scretion under this Article, but supplenents the |ine
al ready devel oped by the Boards of Appeal to deal with
abuse of procedure, i.e. to refuse to consider facts or
evi dence put forward |ate for no good reason (see the
Expl anat ory Menorandum fromthe President of the EPQ
Q) EPO 1995, pages 418 and 419).

Moreover, the Board notes that it is desirable that the
procedures before the EPO be as efficient as possible.
It would not be conducive to this end if the

di scretionary power conferred by Rule 71a(l1l) EPC was
exercised in a purely formalistic way so that the

Eur opean Patent O fice refused to consider a late-filed
docunent on the sole ground that it had not been filed
by a final date stated in a sumons to oral proceedings.
The result would be that an appeal would be necessary,
in which such a docunent had to be considered by a
Board of Appeal on its relevance in order to exam ne
whet her the first instance had used its discretionary
power in a proper way and, possibly, would then be
allowed into the proceedings and, finally, the matter
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woul d be remtted to the first instance, causing
expense and del ay.

In the present case, the Qpposition Division refused to
admt docunent (6), which was filed a little |ess than
one nonth before the oral proceedings, for the reason

t hat docunent (5) had to be considered as the cl osest
prior art and as a consequence was nore relevant than

docunent (6).

However, the question of the adm ssibility of

docunent (6) to the proceedings is not whether

docunent (6) would be nore or |ess relevant than
docunent (5), but rather whether docunent (6) al one or
in conbination with said docunent (5) would be prinma
facie sufficiently relevant to potentially represent an
obstacle to the maintenance of the patent in suit.

It is true, that docunment (6) suggests the use in
closely related non-zinc conpositions of (i) alkyl
phosphi t e/ phosphate for mnimsing wear (see Table 5),
(ii) calciumin the form of overbased cal ci um

sul phonate (see Table 8, fluid H, and the | ast

par agr aph under "Oxidative Stability"), and (iii) netal
corrosion control inhibitors (see Table 5) having the
sane function as conponent (B) as clained in the patent

in suit.

However, |ike docunent (5), it clearly does not provide
any incentive to the skilled person to the clained
solution of the technical problemunderlying the patent
in suit, which conprises as an essential feature the
condition that the ratio of the equivalents of a basic
al kali or alkaline earth netal salt of an acidic
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organi ¢ conmpound or m xtures thereof (conmponent (A)) to
t he equi val ents of a hydrocarbyl phosphite (conponent
(©) has to be at | east one.

In this context, the Board observes that the
Appel I ant' s subm ssions that docunent (6) discloses the
use of al kyl phosphite/ phosphate in non-zinc
conpositions (see Table 5), and that - as supported by
calculations filed by himon 23 March 1999 - such
conpositions had the sane al kaline earth netal to
phosphorous ratios as exenplified in the patent in
suit, are not relevant, since the ratio as clained in
the patent in suit does not relate to the total anount
of equival ents of phosphate and phosphite but to the
equi val ents of a hydrocarbyl phosphite.

Therefore, the Board concludes that docunment (6) al one
or in conbination with docunent (5) indeed does not
prima facie appear sufficiently relevant to potentially
represent an obstacle to the mai ntenance of the patent
in suit, and that in the clear-cut situation of the
present case - although in view of the Board's

consi derations under points 3.1 and 3.2 above the
reasoning in this respect was inconplete and the power
of discretion to admt docunent (6) to the proceedi ngs
m ght have been applied in another way - the Qpposition
Division did not offend the provisions of

Article 114(2) and Rule 71(a)(1) EPC.

In view of this conclusion, and in the |ight of the
consi derations under points 2 to 2.2 above, it is not
necessary to deal with the alternative requests of the
parties to the proceedings to remt the case to the
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OQpposition Division for consideration of inventive step
over document (6).

Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

P. Crenopna P. P. Bracke

2278.D



