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Summary of Facts and Subm ssi ons

1381.D

The appeal is directed against the decision dated

24 Novenber 1998 of an opposition division of the EPQ
whi ch rejected the opposition filed against the

Eur opean Patent EP-B1-0 712 460 (based on the

i nternational patent application PCT/SE93/00241, i.e.
WO 93/19268, and having the priority date of

24 March 1992).

Claim1l of this patent reads as foll ows:

"Safety device to be mounted on a parall el epi pedi c box,
conprising a frane (10) constructed to encircle the box
and having an insert opening (11) for the box, and a

bl ocki ng el enent (13) displaceably and pivotably
nounted to the frane, said bl ocking el enent being
adj ust abl e between a bl ocking position and an off
position to prevent in said blocking position the box
inserted into the frame from being wthdrawn fromthe
frame, and a latch mechanismw th a spring bl ade (22)
retaining the blocking element in the bl ocking position
t hereof, which spring blade can be actuated by external
means (37) in order to rel ease the bl ocking el enent for
adjustnment to the off position by displacenent and

pi votal novenment, thus allow ng the box to be w thdrawn
fromthe frame through the insert opening,
characterised in that the spring blade (22) fixedly
attached at one end thereof to the frame or the

bl ocki ng el ement extends, in the blocking position in

t he di spl acenent path of the bl ocking elenent (13) to
engage at the other, free end thereof a shoul der (25)
on the bl ocking elenment or the frane, respectively,
positive engagenent being established between the

bl ocki ng el ement and the frame in the bl ocking position
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of the blocking elenent to prevent pivotal novenent of
t he bl ocking elenment."”

Clainms 2 to 6 of the patent are all dependent on at
| east Claim1l.

1. In the decision under appeal, the opposition division
hel d that the grounds of |ack of novelty and | ack of
inventive step invoked by the opponent against the
subject-matter of Claim1 were not well-founded having
regard to the foll ow ng docunents filed during the
opposi ti on proceedi ngs:

Dl: EP-B-0 620 888 (WD A-9208026), filed before the
priority date of the patent in suit but published
after this date and designating the sane
contracting states as said patent, therefore prior
art only under the ternms of Article 54(3) and (4)
EPC.

D2: FR-A-2 678 907, published after the priority date.

D3: Single page of a copy of a notice of delivery of
CD or MC Boxes, dated 17 March 1993, issued by the
conpany "M CROPLAST" and addressed to the
opponent.

L1l The appeal was | odged on 21 January 1999 with, at the
sane tinme, the appeal fee being paid and the statenent
of grounds being received. In the statenent of grounds,
t he appel | ant (opponent) filed a new docunent, nanely:

D4: PCT/ SE89/ 00733 of the sane patent famly as DI,

and repeated the argunents put forward during
opposi tion proceedings. Further facts, evidence
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and grounds were announced (however, they were
never received).

The argunents were the foll ow ng:

Docunments D1 and D4 disclose all the features of
Claim1, since they describe a frame constructed to
encircle a parall el epi pedic box and conprising a

pi vot abl e and di spl aceabl e bl ocking el enent and a | atch
mechani sm havi ng a bl ade which can be actuated by
external means. This bl ade extends in the displacenent
path of the blocking element to engage a shoul der and a
positive engagenent is established to prevent pivotal
novenent of the bl ocking el enent.

Docunment D2 al so discloses all these features. |ndeed,
t hi s docunment was published after the priority date of
t he contested patent, but boxes according to this
docunent were sold before said priority date, as shown
by evi dence DS.

The patentee (respondent) chall enged the rel evance of
t hese argunents.

In a comuni cation dated 12 Decenber 1999 acconpanyi ng
the summons to oral proceedings, the board expressed
its provisional opinion that the subject-matter of
Claim1l was new vis-a-vis DI and D4 and, further,

i nvol ved an inventive step starting fromD4. As far as
the alleged public prior use according to D2 and D3 was
concerned, it did not seemthat sufficient evidence had
been provided to prove that prior use.

By fax sent on 16 May 2000, the appellant inforned the
board that, because of another nore inportant
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proceedi ngs in France concerning a case in which he was
designated to take over the business of a
representati ve who had suddenly died, he would not
attend the oral proceedings.

The respondent was i mmedi ately contacted by the board,
but deci ded nevertheless to travel in order to
participate in the oral proceedings, which took place
on 17 May 2000.

In these proceedi ngs, the respondent endorsed the
provi si onal assessnent of the board in respect of
novelty and inventive step of the subject-matter of the
patent and argued with regard to the oral proceedi ngs
that his own request for the hol ding of oral
proceedi ngs was conditional. Had the appell ant

wi t hdrawn his identical request or his appeal, then the
oral proceedi ngs could have been avoi ded. Therefore, an
apportionment of costs in favour of the respondent is
justified.

The appel |l ant had requested in witing that the
deci si on under appeal be set aside and that the
Eur opean patent No. 0 712 460 be revoked.

The respondent requested that the appeal be dism ssed
and that costs be apportioned.

Reasons for the Decision

1

2.

1381.D

The appeal is adm ssible.

Al | eged prior use (evidence D3 in conbination with D2).



3.1

1381.D

- 5 - T 0083/ 99

D2, being published after the priority date and not
bei ng a European patent, is not a prior art docunent
according to Article 54 EPC.

In D3, the notice of delivery dated 17 March 1992, that
is to say seven days before the clainmed priority date
of the patent in suit, 300 MC boxes and 300 CD Boxes
are nerely nentioned without references or any kind of
ot her designation. No prices are given in this notice.
Therefore, D3 does not show either which product was
really delivered nor for what purpose the delivery
itself was made.

More inmportant is the fact that no evidence has been
provi ded by the appellant, show ng that the delivered
boxes nentioned in D3 correspond to the device
disclosed in D2. It follows that the technical teaching
of D2 cannot be considered as being part of the prior
art according to Article 54(2) EPC by neans of D3, as
al | eged by the appellant. Nothing el se proves that the
di scl osure of D2 was made available to the public
before the priority date of the contested patent. Thus,
D2 and D3 must be di sregarded.

Novel ty of the subject-matter of Claiml
(Articles 52 and 54 EPC)

Docunent D1

Being prior art under Article 54(3)(4) EPC, docunment D1
according to Article 56 EPC, second sentence, is to be
taken into consideration with regard to the novelty of
t he subject-matter of Claim1, however not with regard
to the inventive step involved by this subject-matter.
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At | east two features distinguish the safety device
according to D1 fromthe safety device defined by
Claim1l of the patent in suit: fromthe draw ngs of DI,
it is clear that the spring blade is | ocated above the
bl ocki ng el ement, so that, contrary to the wording of
said aiml, it does not "extend, in blocking
position, in the displacenent path of the bl ocking

el enent”. Mreover, the free end of this spring blade
engages a shoul der of a rotary elenent, and not, as
required by daim1l, a shoulder on the bl ocking

el ement, which is clearly distinguishable fromthe
rotary bolt in this prior art.

Docunent D4

This docunent D4, like D1, belongs to the proprietor of
the present invention. It is a prior art falling under
the ternms of Article 54(2) EPC since it was published
in June 1990. It discloses a first attenpt to provide a
safety device for an anti-theft housing (or "frame")
for CD cassettes or the |like and was then foll owed by
the invention of D1, which is a further inprovenent. In
the safety device according to D4, a rotary bolt is
fixed to the frame (or housing) and has a part which,
in the bl ocking position, protrudes into the inside of
said frame and engages an opening of a CD cassette
inserted in said frane. In this blocking position, a
spring blade formng the | atch nmeans engages a shoul der
of the rotary bolt so that the cassette cannot be

wi thdrawn. Only by neans of magnetic forces can the
spring bl ade be disengaged fromthe rotary bolt,
allowing thereby its rotation and consequently the
cassette to be withdrawn. In this prior art, the rotary
bolt constitutes the bl ocking el enent. However, it is
only rotatable and not displaceable. Thus, it does not
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correspond to the safety device of Caiml.

3.3 It follows that neither D1 nor D4 anticipates the
device according to Claim1, which is therefore new.

4. | nventive step (Article 52 and 56 EPC)

As far as the issue of inventive step is concerned, it
also follows fromthe foregoing that the sole prior art
docunent which can be taken into consideration is D4.
As a consequence, it represents the prior art closest
to the present invention. A main difference, as seen
above, is that in this prior art the bl ocking el ement
is arotary bolt, whereas in the present invention, it
is a pivotable and di spaceabl e el enment, nore precisely
an elongate elenent forned at one end as a hook, which
cl oses or at |east obstructs one end of the insert
opening of the frame. In the present invention,
noreover, in the blocking position of this elenent a
projection of the frame according to the present
invention is received by a recess of the hook and,
thus, a positive engagenent is provided between the

bl ocki ng el ement and the frame in order to prevent a
pi votal novenent of the blocking el enent. Therefore,
the subject-matter of Claim1 of the patent in suit
differs fromthe prior art according to D4 as mainly
described in Point 3.2 above in that:

- t he bl ocking el ement is displaceably and pivotably
mounted to the frane and can be rel eased for
adjustnment to the off position by displacenent and
pi votal position,

- t he spring bl ade extends in the bl ocking position
in the displacenent path of the bl ocking el ement,

1381.D Y A
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and

- positive engagenent (other than the engagenent on
t he shoul der realised by the spring bl ade, known
per se by D4) is established between the bl ocking
el ement and the frame in the bl ocking position of
t he bl ocking elenment to prevent pivotal novenent
of the bl ocking el enent.

In the absence of any other prior art disclosure, it
cannot be seen how a person skilled in the art starting
fromD4 and wishing to inprove the safety device

t hereof woul d have reached the subject-matter of
Claim1l1l of the patent in suit, wthout any hint towards
the new features, that is to say on the sole basis of
hi s common know edge.

Therefore, the board comes to the conclusion that the
subject-matter of Claim1l involves an inventive step
having regard to the cited prior art. Since the
dependent Clains 2 to 6 concern further enbodi nents of
the safety device of Claiml, their subject-matter as a
consequence al so involves an inventive step.

Request of apportionnent of costs

Article 104(1) EPC states the principle that each party
to the proceedings shall neet the costs he has incurred
and that a different apportionnent of costs incurred
during taking of evidence or in oral proceedings can
only be ordered for reasons of equity. There is no
definition of equity in the EPC. To cone to a
conclusion in this respect all the details of a case
have to be taken into account and evaluated. |In general
apportionment of costs is justified in cases where
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costs arise in whole or in part as a result of the
conduct of a party which is not in keeping with the
care required in the exercise of its legal rights, or
whi ch stenms from cul pable actions or an irresponsible
or even malicious nature (T 461/88, QJ EPO 1993, 295).

In the case under consideration the starting cause, why
the appellant's representatives did not attend the oral
proceedi ngs, was the death of another representative
whose case they were designated to take over. They
infornmed the board and the respondent i medi ately about
the situation and that because of their new engagenent
t hey would not attend the oral proceedings. In spite of
t hese circunmstances the respondent decided to
participate in these proceedi ngs, which the board

consi dered expedi ent and woul d have held anyway as it
told the respondent upon his tel ephone inquiry.

Thus, the respondent took the decision to participate
in the oral proceedings in know edge of all the

rel evant circunstances; the costs for these proceedings
were therefore not incurred because of a wong-doing of
the appellant's representative.

The fact that he did not withdraw his request for oral
pr oceedi ngs cannot be held against him Besides, such a
wi t hdrawal woul d not have altered the situation because
t he board woul d have held the oral proceedi ngs anyhow.
As is clear fromthe wording of Article 116(1) EPC a
party has an unconditional right to oral proceedings.
The effect of such oral proceedings is not only that a
case is discussed orally but in the vast majority of
cases that also a decision is given on that day, which
can be a reason for not wthdraw ng the request.
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Simlar considerations apply with regard to the appeal.
A party to the proceedings adversely affected by a
decision has the right to appeal (Article 107 EPC) and
to have its case reviewed by a second instance. |If the
appel lant had withdrawn its appeal, no decision
assessing its case woul d have been issued. Therefore,
this also cannot be considered as conduct not in
keeping with the care required in the exercise of |egal
rights.

Thus, the costs incurred in oral proceedings by the
respondent were not the consequence of a w ong-doi ng of
the appellant's representative. Therefore, no reason
for deviating fromthe principle that each party to the
proceedi ngs shall neet the costs he has incurred,

exi st s.

Or der

For these reasons it is decided that:

1. The appeal is dism ssed.

2. The request for apportionnment of costs is refused.
The Regi strar: The Chai r man:

A. Counillon C. T. WIlson
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