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Summary of Facts and Submni ssions

Eur opean patent application No. 93 906 225.3 filed as
PCT/ US93/ 01702 on 24 February 1993 and published on
16 Septenber 1993 under No. WO 93/18082

(EP-A-0 582 707) was refused by the decision of the
Exam ning Division issued on 14 August 1998. That
deci si on was based on a set of clains nade up of
Clains 1 to 12 (page 24) filed with letter of 11 June
1996 and Clains 12 (page 25), 13 to 19 filed with

| etter of 18 June 1997.

Claim1l reads as foll ows:

"A conmpound of the fornmula:

wherein R is a hydrocarbon of three to about 50 carbon
atons which conpound is the reaction product of a trio
of the formula R(OH); with an anhydride of the fornula:

NN/
Ry— C L —
Yy xS TR

Rj Ry
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Yis CRR, O S, NCH;, wherein R,and R, are the sane or
different and are hydrogen, alkyl of one to three
carbon atons, inclusive, or phenyl;

Xis 0 or 1;

R, and R; are the sane or different and are selected from
the group consisting of hydrogen, phenyl or aliphatic

of one to about twenty carbon atons, inclusive, and R,
and R, joined together forman al kyl ene or al kenyl ene
chain of two to six carbon atons, inclusive,
unsubstituted or substituted with one to six alkyl
groups having fromone to four carbon atons, inclusive;
excl udi ng the polyacid half ester of trinethylol propane

and (nethyl) hexahydrophthalic acid

Claims 2 to 7 refer to preferred enbodi nents of the
conpound according to Caiml.

Clains 8 to 11 relate to a nethod for manufacturing the
compound of C aim 1.

| ndependent Claim 12 reads as foll ows:

"A thernoplastic randomy branched aromati c carbonate
pol ynmer havi ng i ncorporated therein a branching
conponent in an anount sufficient to produce a

t her nopl astic randomly branched pol ycarbonate which is
substantially free of crosslinking wherein the
branchi ng conponent conprises one or nore conpounds of
the formul a
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wherein R is a hydrocarbon of three to about 50 carbon
atons and the residue of the reaction of a triol of the
formula RIOH); with the anhydride of the fornula

NN/
\tC c‘:/

Ry — _

1= S R
R2 Ry

Yis CRR,, O S, NCH;, wherein R,and R, are the sane or
di fferent and are hydrogen, al kyl of one to three
carbon atons, inclusive, or phenyl;

Xis 0Oor 1;

R, R, R;, and R,are the sane or different and are

sel ected fromthe group consisting of hydrogen, phenyl
or aliphatic of one to about twenty carbon atons,
inclusive, or R, and R, are joined together to form an

al kyl ene or al kenyl ene chain of two to about six carbon
atons, inclusive, unsubstituted or substituted with one
to six al kyl groups having fromone to about four
carbon atons, inclusive."

Claims 13 to 19 deal with preferred enbodi nents of the
branched aronmatic carbonate pol ynmer according to
G aim12.
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In its decision, the Exam ning Division held that the
subject-matter of Clains 1 to 9 was novel over docunent
D1 (US-A-4 917 955), since the polyacid half ester of
trimethyl ol propane and (nethyl)hexahydrophthalic acid
had been disclained, and that the subject-nmatter of
Clains 10 and 11 also differed from D1l by the absence
of solvent (Claim 10) and the presence of a catal yst
(Claim11l). The Exam ning Division further stated that
the subject-matter of Cains 1 to 11 | acked inventive
step in view of D1, since it would have been obvi ous
for a person skilled in the art wanting to provide only
an alternative to the half esters explicitly disclosed
in DL, to select polyols and anhydrides fromthose

di sclosed in D1 to formother half esters.

On 21 Septenber 1998 a Notice of Appeal against the
above decision was filed, the prescribed fee being paid
on the sane day.

The Statenment of G ounds of Appeal, filed on
17 Decenber 1998, was acconpanied by a set of Clains 1
to 8 as an auxiliary request.

In the Statenment of G ounds of Appeal, the Appell ant
argued in substance as foll ows:

(1) The Exam ning Division had considered that the
subject-matter of the clainms was derivable from
D1 by combining two lists (i.e. a list of
polyols with a list of anhydrides).

(i) The half esters disclosed in D1 were used as
curing agents for epoxy resins. In contrast the
hal f ester of the present application are used
as branchi ng agent for pol ycarbonates.
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(iii) Thus, the person skilled in the art |ooking to
provi de branchi ng agents for pol ycarbonates
woul d not consider the half esters disclosed in
D1 as curing agents for epoxy resins.

The Appel | ant requested that the decision of the
Exam ni ng Di vi sion be set aside and a patent be granted
on the basis of Clains 1 to 19 on file, or
alternatively on the basis of Clains 1 to 8 of the
auxiliary request submtted with the Statenent of the
Grounds of Appeal. As a further auxiliary request, ora
proceedi ngs were requested.

Reasons for the Deci sion

1

2.1

2.2

0243.D

The appeal is adm ssible.

Mai n request

Di scl ai nmer

Claiml conprises a disclainmer (i.e. "excluding the
pol yacid half ester of trinethyl ol propane and

(et hyl ) hexahydrophthalic acid") which is intended to
excl ude subject-matter from docunent D1.

In accordance with the principles set out in the
decision T 863/96 of 4 February 1999 (not published in
Q) EPO, it would be allowable under Article 123(2) EPC
to fornmulate a disclainmer which is precisely defined
and limted to the prior art disclosure provided this

di scl osure is an accidental novelty destroying

di scl osure. A disclainer to be fornul ated on the basis
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2.3.3
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of a disclosure is only allowable if the cited docunent
containing the said reference has no further rel evance
for any further exam nation of the clained invention
and it nust then disappear fromthe prior art field to
be taken into consideration.

Thus, the relevant question is whether or not the
di sclainmer used in present Claim1l neets the
requi renents set out in the above nentioned deci sion.

There is no doubt that this disclainer is precisely
defined and limted to the prior art docunent
di scl osure.

On the one hand, D1 deals with coating conpositions
conprising a polyepoxide and a curing agent which is an
hal f ester fornmed by reaction between a polyol and a
1,2-acid anhydride (cf. D1, colum 3, lines 29 to 54).
On the other hand, the clained invention relates to
branchi ng agents for aromatic pol ycarbonates. These
branchi ng agents are half esters obtained by reacting
triols having 3 to 50 carbon atons with specific acid
anhydri des.

Thus, D1 does not relate to the sane field as the

cl ai med invention. The disclosure of D1 can therefore
be considered as an accidental novelty destroying

di scl osure and D1 as having no rel evance for any
further exam nation of the clained invention.

Thus, it is considered that the requirenents set out in
the decision T 863/96 for the allowability of a

di scl ai mer under Article 123(2) EPC are net in the
present case.
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Novel ty

According to the Exami ning Division the subject-nmatter
of Clains 1 to 11 was novel over the cited prior
(Article 54 EPC) and the Board sees no reasons to
deviate fromthis opinion.

Docunent s

Docunents D2 (Chemical Abstracts Vol. 86, No. 24,
abstract no. 173 232f), D3 (Chem cal Abstracts,

Vol . 71, No. 18, abstract no. 81796e) and D4

(DE-A-3 308 691 ) which have been considered during the
exam ni ng procedure can be sunmarized as foll ows:

D2 refers to pol yesters obtai ned by depol yneri zi ng

pol yesters derived fromaromatic dicarboxylic acids and
al i phatic diols by heating themin the presence of

pol ycar boxylic acid conpounds (e.g. trimnethylol propane
trisuccinate) at a tenperature between 180°C and 300°C.
These pol yesters are used in adm xture with epoxy
resins in powder coating conpositions.

D3 only deals with x-ray diffraction patterns and
t her no- mechani cal properties of polyesters obtained
fromtrifunctional ester acid oligoners of the fornula

RC( CH,CO,( CH,) nCOH) 5

D4 di scl oses branching agents for aromatic

pol ycar bonates, which are chloroform ates of polyols
such as the trichloroform ate of trinethylol propane
(cf. D4, page 9, line 1 to page 10, line 14; Cdaim13).
The branched pol ycarbonates obtai ned exhi bit properties
of non-Newtonian flow, nelt elasticity, nelt strength,
whi ch make them very suitable for the manufacture of
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hol | ow bodi es by extrusion bl ow nolding (cf. D4,
page 8, lines 9 to 27).

Pr obl em and sol uti on

As indicated in the application in suit (cf. page 1,
lines 2 to 13; page 3, lines 6 to 14), the aimof the
claimed invention is to provide branching agents for
aromati ¢ pol ycarbonates, which |ead to pol ycarbonates
havi ng i nproved rheol ogi cal properties (non-Newt oni an
flow, nmelt elasticity, nelt strength) and being
suitable for the manufacture of hollow articles by
extrusi on bl ow nol di ng.

Thus, D4 which is the only docunent concerned with
branchi ng agents for aromatic pol ycarbonates, qualifies
as the closest state of the art.

Starting from D4 the objective technical problem
underlying the present application may be seen as to
provi de further branching agents for aromatic

pol ycarbonates, |eading to branched pol ycarbonates
havi ng specific rheol ogi cal properties (i.e. non-
Newt oni an flow, nelt strength, nelt elasticity) and
sui table for the manufacture of hollow articles by
extrusi on bl ow nol di ng.

According to the application in suit, this problemis
solved by the half esters of triols as specified in
G aim1.

Having regard to Exanples 5, 8 to 12 and to the passage
frompage 10, line 28 to page 14, line 7, it is
credible to the Board that the technical problem has
effectively been sol ved.
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Qbvi ousness

It remains to be deci ded whether the clai ned
conbi nation of features is obvious to a person skilled
in the art having regard to these docunents.

It appears fromthe above prior art discussion that the
cl ai med subject-matter woul d not have been obvious to a
person skilled in the art, since D2 and D3 clearly dea
with different products and probl ens.

These prior art docunments would not represent an
incentive for a skilled person to envisage that the
specific half esters according to the present
appl i cation woul d solve the technical problem nentioned
above.

Thus, inventive step can be acknow edged for the
subject-matter of Clains 1 to 11 of the main request
(Article 56 EPC).

The Exam ning Division had acknowl edged the novelty of
the subject-matter of Clains 12 to 19 and inventive
step of the subject-matter of independent C aim 12. The
Board agrees with these conclusions. By the sane token
the preferred enbodi nents to which dependent Cains 13
to 19 are directed, also involve an inventive step.

In view of these findings the main request nust be
allowed. It is therefore not necessary to consider the
merit of the auxiliary request.
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For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the first instance with the
order to grant a patent on the basis of Clains 1 to 19
of the main request with a description to be anended.

The Regi strar: The Chai r man:

E. Gorgnmaier C. Gérardin
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