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Summary of Facts and Submn ssions

2754.D

The opposition division's decision to revoke European
patent No. 0 526 950 (resulting from European patent
application nunber 92 202 436.9 filed on 6 August 1992
wWth a priority date of 7 August 1991) was posted on
27 Cct ober 1998.

On 6 January 1999 the patentee filed an appeal agai nst
this decision and paid the appeal fee, filing the
statenent of grounds on 8 March 1999.

The docunents that played a role in the appea
proceedi ngs

D2: EP-A-0 209 890

D6: Brochure "OHLER® Packagi ng nmachi nes - Hand cl osi ng
machi ne Type D', Al can Deutschland GrbH, narked
"9/ 88" (filed by the respondent as annex HEP 6 to
the notice of opposition)

D7: Instruction sheet "OHLER® HandverschlielRgerat Type
D3", Al can Deutschland GrbH, no date (filed by the
respondent as annex HEP 7)

D38: Bill from Meinerzhagener Druck und Verl agshaus to
Al can Deut schl and GvbH dated 27.12.90 for printing
550 copies of D7 (submtted by respondent as annex
HEP 8)

D9: Brochure "OHLER® Ver packungs- Anl agen -
Handver schl i eRgerat Type D', Al can Deutschl and
GoH, marked "Stand: 9/ 88"
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D10: Brochure "OHLER® Ver packungs- Anl agen -
Handver schl i eRgerat Type D 5.2", Al can Deutschl and
GrbH, not prior art

The opposition division revoked the patent after
finding an allegation of public prior use proven,
nanely that in April 1991 on the CEBAL stand at the
MACROPAK 91 packaging fair at Urecht in the

Net her | ands, M Herber showed M Heitkanp an apparatus
as shown in the patent wi thout obliging M Heitkanp to
secrecy.

The appell ant (patentee) maintained that if a visitor
to the fair had tried to use the apparatus or if

M Herber had denonstrated it, then this would have
been an evident abuse in relation to the patentee and
shoul d not be taken into account since the patent's
priority date of 7 August 1991 was | ess than six nonths
after the packaging fair (Article 55(1)(a) EPC).

The opposition division considered that the period of
six nonths referred to in Article 55(1) EPC applied to
the actual filing date not the priority date and that,
since the filing date of 6 August 1992 was nore than
six nmonths after the packaging fair, Article 55(1)(a)
EPC coul d not be applicable.

While this was disputed by the appellant in the
statenment of grounds of appeal, the board pointed out
in its conmmunication of 29 June 2001 that the Enl arged
Board of Appeal decisions G 3/98 (QJ EPO, 2001, 062)
and G 2/99 (QJ EPO, 2001, 083) had found that the

rel evant date was indeed the date of the actual filing
of the European patent application and not the date of
priority. The board thus considered that evident abuse
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coul d not be a defence in the present case.

On 4 Cctober 2001 oral proceedi ngs took place before
the board during which the appellant stated that it
woul d not present any further argunments on evi dent
abuse.

During these oral proceedings the appellant w thdrew
its previous requests that the witness M Heitkanp be
heard on oath by a conpetent German court and that ora
evidence relied upon in the appeal proceedi ngs be
considered only to the extent given under oath.

A main request and four auxiliary requests fromthe
appel lant were on file at the start of the ora
proceedi ngs on 4 Cctober 2001.

The main request was for the patent as granted, the
mai n cl ains of which read:

"1l. Method for closing a packing (4) consisting of an
upper part (3) having a downward hangi ng edge (16) and
a lower part (2) having a protruding flange (15), by
pl aci ng the upper part (3) on the |lower part (2),

pl aci ng the assenbl ed packing (4) in a closing
apparatus (1) having a base (5) wth hol ding neans (6)
and a closing part (7) noveably arranged with respect
thereto, said closing part (7) conprising a pressure
plate (8) and a plurality of noveable ring segnents
(9), and noving the closing part (7) and the base (5)
of the closing apparatus towards each other, thus
causing the ring segnents (9) to nove towards each

ot her and fold the downward hangi ng edge (16) of the
upper part (3) around the protruding flange (15) of the
| ower part (2), characterized in that said ring
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segnents (9) are only noved towards each other after
the pressure plate (8) and the base (5) have reached
their fully closed, abutting position, in which
position the upper part of the packing (4) just nakes
contact with the pressure plate (8)."

"2. Apparatus (1) for perform ng the nethod of
claim1, conprising a base (5) carrying neans (6) for
hol di ng the packing (4) in a closing position and a
closing part (7) noveably arranged with respect
thereto, said closing part (7) conprising a pressure
plate (8) and a ring (14) consisting of a plurality of
ring segnments (9) noveable in radial direction
substantially parallel to said pressure plate (8)
between a rel ease position in which the dinensions in
peri pheral direction of the ring (14) are greater than
those of the packing (4) and a first closing position
i n which the dinensions in peripheral direction of the
ring (14) are smaller than those of the packing (4),
and noveable in a direction substantially transversely
of said pressure plate (8) between said first closing
position and a second cl osing position in which said
packing (4) is pressed close between said ring segnents
(9) and said pressure plate (8), characterized in that
the ring segnents (9) are arranged on said cl osing part
(7) such, that they are noveable in said directions
when said pressure plate (8) and said base (5) are in
their fully closed, abutting position, in which
position the upper part of the packing (4) just nakes
contact with the pressure plate (8)."

The first auxiliary request at the start of the ora
proceedi ngs on 4 Cctober 2001 was the auxiliary request
of 14 August 1998 based on apparatus clains 1 and 2
filed with the letter of 14 August 1998.
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The apparatus of Claim2 as granted specifies that the
apparatus is "for performng the nethod of claim1l"
(i.e. as granted) and so the apparatus has to be such
that the ring segnents are only noved towards each

ot her after the pressure plate and the base have
reached their fully closed, abutting position (see
claiml as granted, colum 5, lines 23 to 26).

In the oral proceedings the board objected that the
apparatus claiml of this first auxiliary request did
not contain the word "only" so that the apparatus was
not restricted to providing ring segnent novenent only
after the pressure plate and the base had reached their
fully closed, abutting position, and that therefore the
scope of protection was extended, contrary to

Article 123(3) EPC

Ther eupon the appellant withdrew this first auxiliary
request and renunbered the renmaining auxiliary
requests.

The sol e i ndependent claimof the resulting first
auxiliary request (the first auxiliary request as
submitted in the oral proceedi ngs before the opposition
di vi si on) reads:

"1l. Apparatus (1) for closing a packing (4) consisting
of an upper part (3) having a downward hangi ng edge
(16) and a | ower part (2) having a protruding flange
(15), said closing apparatus (1) conprising a base (5)
carrying neans (6) for holding the packing (4) in a
closing position and a closing part (7) noveably
arranged with respect thereto, said closing part (7)
conprising a pressure plate (8) and a ring (14)
consisting of a plurality of ring segnents (9) noveable
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in radial direction substantially parallel to said
pressure plate (8) between a release position in which
the di nensions in peripheral direction of the ring (14)
are greater than those of the packing (4) and a first
closing position in which the dinensions in peripheral
direction of the ring (14) are smaller than those of
the packing (4), and noveable in a direction
substantially transversely of the pressure plate (8)
between the first closing position and a second cl osi ng
position in which said packing (4) is pressed close
between said ring segnents (9) and said pressure plate
(8), said ring segnents (9) being arranged on said
closing part (7) such that they are noveable in said
di rections only when said pressure plate (8) and said
base (5) are in their fully closed abutting position,
in which position the upper part of the packing (4)
just makes contact with the pressure plate (8),
characterised in that each ring segnent (9) is
slideably nounted in the pressure plate (8), a spacer
menber (23) is arranged between each segnent (9) and
the pressure plate (8), and in that the pressure plate
(8) has a plurality of receiving spaces (24) for said
spacer nenbers (23), which are arranged such that in
the first closing position each spacer nenber (23) is
aligned with a receiving space (24) and is received
therein during a novenent of its associated ring
segnent (9) to the second closing position.”

The sol e i ndependent claim 1 of the present second
auxiliary request (which was the second auxiliary
request as submtted in the oral proceedi ngs before the
opposi tion division) specifies inter alia a bridge

pi ece pivotally connected to the [ ever and to pivot

ar ns.
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During the oral proceedings on 4 Cctober 2001 the
respondent (opponent) accepted that to see the bridge
pi ece of the apparatus brought to these ora
proceedings it would be necessary to renpove the cover
and that this would have applied also to the apparatus
at the MACROPAK 91 packagi ng fair. However the
respondent maintained that a structure simlar to this
bri dge pi ece was al ready shown in Figure 2 of D2.

The present third auxiliary request corresponds to
auxiliary request Efiled with the letter of

4 Septenber 2001 except that the appellant del eted
claim2 thereof. The board had objected that this

cl ai m contai ned previously uncl ained features but,
bei ng a dependent claim could never overcone

obj ections made in the opposition or appeal proceedings
agai nst the i ndependent clains and was therefore

I nappropriate. The board al so objected to claim1 of
the request for lack of clarity (Article 84 EPC) and
extensi on of subject-matter (Article 123(2) EPC).

The appel | ant requested that the decision under appea
be set aside and that the patent be maintained on the
basis of one of the follow ng:

- mai n request: The patent as granted,

- first auxiliary request: The first auxiliary
request as submtted in the oral proceedi ngs
before the opposition division;

- second auxiliary request: The second auxiliary
request as submtted in the oral proceedi ngs
before the opposition division;
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- third auxiliary request: Clains 1 to 5 as
submtted on 4 Septenber 2001 and anended in the
oral proceedings before the board of appeal.

The respondent requested the dism ssal of the appeal.

Reasons for the Deci sion

1

2.2

2.3

2754.D

The appeal is adm ssible.

The al |l eged public prior use

Al'legedly, in April 1991 on the CEBAL stand at the
MACROPAK 91 packaging fair at Urecht in the

Net her| ands, M Herber showed M Heitkanp an apparatus
as shown in the patent without obliging M Heitkanp to
secrecy.

Evi dent abuse

The board sees no reason to change its provisiona
opi nion given in the conmuni cation of 29 June 2001
concerni ng evident abuse (see the above section II1l)
and therefore finds that evident abuse cannot be a
defence in the present case.

The appel | ant doubted the statenent of M Heitkanp
sayi ng he was not neutral and that the only part of
testinony that was verifiable by physical evidence was
that M Heitkanp visited the fair. The appell ant
objected that the witness first of all naintained
before the opposition division that he had no financi al
interest in the outcone of the opposition (see the

m nutes of the taking of evidence before the opposition
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di vi sion, page 1, penultinmate paragraph) but
subsequently admtted that part of his salary was
dependent on sales of this hand cl osi ng apparatus (see
the top of page 7 of said mnutes).

The board points out that it is well established that
an enpl oyee of one of the parties can be heard as a

wi tness and, even if his evidence m ght be biased, this
does not nake his evidence inadm ssible but would be a
matter to be taken into account when the board

consi dered the evidence (see Case Law of the Boards of
Appeal of the EPO, 3rd edition 1998, page 328 of the
English edition).

Concerning the financial interest, the respondent
expl ai ned that the closing apparatuses were provided
nmerely to help sell the packings which were its nmain
interest. Mdreover M Heitkanp explained that his

sal ary was not wholly dependent on the sale of the

cl osi ng apparatus (see the top of page 7 of the mnutes
of the taking of evidence).

Despite allegedly realising the inportance of this
apparatus and discussing it with his colleagues (e.g.
M de Gaaf, M Vogt and M Pawel ec) and in various
departnents of Al can, M Heitkanp did not receive a
techni cal brochure about the apparatus, he took no
not es about what he saw and he took no pictures (see
the | ast paragraph of page 7 of the mnutes of the
taking of evidence). D6 to D10 either concern a
different apparatus or are not prior art, so that al
that is in effect present as evidence of prior use is
M Heitkanp' s statenent.

However the appellant accepted that an apparatus was
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present at this fair, and according to the m ddl e of
page 1 of the mnutes of the oral proceedings before
the opposition division "The Patentee admtted that the
machi ne shown at the MACROPAK exhibition is the machine
of the patent in question”. Mreover, according to the
m ddl e of page 2 of said mnutes, "The Patentee
admtted that the features of independent clains 1 and
2 of the main request are disclosed by the prior public
use apparatus."

Thus it is agreed that the apparatus was at the fair
and the board considers that it was there to be | ooked
at and exam ned, at |east to sone extent, this being
the normal reason for itens being at exhibitions. This
is furthernore supported by the statenent of

M Hei t kanp.

The appel l ant, while agreeing that the apparatus was at
the fair to be | ooked at, stated that it was not

I mportant how it worked but only what result it

achi eved. The appel |l ant naintained that M Herber
showed the i mmobil e apparatus and the cl osed packi ng
along the lines of "This is our apparatus and this is
the quality of the closure”. The appellant also stated
that the apparatus shown at the fair was only a

pr ot ot ype.

However, M Heitkanp's testinony is part accepted by
t he appellant and the board sees no particul ar reason
to disbelieve the renmainder, in particular since the
appel l ant has not offered any evidence to the contrary.

Even taking into account that M Heitkanp was an
enpl oyee of the respondent, the board therefore cones
to the conclusion that an apparatus in accordance with
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the granted claim2 was not only present at the

Macr opak 91 packaging fair in Urecht but could al so
have been seen and handled in its assenbled state by a
menber of the public present at the fair. The
respondent has not clainmed, nor has M Heitkanp
testified that the apparatus was di smantl ed. The board
must therefore assune that the apparatus at the fair
could only be | ooked at and worked in a manner show ng
a visitor its ease of handling and the resulting
package. The board therefore only considers those
features to have been available to the public which
could be seen or detected by a skilled person | ooking
at and handl i ng the appar at us.

Mai n request - novelty

The apparatus presented to the board at the ora
proceedi ngs was the sane apparatus as that presented to
t he opposition division but it is not disputed that it
was not the actual apparatus that was exhibited at the
fair in 1991. However the apparatus seen by the board
hel ped it to decide what M Heitkanp woul d have been
able to see at the fair. It is noted that, at the ora
proceedi ngs, the appellant could not point out any

di fferences between, on the one hand, the apparatus
presented to the board and, on the other hand, the so-
call ed prototype allegedly present at the fair.

M Heitkanp said in the taking of evidence before the
opposi tion division

- that the stand at the fair was surrounded by a
counter on which the apparatus stood (see the
second paragraph of page 2 of the m nutes of the
t aki ng of evidence),
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- that he could | ook at the apparatus fromall sides
(paragraph 3 of page 3 of said mnutes),

- that M Herber showed hi mhow t he apparatus cl osed
(paragraph 3 of page 3 of said m nutes),

- that he hinself operated the apparatus by hand to
see how it closed (paragraph 3 of page 7 of said
m nut es), and

- that al though he saw a cl osed packi ng he coul d not
remenber whether a packing was actually closed in
this denonstration (lines 3 to 5 on page 5 of said
m nut es) .

One nust renmenber that M Heitkanp was famliar wth
the prior art "OHLER® Type D hand cl osi ng nmachi ne”
mar keted by his conpany and shown in D6 (the sane
apparatus is also shown in the undated D7 and in D9).

D6 shows a |lid (upper part) having a downward hangi ng
edge placed on a container (lower part) having a ful
curl rim(protruding flange). The |idded container is
pl aced in the apparatus on a base with angle pieces
(hol di ng neans) below a closing franme. After having
pushed down the frane, the crank handle is rotated to
cl ose the container by pressing the lid rimaround the
full curl and the shoul der of the container.

Thus when M Heitkanp saw t he new apparatus at the
MACROPAK 91 packagi ng fair, he would have had a good

i dea of what it was supposed to do and a rough idea of
how it woul d worKk.

The board considers that M Heitkanp woul d have seen
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the | ever of the apparatus bei ng pushed down and how,
once the closing part had cone to a halt by having
abutted the base, the ring segnents noved i nward.

Al though it is not clear whether a packing was actually
closed in this denonstration or even whet her an al ready
cl osed packing was placed in the apparatus, he would
still have realised that the apparatus worked accordi ng
to the steps set out in the pre-characterising portion
of claiml as granted. These steps were known to him
fromthe nethod of using the simlar D6 apparatus
(except that in the latter apparatus the frane
performed a diagonal closing novenent as opposed to the
substantially transverse novenent of the ring segnments
between the first and second cl osing positions in the
present invention). Myreover he woul d have realised
that the ring segnents did not nove i nwards i nmedi ately
the |l ever started noving but only after the cl osing
part had cone to a halt by having abutted the base. He
woul d have known that this position (as in the D6
apparatus) was the position where the pressure plate
contacted the Iid of the packing (otherwise the |id
woul d bul ge upwardly during closure and this he knew
froml ooking at the closed packing did not happen).

Accordingly the board finds that even the nost basic
denonstration of the apparatus at the fair to

M Heitkanp woul d have di scl osed to himthe nethod of
claim1 of the main request.

This claimis therefore unall owabl e and the nain
request nust be refused.

For essentially the same reasons as those given in
sections 3.1 to 3.5 above, the board finds that also
the features of the apparatus of claim2 of the main
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request were disclosed to M Heitkanp at the fair.

First auxiliary request - anendnents

The apparatus claiml of the first auxiliary request
conprises all of the apparatus claim2 as granted
except that the wording has been deleted that it nust
be suitable "for performng the nethod of claim1l1" i.e.
the method claim 1l as granted. The board's objections
under Article 123(3) EPC expressed in the third

par agr aph of the above section VI, have been taken care
of by the introduction of said word "only".

The wording "for closing a packing (4) consisting of an
upper part (3) having a downward hangi ng edge (16) and
a lower part (2) having a protruding flange (15)" taken
fromclaiml as granted is however present in claiml
of the first auxiliary request. The rest of the
subject-matter of claiml1 as granted is also present in
claiml1l of the first auxiliary request, sonetines with
slightly anmended but equival ent wordi ng and soneti nes

implicitly.

The characterising portion of claim1 of the first
auxiliary request consists of claim3 as granted.

Thus the anmendnments nade to arrive at claim1l of the
first auxiliary request are unobjectionabl e under
Article 123(2) EPC and, since they do not broaden the
scope of the granted claim 2, they are unobjectionabl e
under Article 123(3) EPC as wel |.

The characterising portion of claim2 of the first
auxiliary request consists of clains 4 and 5 as granted
and a description that bridge piece novenent results in
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each ring segnment being noved fromits rel ease position
toits first closing position and subsequently to its
second cl osing position. This can be seen on the
Figures and frompage 5, line 36 to page 6, |ine 16 of
the originally filed description (colum 4, lines 17 to
37 of the description as granted).

4.3 Clains 3 to 5 of the first auxiliary request correspond
to clains 6 to 8 as granted.

4.4 The description and drawings for the first auxiliary
request are the sane as those granted.

4.5 Thus there is no objection under Article 123 EPC to the
version of the patent for the first auxiliary request.

5. First auxiliary request - novelty

5.1 The board found in section 3.8 of this decision that
the features of claim2 of the main request were
di scl osed at the fair to M Heitkanp who is a nenber of
the public. The pre-characterising portion of claim1l
of the first auxiliary request contains these features
whil e the characterising portion contains the features
of the granted claim 3. So the board nust now deci de
whet her al so these added features were disclosed to
M Heitkanp at the fair.

5.2 First of all it nust be renenbered that there is a
di fference between, on the one hand, selling the
apparatus and, on the other hand, nerely exhibiting and
denonstrating it.

5.3 In the fornmer case the apparatus coul d have been
exam ned carefully and even dismantled to find out

2754.D Y A
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every detail of how it was constructed and how it
worked. If it had corresponded exactly to the apparatus
depi cted and described in the subsequent patent
application, then the conclusion of the opposition
division in section 6 on page 7 of its decision would
have been correct that "all clainms which can only be
based on the disclosure of the application |ack

novel ty".

There was however no sal e. The apparatus was only

exhi bited and, the board has deci ded, denonstr at ed.
However the apparatus renained the responsibility of

M Herber and so the opportunity M Heitkanp had to
inspect it was |imted. Thus what M Heitkanp could

| earn about the apparatus was |imted. In particular
even the respondent accepted that to see the bridge

pi ece of the apparatus it would be necessary to renove
the cover, see section VIII of this decision, whereas
it has never been suggested that the cover was in fact
renoved or that M Herber would have allowed it to be
renoved. Accordingly at |east this bridge piece was not
avai l able to the public and the bl anket concl usion of
the opposition division cited in the above paragraph is
wWr ong.

This bridge piece is however not specified in the

i ndependent claimof the first auxiliary request so the
allowability of this request still needs to be
considered in nore detail.

Referring to the characterising portion of claim1 of
the first auxiliary request, the board considers that
M Heit kanp woul d have seen that each ring segnent was
slideably nmounted in the pressure plate.



5.7

5.8

5.9

2754.D

- 17 - T 0033/99

In the apparatus brought to the oral proceedi ngs before
the board, it was possible, if one | ooked carefully, to
see four small, rounded conponents, one at each corner,
bet ween the respective ring segnent and the pressure
plate. It can be derived fromFigures 4 to 7 and

colum 4, lines 25 to 42 of the patent specification
that these rounded conponents are the spacer nenbers 23
specified in claim1 of the first auxiliary request.

However the patent specification and the preceding
patent application were not available to M Heitkanp,
he did not nention these conponents during the taking
of evidence and he and M Herber did not discuss
technical details (see the |ast paragraph on page 7 of
the mnutes of the taking of evidence). So it seens
that he took no notice of the conponents. The board
does not consider that M Heitkanp, assum ng he saw
themat the fair, |earned what these rounded conponents
were or what they did i.e. with what they cooperated.

It nmust be borne in mnd that there is no prior art
exanple on file of a spacer nenber performng a simlar
function to that in the present patent and that there
IS no equival ent spacer nenber in the prior art
apparatus of D6. Mdyreover the sequential novenents of
the ring segnents differed fromthe conposite

(di agonal ) novenent of the franme of the D6 apparatus.
Thus M Heit kanp, when | ooking at the apparatus at the
fair, could not have been expected to know (fromthe
prior art) or deduce the function of the spacer nenbers
(bearing in mnd that at that tinme he could not have
had the patent specification or application to help

hi .

The clai mexplains that the pressure plate has a
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recei ving space 24 for each spacer nenber 23, each
spacer nenber being aligned with its receiving space in
the first closing position 24 and received therein
during a novenent of its associated ring segnent 9 to

t he second cl osing position.

In the apparatus brought to the oral proceedi ngs before
the board, it was possible, again if one | ooked
carefully, to see depressions at the corners of the
pressure plate. It is the board s opinion that only

wi th knowl edge of the patent specification or
appl i cation woul d one know t hat the spacer nenbers
enter these depressions and under what conditions of

t he apparatus, since there is no unanbi guous discl osure
of these clained features. Any other evaluation of that
what coul d have been seen is specul ative and certainly
not founded on unanbi guously discl osed features.

It is pointed out that it has not been proven that the
apparatus brought to the oral proceedi ngs was identica
with that at the fair.

Thus the board concludes that it has not been proven
with reasonable certainty that M Heitkanp | earned al

of the subject-matter of claim1 of the first auxiliary
request at the fair. It follows fromthe second

par agraph on page 2 and the | ast paragraph on page 4 of
the m nutes of the taking of evidence that also
col | eagues of M Heitkanp saw the apparatus at the
fair. However statenents fromthese coll eagues are not
on file and there is no evidence that they saw anythi ng
nore or realised the significance of what they saw any
nore than M Heitkanp.

An invention is nmade available to the public even if no



5.13

2754.D

- 19 - T 0033/99

skilled person actually inspected it. It suffices that
a skilled person had had the possibility of doing so.
Presum ng that other visitors at the fair woul d have
been all owed to handl e the apparatus, the board has to
consi der whet her such visitors - being skilled persons
- woul d have been able to observe the above details and
draw correct conclusions about their functioning

wi t hout access to the patent application or

speci fication. The board nust answer this in the
negative, since a sufficient understandi ng of the
apparatus woul d have required its dismantling.

Accordingly the board finds that the subject-nmatter of
claim1l1l of the first auxiliary request is novel over
the disclosure at the MACROPAK 91 packaging fair. No
ot her source of information has been alleged to be
novel ty destroying and so the subject-matter of this
claimis novel wthin the neaning of Article 54 EPC

The board has |imted the prior art discussion to
novelty regarding the alleged public prior use at the
MACROPAK 91 packaging fair and is therefore now
remtting the case to the opposition division for
further prosecution (Article 111(1) EPC) on the basis
of the first auxiliary request. Accordingly no conments
are needed on the second and third auxiliary requests
(beyond what is contained in sections VIII, |IX and
5.4).
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O der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.
2. The mai n request of the appellant is refused.
3. The case is remtted to the first instance for further

prosecuti on.

The Regi strar: The Chai r man:

G Mgouliotis C. Andries

2754.D



