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Summary of Facts and Subm ssi ons

1676.D

Eur opean patent 0 542 962 (application

No. 92 911 454.4) was opposed under Article 100(a) EPC
on the ground that its subject-matter |acked novelty
and inventive step in view of the foll ow ng docunents:

D1: WO- A- 90/ 07108;

D2: "Studying single living cells and chronosones by
confocal Raman m crospectroscopy” by
G Puppels et al, Nature, vol. 347, 20 Septenber
1990, pages 301 to 303;

D3: EP- A-0 380 904;

D4: "Three-di mensi onal surface neasurenent using the
confocal scanning mcroscope” by D. Ham |lton et
al, Applied Physics B 27, 1982, pages 211 to
213;

D5: DE-C-3 037 983; and

D6: EP- A-0 485 803.

The patent was mai ntained in amended form by an
interlocutory decision of the Opposition Division.

The appel | ant (opponent) appeal ed agai nst the
interlocutory decision.

Oral proceedings were held on 15 May 2000, at the end
of which the appellant requested that the decision
under appeal be set aside and that the European patent
be revoked.
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The respondent (proprietor of the patent) for his part
requested that the appeal be dism ssed and that the
pat ent be maintai ned on the basis of the set of clains
filed on 17 April 2000 as a main request, or on the
basis of one of the sets of clains offered on the same
date as the first to eleventh auxiliary requests.

| ndependent clains 1, 3 and 9, the only independent
clainms of the main request, and dependent clains 2, 4
and 10 as attached respectively to i ndependent

claims 1, 3 and 9 read as foll ows:

" 1. A spectroscopy nethod conpri sing:

illumnating a sanple (18), to obtain therefroma
spectrum of scattered |ight;

anal ysing sai d spectrum

passi ng at | east one conponent of the anal ysed
spectrumto a photodetector (24) which conprises an
array of pixels (40), light scattered froma given
pl ane in the sanple being brought to a tight focus in
a given area (42,44,60) on the photodetector; and

detecting light which is received in said given
area (42,44,60) on the photodetector;

characterised in that |ight scattered from ot her
pl anes in the sanple is brought to a nore diffuse
focus (38, 46,62) on the photodetector or on a plane
thereof; and the light received in said given area
(42,44,60) is detected without or separately from
light outside said given area by selectively binning
together the data frompixels (40) in said given area,
t hereby reducing the effect of light scattered from
said other planes in the sanple.”

" 2. A nmethod according to claim1l1, wherein said step
of detecting light in said given area (44) on the



1676.D

- 3 - T 0022/ 99

phot odet ect or provi des confocal action in one
di mension. "

" 3. A spectroscopy nethod conpri sing:

illumnating a sanple (18), to obtain therefroma
spectrum of scattered |ight;

anal ysing sai d spectrum

passi ng the anal ysed spectrumto a phot odet ector
(24), light scattered froma given plane in the sanple
being brought to a tight focus in a given area (44) on
t he phot odetector; and

detecting light which is received in said given
area (44) on the photodetector;

characterised in that |ight scattered from ot her
pl anes in the sanple is brought to a nore diffuse
focus (46) on the photodetector or on a plane thereof;
the light received in said given area (44) is detected
w thout or separately fromlight outside said given
area, thereby reducing the effect of light scattered
fromsaid other planes in the sanple; and said given
area (44) is defined by a region extendi ng between
parall el lines across the detector and al ong which the
spectrumis dispersed, so that said step of detecting
light in said given area provides confocal action in
one di nension."

"4, A nmet hod according to claim3, wherein the
phot odet ector (24) conprises an array of pixels (40),
and the light which is received in said given area
(44) is detected by selectively binning together the
data frompixels in said given area."

"9. Spectroscopy apparatus conpri sing:
means (10,12,16) for illumnnating a sanple (18),
to obtain therefroma spectrumof scattered |ight;
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means (20) for anal ysing said spectrum

a phot odetector (24);

nmeans (22) for passing and focusing the anal ysed
spectrumto the photodetector, light scattered froma
given plane in the sanple being thereby brought to a
tight focus in a given area (44) on the photodetector;
and

means (24, 25) for detecting light which is
received in said given area (44) on the photodetector;

characterised in that |ight scattered from ot her
pl anes in the sanple is brought to a nore diffuse
focus (46) on the photodetector or a plane thereof;
sai d detecting nmeans (24, 25) detects the |ight
received in said given area (44) without or separately
fromlight outside said given area, thereby reducing
the effect of light scattered fromsaid other planes
in the sanple; and said given area (44) is defined by
a region extending between parallel |ines across the
detector and al ong which the spectrumis dispersed, so
that detecting the light in said given area provides
confocal action in one dinension."

"10. Apparatus according to claim9, wherein the
phot odet ector (24) conprises an array of pixels (40),
and said detecting neans (24, 25) detects the |ight
received in said given area (44) by selectively

bi nni ng together the data frompixels (40) in said
given area.”

The set of clains in accordance with the first

auxi liary request corresponds to the set of the main
request, after deletion of dependent clains 4 and 10,
renunbering of the remaining clainms and changi ng of

t heir dependenci es, where required.
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The set of clains in accordance with the second

auxi liary request corresponds to the set of the main
request, after deletion of dependent claim 2,
renunbering of the remaining clainms and changi ng of
t heir dependenci es, where required.

The set of clains in accordance with the third

auxi liary request corresponds to the set of the main
request, after deletion of dependent clains 2, 4 and
10, renunbering of the remai ning clainms and changi ng
of their dependencies, where required.

I n support of his request the appellant in particular
submtted that the set of clains in accordance with
the respondent’'s main request conprised clains which
for the first time concretely defined certain

conbi nati ons of features, like the conbination of
selective binning with the use of a dispersive |ight
anal yser which resulted fromthe readi ng of dependent
claim10 in conjunction with independent claim9. This
shifted the area of the scope of protection conferred
by the clains by virtue in particular of the
equi val ence doctrine, in contravention of the

requi renment of Article 123(3) EPC. The anended
dependenci es al so gave rise to clarity objections
under Article 84 EPC, which it was the duty of the
Board to consider, since they resulted froman anended
version of the clains.

In respect of the patentability of the clained

subj ect-matter, the appellant submtted that, if the
arrangement of docunment D2, in which confocality was
provi ded by a pin-hole arrangenent, was considered to
represent the nearest prior art, only two elenentary
steps were required fromthe skilled person to achieve
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the alleged invention. The skilled person would indeed
easily recogni se the drawbacks of using a pin-hole
arrangenment, in particular the difficulty of adjusting
its position, and he would therefore i medi ately
contenplate dispensing with it. He would al so easily
notice that renoval of the pin-hole results in an

i ncrease of the area of the light spot forned onto the
CCD array detector, obviously caused by additional
[ight which originates fromoff-focus planes and is no
| onger bl ocked by the pin-hole. He would then sinply
elimnate the contribution of this additional,

peri pheral radiation when reading the CCD signals and
thus get at the clainmed nmethods and apparatus, wthout
exercising any inventive skill.

The appell ant al so pointed at the fact that the
Qpposition Division in the appeal ed decision correctly
hel d that an apparatus clai mwhich corresponded to
present independent nmethod claim 1l but was |ater
abandonned, was fully anticipated by the disclosure of
docunent Dl1. The Opposition Division however
considered the nethod itself as being distinguished
therefromonly by the use of a specific sanple
providing scattering fromdifferent planes. The net hod
claiml1 of the main request conprised substantially
the sane features as the correspondi ng apparatus claim
consi dered unall owabl e in the opposition procedure, so
that the objection of |lack of novelty equally applied
to it. Moreover, docunent Dl explicitly referred to
the possibility of illumnating the interior of a
transparent sanple (see page 5, lines 12 to 15) and to
focusing the resulting i mge onto a small group of

pi xel s on the CCD, the outputs of which were averaged
by the conputer (see page 11, lines 2 to 4).
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The respondent denied that the amended cl ai ns

i ntroduced conbi nati ons not disclosed in the original
application docunents, referring in particular to the
clainms as originally filed and to the passages of the
description directed to the achieving of partial
confocal behaviour as illustrated in Figures 3 to 5,
whi ch expressly referred to the computer being
programed in the same way as in the enbodi ment
achieving full confocal behaviour by selective
binning, as illustrated in conjunction with Figure 2.

He al so contested that objections under Article 84 EPC
agai nst al |l eged deficiencies which were al ready
present in the granted version of the clains, could
still be addressed by the Board in the present
opposi ti on appeal procedure.

In respect of the patentability of the clained

subj ect-matter, the respondent essentially denied that
docunent D2 provided any incentive for the skilled
person to suppress the pin-hole, which was an
essential elenent of the design presented there, or

t hat document D1 di scl osed any confocal arrangenent.
Neither did the latter docunent in any way describe or
hint at discrimnating between |ight radiation
originating fromdifferent planes internally of a
sanpl e.

Reasons for the Deci sion

1

1676.D

The appeal is adm ssible.

Mai n request
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Conpl i ance of the amended clains with the requirenent
of Article 123(2) EPC

| ndependent clains 3 and 9 of the main request are
directed respectively to a spectroscopy nethod and to
a spectroscopy apparatus in both of which an anal ysed
spectrumis passed to a photodetector and confocal
action in one direction is provided by detecting |ight
brought to a tight focus in an area defined by a
regi on extendi ng between parallel lines across the
detector and al ong which the spectrumis dispersed,

wi thout or separately fromlight outside said given

ar ea.

Dependent clainms 4 and 10 as respectively appended to
i ndependent clains 3 and 9 define conbi nations of the
subject-matter of the latter independent clains with
the feature of detecting the light received in said
gi ven area by selectively binning together the data
frompixels in said given area. This conbination

whi ch was not recited in any of the clains as
originally filed, in the Board' s opinion is not

di scl osed either in the original description and

dr awi ngs.

As a matter of fact, the selective binning of data
fromcertain pixels was described originally only in
conjunction with the arrangement of Figures 1 and 2,
which is said to achieve the sane full confocal effect
as the pin-hole in a conventional spatial filter (see
page 4, lines 35 to 37 and page 5, lines 5 to 12 of
the description as originally filed). This "selective
bi nni ng" consists in the conputer reading the data
from each pixel of the detector array serially, adding
together the data fromonly those pixels which receive
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tightly focussed |light scattered fromthe focal point,
and ignoring the data fromthe rest, including those
pi xel s which receive the nore diffusely focussed |ight
scattered fromel sewhere in the sanple (see page 4,
lines 15 to 33). The follow ng description in
conjunction with Figures 3 to 7 then illustrates the
achi eving of confocal action in one direction by
detection of light froman anal ysed spectrumin an
area defined by a regi on extendi ng between parall el
lines across the detector, along which the spectrumis
di spersed, without referring any further to selective
bi nning of the data from certain pixels.

The respondent in this respect submtted that the
indication in line 23 of page 5 of the description as
originally filed that, for the achieving of partial
confocal action in accordance with the enbodi nent of
Figure 3, the conputer was programmed "in a simlar
manner to that described above" necessarily neant that
t he selective binning disclosed in conjunction with

t he enbodi nent of Figures 1 and 2 was perfornmed al so
in the follow ng enbodi nents. In the Board' s view,
however, the above-quoted nmention only inplies that,
like in the enbodi nent of Figures 1 and 2, the
conputer is programmed so as to capture data only from
certain pixels and to exclude Iight received el sewhere
on the CCD, as is explained further in the sane
passage (see page 5, lines 21 to 27: data are captured
only fromthose pixels which lie in an area defined by
a regi on extendi ng between parallel lines across the
detector and al ong which the spectrumis dispersed).
The nention does not however unequivocally nean that
selective binning (i.e. the reading of data from each
pi xel of the detection array serially, and the

sel ective adding of data only from pi xel s which
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receive tightly focussed light) is to be perforned,
the |l ess so since the passage also states that ful
confocal spectroscopy is not possible with the sinple
sof tware di sclosed in conjunction with Figures 1 and 2
(see page 5, lines 8 to 12).

Accordingly, the subject-matter of dependent clains 4
and 10 as appended to i ndependent clains 3 and 9,
respectively, extends beyond the content of the
application as filed, in contravention of the

requi rement of Article 123(2) EPC.

Clarity of dependent claim2 as appended to claiml
and its support by the description

Lack of clarity of the clainms within the nmeaning of
Article 84 EPC is no ground for opposition under
Article 100 EPC. The Board therefore concurs with the
respondent’'s subm ssion that assessing the conpliance
of the clainms with the requirenent of Article 84 EPC
shoul d be restricted, within the frane of the present
opposi tion appeal procedure, to matters which actually
result from amendnents brought to the clains after
grant.

In the present circunstances, the set of clains as
granted conprised a single independent nethod claim
and a single correspondi ng apparatus claim both of
whi ch in substance only required that tightly focused
light received in a given area froma given plane in
the sanpl e be detected without or separately from

I ight outside that given area as received from ot her
pl anes in the sanple (see independent clains 1 and 9,
respectively). In the course of the opposition
procedure, the granted generic nethod clai mwas
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repl aced by the present two independent nethod

claims 1 and 3, directed respectively to the selective
bi nning of the data frompixels in said given area,
and to the detection of light in a given area defined
by a region extendi ng between parallel |ines across
the detector so as to provide confocal action in one
di mrensi on. The generic i ndependent apparatus claim as
granted was for its part replaced by a nore restricted
version corresponding to the nethod of independent
claim 3.

The dependent clains as granted were re-distributed
bet ween t he anmended i ndependent cl ai s.

Accordingly, the issue of the consistency of the re-
di stri buted dependent clains with the respective

i ndependent cl ai ns, and the question of whether the
resulting conmbination of features is actually
supported by the description within the neani ng of
Article 84 EPC arise from anendnents brought to the
patent as granted, and they shall therefore be

exam ned by the Board.

| ndependent claim 1 of the main request in substance
specifies that |light scattered froma given plane in
the sanple as brought to a tight focus in a given area
on the photodetector is detected without or separately
fromlight outside said given area as received from

ot her planes in the sanple by selectively binning
together the data frompixels in said given area.

As indicated in point 2.1 above in relation to the

i ssue of the conpliance of the clains with the

requi rement of Article 123(2) EPC, selective binning
is disclosed in the description in conjunction only
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with the enbodiments illustrated in Figures 1 and 2
(see in particular colum 3, lines 23 to 58 of the
granted specification), where it is stressed al so that
the sane, full confocal, effect as the pin-hole in a
conventional spatial filter is achieved.

In contrast, dependent claim2 as appended to

i ndependent claim 1l specifies that the step of
detecting light in said given area on the

phot odet ect or provi des confocal action "in one

di mensi on". This apparent contradiction between the
wordi ng of claim2 as appended to claim11 and the
description thus casts doubt on the intended neaning
of the feature of the selective binning recited in
claim1.

The clains therefore in the opinion of the Board fai
to neet the requirenent of Article 84 EPC that they be
cl ear and supported by the description.

For the above reasons, the respondent's main request
cannot be al | owed.

Respondent's first and second auxiliary requests

The respondent’'s first and second auxiliary requests
respectively conprise clains corresponding to claim 2
as objected to above under Article 84 EPC and to
clainms 4 and 10 as objected to above under

Article 123(2) EPC

These auxiliary requests are not allowable either,
accordingly.

Respondent's third auxiliary request
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The set of clains in accordance with the respondent’'s
third auxiliary request no | onger conprises any clains
corresponding to clains 2, 4 and 10 of the main
request, as objected to above.

Claims 1, 2 and 7, the only independent clains, are
respectively identical to clains 1, 3 and 9 of the
mai n request .

No further objection under Article 84 or 123 EPC

ari ses against the present clains, as was acknow edged
al so by the appellant at the oral proceedi ngs of

15 May 2000.

| ndependent nethod claim 1 corresponds in substance to
a conbi nation of independent claiml1l as filed with
dependent claim 2 as appended thereto. Present

i ndependent nethod claim2 and present independent
apparatus claim7 correspond in substance to

i ndependent clains 1 and 7 as originally filed, with
the additional limtation that the area in which |ight
scattered froma given plane in the sanple is brought
to a tight focus is defined by a region extending
between parallel lines across the detector and al ong
whi ch the spectrumis dispersed, as is described on
page 5, lines 8 to 27 of the description as originally
filed, and illustrated in Figure 3.

The scope of the present independent clains has al so
been restricted in conparison to the scope of the
i ndependent clains 1 and 9 as granted.

Finally, the description was nerely adapted for
consi stency with the amended cl ains, and suppl enent ed
with a short sunmary of the rel evant background art,
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in conpliance with the requirenents of Rule 27(1)(b)
and (c) EPC

| ndependent clainms 1, 2 and 7

Novel ty

Docunment D1 relates to the analysis of a sanple using
the Raman effect. Two enbodi nents of a Raman

m croscope, passing onto an array of pixels 22 a

2-di nensi onal image of the scattering at a sel ected
Raman frequency of the illum nated surface of a sanple
14, are described with reference to Figures 2 and 3
(see page 5, lines 22 to 25 and page 6, lines 28 to
31). The docunent also refers to a nodification of the
descri bed Raman microscope for use as a Raman

m croprobe. This is done by focusing an illum nating

| aser beamto a single point on the sanple and
focusing the resulting i mage onto a small group only
of pixels on the CCD 22. The conputer averages the

out puts of these pixels (see page 10, line 34 to

page 11, line 4). The docunent does not disclose that
light scattered fromother planes in the sanple is
brought to a nore diffused focus on the photodetector,
and that the binning of data from pixels is perforned
selectively, i.e. only on data from pi xels receiving
tightly focused Iight. The docunent does not even in

t he Board's opinion disclose that the sanple transmts
[ight frominternal planes, |ocated bel ow the point on
the sanple on which the illumnating | aser beamis
focused. Indeed, the reference in lines 18 to 33 on
page 11 to the possibility of using the described

m croprobe for contour scanning work, i.e. for

determ ning the | ocal heights of the illum nated
portion of the object 14 so as to determne its shape
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and contour, actually inplies that only the surface of
t he object produces the scattered |ight as detected by
the smal|l group of pixels on the CCD

The appellant in this respect submtted that

docunent D1 in lines 12 to 15 of page 5 explicitly
referred to examning the interior of a transparent
sanple. This only reference to a transparent sanple in
t he whol e docunent is however part of a brief
prelimnary explanation of the Raman effect as such

gi ven independently of the follow ng description of
specific enbodi nents (see in particul ar page 4,

line 36). This brief explanation also primarily refers
to identifying the conposition of the illum nated
surface of the sanple, the option of exam ning the
interior of a transparent sanple being nentioned

bet ween parent heses only.

Thus, the subject-matter of claim1l is distinguished
fromthe anal ysis nmethod as perforned when using the
Raman m croprobe enbodi ment of docunent D1 mainly in
that the binning together of data frompixels in a

gi ven area on the photodetector, on which |ight
scattered froma given plane in the sanple is brought
to a tight focus, is performed selectively to detect
the tightly focused |ight wi thout or separately from
light scattered fromother planes in the sanple as
brought to a nore diffused focus on the photodetector
or on a plane thereof.

The subject-matter of independent clains 2 and 7 is
di stingui shed fromthe nethod and apparatus di scl osed
in D1 by the detection of light only in an area
defined by a region extendi ng between parallel lines
across the detector and al ong which the spectrumis
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di spersed. Docunent D1 indeed does not suggest the
definition of any such area on the detector, nor even
does it call for any dispersing of the spectrum

Docunent D2 relates to the techni que of confocal Ranman
m crospectroscopy, in which confocality is provided by
a pin-hole. The docunent does not disclose any binning
of data from pixels on the CCD detector, nor any
preferential detection in a region extendi ng between
paral l el |ines along which the anal ysed spectrumis

di sper sed.

Docunent D3 discloses a solid state m croscope using a
CCD detector, which in the enbodinent illustrated in
Figure 5 is able to generate spectral scan |lines of
vari ous wavel engths of a specinen, as passed through a
very narrow slit provided across the otherw se |ight
absorbing surface of a prismelenent positioned in the
primary image pl ane.

The docunent does not disclose the rejection of nore
di ffusely focused Iight on the photodetector, nor does
it in any way refer to confocal action.

Docunent D4 di scl oses a confocal scanning m croscope
using a single point detector to achi eve confocal
action, for the three-dinmensi onal neasurenent of a
surface.

Docunment D5 di scl oses a scanning mcroscope for the
spectral analysis of an object, with a linear or

2-di nensi onal detector array. The detector array
conprises a plurality of individual detectors, of

whi ch each receives light froma different point of

t he anal ysed sanple (see colum 13, lines 26 to 41 or
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colum 16, lines 12 to 16). There is no reference in
t he docunent to any confocal action, nor to any
preferential detection of tightly focused |ight over
[ ight brought to a nore diffused focus.

Finally, docunent D6, which is part of the prior art
under Article 54(3) and (4) EPC only, discloses a
spectroscopy apparatus adapted for confocal

di scrim nati on between planes in a sanple. The
apparatus, like the one of document D5, conprises a
2-di nmensi onal area of point detectors each receiving
I ight focused froma different point on the sanple.
Thus the docunent neither discloses the selective

bi nni ng together of data from pixels in an area of
tight focusing, nor the preferential detection in a
regi on extendi ng between parallel |lines along which an
anal ysed spectrumis dispersed.

For these reasons, the subject-matter of independent
claims 1, 2 and 7 is novel within the nmeaning of
Article 54 EPC.

| nventive step

Cl osest prior art

Apart from docunent D6 which is part of the prior art
only for the purpose of assessing novelty within the
meani ng of Article 54(3) and (4) EPC, docunent D2 is
the only citation relied upon by the appellant to
address the question of the spatial, in particular
depth resolution in the spectroscopic analysis of a
sanple, and to disclose neans for elimnating the
contribution to the detector signal of radiation

i ssued fromplanes within the sanple others than the
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pl ane of the point under exam nation (see the analysis
of these docunents in paragraph 4.2.1 above).

This citation, which is correctly acknowl edged in the
introductory portion of the present specification,
thus in the Board' s view represents the closest prior
art.

The apparatus of docunent D2 and the met hod of
operating it involve the use of a pin-hole through
which light scattered by the object is coupled into

t he spectronmeter, so as to provide confocal detection
by elimnating radiation scattered from pl anes ot hers
than the object plane (see Figure 1 on page 302 and
its | egend).

In contrast, the nethods and apparatus of independent
claims 1, 2 and 7 do not involve any pin-hole
arrangenent, since light scattered from other planes
in the sanple is explicitly specified there to be
brought onto the photodetector. Light brought to a
tight focus in a given area on the photodetector is
however detected w thout or separately fromlight
outside said given area either by selectively binning
together the data frompixels in said given area

(i ndependent claim1), or by restricting detection of
light to a region extendi ng between parallel lines
across the detector and al ong which the anal ysed
spectrumis dispersed (independent clains 2 and 7).

The cl ai med subject-matter no | onger requires any pin-
hol e arrangenment, which needs careful alignnment of its
optical conponents - this is particularly difficult to
achieve in systens where only very | ow | evel s of
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scattered light are available for analysis - and is
susceptible to vibration (see colum 1, line 49 to
colum 2, line 2 of the present patent specification).

Accordingly, the technical problemsolved by the
claimed invention is to sinplify the initial setting
up and mai ntenance of the optical arrangenent of
docunent D2.

Whilst it is certainly a cormon endeavour of the
skilled person to strive at sinplifying or
facilitating the alignnent of optical arrangenents,

t he Board cannot share the appellant's view that,
havi ng recogni sed that the pin-hole of the apparatus
of docunment D2 constitutes an inportant source of
alignment difficulties, he would as a matter of nere
routine consideration contenplate suppressing it

al together. The pin-hole is indeed presented in
docunent D2 as an essential elenent of the arrangenent
descri bed there, which allows for a depth resolution
of 1.3 mcroneters. This arrangenent already uses a
CCD carnera for signal detection, and there is no
evidence on the file that the skilled person's general
know edge or any prior art docunment could have
suggested that proper controlling of the CCD device
coul d conpensate for the mssing pin-hole. It is
noticed in this respect that the only other citation
of the effective prior art to disclose a technique
achi eving high depth discrimnation wi thout using a
pin-hole, albeit not in conjunction with the
spectroscopi ¢ analysis of a sanple, is docunent D4.
The techni que taught there in the context of high-
resolution surface profilonmetry however uses a point
detector, which obviously cannot replace the CCD
required in the arrangenent of docunment D2 for
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detecting the extended Raman spectrum as di spersed by
the grating. Mdreover, in the absence of any
information in docunent D2 as to the degree of
focusi ng of the dispersed spectrumon the CCD as

achi eved by the concave mrror Mas shown in Figure 1,
and as to the area of the CCD actually covered by the
spectrum there is no evidence either that renoval of
t he pin-hole would necessarily result in a peripheral
area of the CCD clearly receiving additional, nore

di ffusely focused radiation which it would be obvious
to elimnate by adequately controlling the CCD
detector, as was further alleged by the appellant.

The remai ni ng docunents on the file, including
docunent D1, do not address the technical problem
underlying the invention, nor do they disclose the
claimed discrimnation between areas on the detector
receiving either tightly focused radi ati on as
scattered froma given plane in the sanple, or nore
di ffusely focused radiation as originating from other
pl anes.

For these reasons, the subject-matter of independent
claims 1, 2 and 7 is considered to involve an
inventive step within the nmeaning of Article 56 EPC.

The sane concl usion applies to the subject-matter of
dependent clainms 3 to 6 and 8 to 11, by virtue of

t heir appendency to independent clainms 2 and 7,
respectively.

Since, taking into consideration the anmendnments nade
by the respondent, the patent and the invention to
which it relates neet the requirenents of the
Conventi on, maintenance of the patent as so anended
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can be decided (Article 102(3) EPC)

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance with the
order to maintain the patent as anended in the
foll owi ng version

Cl ai ns: 1 to 11 filed during the oral
proceedi ngs of 15 May 2000 as the third
auxiliary request;

Description: pages 2 to 5 with the paragraph on
page 2a to be inserted line 3 of
colum 2, all filed during the oral
proceedi ngs of 15 May 2000 as the third
auxi liary request;

Dr awi ngs: as grant ed.
The Regi strar: The Chai r man:
P. Martorana E. Turrini
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