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Summary of Facts and Subm ssi ons

The present appeal is nmade by the patent proprietor
(=appel | ant) agai nst the decision of the opposition
di vi si on revoki ng European patent No. 266 697
(application No. 87 115 988.5).

1. In the decision reference was nade inter alia to the
fol |l owi ng docunents:

D1: JP- A-60-044505

Dla: English Translation of docunent D1

D3: JP- A-55-155362

D3a: English Transl ati on of docunent D3

The opposition division reasoned that docunment D3
reflected the closest prior art, dealing with the
probl em of reducing residual nononer to | ess than

1000 ppmto inprove toner characteristics. The skilled
person woul d inevitably have consi dered the process
defi ned by docunent D1 consisting of distilling water
frompolynmer slurry to reduce further the residua
nmononer content as therein disclosed, thus arriving

wi t hout any inventive step at the subject matter

cl ai med.

L1l In the statenent of appeal, the appellant requested
mai nt enance of the patent based on a set of clains
according to a main or a first or second auxiliary
request and on an auxiliary basis oral proceedings. In
the reply to the statenent of appeal the respondent
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(=opponent) requested dism ssal of the appeal and on an
auxi |l iary basis oral proceedings.

The appeal board issued a summons to oral proceedings
taking place on 19 January 2000 and i ndicating that
further observations of the parties should be filed at

| east one nonth before the oral proceedings. The
appel l ant submtted the results of conparative tests in
a letter dated 27 Decenber 1999. During the ora
proceedi ngs, the appellant presented a further set of
clainms according to a third auxiliary request. The
wor di ng of the independent clains according to the
requests of the appellant is as follows:-

Mai n request

1. A process for the preparation of a toner polyner
bi nder, which conprises preparing a polyner suspension
by suspensi on pol ynerization of at |east one nononer
sel ected fromthe group consisting of aromatic vinyl
conmpounds, acrylic acid esters, nethacrylic acid
esters, vinyl esters and vinyl cyanide conpounds, or a
nmononer m xture predom nantly conposed of said sel ected
nmononer, characterised in that the pol yner suspension
wherein the polynmer in the suspension has a gl ass
transition tenperature of 50 to 100°C is nmintained at
a tenperature of not |ower than the glass transition
tenperature of the polyner, and distilling water in an
amount of 5 to 50% by wei ght based on the anount of
wat er present at the tine of term nation of the

pol yneri zation to reduce the content of a residua
nmononer in the polyner to not nore than 200 ppm

3. A toner polyner binder having a content of a
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resi dual nononer in the polynmer of not nore than

200 ppm and wherein the polyner has a glass transition
tenperature of 50 to 100°C obtai nable by the process of
claim 1.

5. A toner conposition conprising 80 to 95 parts by
wei ght of a toner polyner binder according to clains 3
and 5 to 20 parts by weight of a pignent.

First auxiliary request

The clains of this request differ fromthose of the
mai n request by substitution of the range "50 to 80°C
for the range "50 to 100°C" in clains 1 and 3.

Second auxiliary request

1. A toner polyner binder obtainable by a process

whi ch conprises preparing a polyner suspension by
suspensi on polynerization of at |east one nonomner

sel ected fromthe group consisting of aromatic vinyl
conmpounds, acrylic acid esters, nethacrylic acid
esters, vinyl esters and vinyl cyanide conpounds, or a
nmononer m xture predom nantly conposed of said sel ected
nmononer, characterised in that the pol yner suspension
wherein the polynmer in the suspension has a gl ass
transition tenperature of 50 to 80°C is naintained at a
tenperature of not |ower than the glass transition
tenperature of the polyner, and distilling water in an
amount of 5 to 50% by wei ght based on the anount of

wat er present at the tine of term nation of the

pol yneri zation to reduce the content of a residua
nmononer in the polyner to not nore than 200 ppm
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3. A toner conposition conprising 80 to 95 parts by
wei ght of the toner polyner binder according to
claims 1 and 2 and 5 to 20 parts by weight of a

pi gnent .

Third auxiliary request

Caiml of this request substantially corresponds to
claim1 of the second auxiliary request in the form of
a process for the preparation of the toner.

The argunents of the appellant can be summari sed as
fol | ows.

Docunent D3 does not disclose that the toner binder
must be treated in such a way that it has a residua
nmononer content of |ess than 200 ppm Exanple 5 of
docunment D3, which is an enbodi nent of the invention
taught by this docunent, discloses a 5500 ppm residua
nmononer content. There is no reference whatsoever in
docunent D3 that could direct the person skilled in the
art to the nethod specifically used according to the
invention, i.e. taking the reaction mxture of the
suspensi on polynerisation and distilling water in an
amount of 5 to 50% by wei ght based on the anount of

wat er present at a tenperature not |ower than the gl ass
transition tenperature of the polyner. Conparative
exanple 1 of the patent shows that excessive treatnent
by distillation | eads to aggl oneration, so that
mnimsation in the sense of "as far as possi bl e"
cannot be derived fromthe second paragraph on page 7
of docunent D3. The presence of solvents and nononers
Is presented as |ess inmportant than controlling nelting
characteristics, secondary transition point, weight
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average nol ecul ar weight and nelt viscosity. The drying
step used is not useful for reducing residual nononer.
There is noreover no reason for the person skilled in
the art to expect that this treatnent would provide a
toner polyner binder yielding a toner with superior
properties in respect of blocking resistance,

resi stance agai nst plasticizer for vinyl chloride

pol yners.

Even if the disclosure of docunent D1 relating to
consi derably reduced nononer content is taken into
account, docunent Dl does not provide any hint towards
this being specifically useful as the binder for a
toner material having an excell ent bal ance conbi nation
of properties. Mdireover, a person skilled in the art of
preparing toner materials would not have consi dered
appl yi ng the nmethod of docunent Dl because distilling
takes place in the presence of a suspension di spersant
and a non-ionic surface active agent, which is
difficult to renove and |l eads to a deterioration in
chargeability and flowability of the toner.

In relation to docunent D1 the conparative tests show
that neither a resin prepared according to exanple 2 of
docunment D1 nor a resin prepared according to the
procedures described in docunent D1 using the
conmposition of exanples 1 to 3 of the patent in issue
achieve in a toner practical values for chargeability,
flowability and bl ocking resistance. In relation to
docunent D3, an accurate repetition of the procedures
for the preparation of resin A-1 leads to a result of
total residual nononmer content of butyl nethacrylate
and styrene of 18004 ppm
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\Y/ The respondent requested dism ssal of the appeal and
subm tted argunents, which can be summarised as
fol | ows.

The reason why exanple 5 of docunent D3 leads to a

hi gher residual nononmer content is that synthesis is by
sol ution polynerisation and not suspension

pol ynerisation as in the case of exanples 1 to 4.
Exanple 5 neets claim1l of docunent D3 but need not

neet claim2, which applies to the suspension

pol ynmeri sati on case.

The use of dispersants and surfactants is not excluded
by the wording of the clains at issue and in any case
the patent itself teaches use of dispersant. Mreover,
resi stance against a plasticizer for a vinyl chloride
pol ymer anounts to no nore than a bonus effect.

The conparative tests were filed |late and should not be
admtted and are in any case not relevant because they
do not accurately follow the procedure of the prior art
docunents D1 and D3 concer ned.

VII. At the end of the oral proceedings, the appeal board

gave its deci sion.

Reasons for the Deci sion

1. The appeal conplies with the provisions nentioned in
Rule 65(1) EPC and is therefore adm ssible.

Mai n request

0426. D Y A
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Article 54 EPC - Novelty

Docunent D1 (reference being made to the English
transl ati on Dla) discloses:

A net hod of decreasing residual nononers in polyner
conprising distilling aqueous slurry of vinyl-type

pol ynmer granules in the presence of a suspension

di spersant and a non-ionic surface active agent (see
claim1l). The exanples show residual nononer content
val ues under 200 ppm and the anpunt of water distilled
in the range of 5 to 50% (see e.g. exanple 1 with a
resi dual nononer content of 150 ppm where water
distilled is about 219 .

Docunent D1 nakes no reference to pol yner suspension
wherein the polynmer in the suspension has a gl ass
transition tenperature of 50 to 100°C bei ng nai ntai ned
at a tenperature of not |ower than the glass transition
tenperature of the polyner.

Docunent D3 (reference being nmade to the Engli sh
transl ati on D3a) discl oses:

A magnetic toner for devel oping an electrostatic |atent
I mage conprising a magnetic powder and a fixing resin
with vinyl type polynmer as main conponent (see claim4)
that has a secondary transition point of 60 to 80°C
(this termneans the sane as glass transition
tenperature), a weight average nol ecul ar wei ght of
100000 to 600000 and a nelt viscosity at 150°C of 5000
to 30000 P and wherein the content of a nononer used to
prepare the fixing resin is less than 0.1 wt% of the
total weight of the resin (see for exanple clains 1 and
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2, the last paragraph on page 5 and the conplete
par agraph on page 8).

Docunent D3 nakes no reference to distilling water in
an amount of 5 to 50% by wei ght based on the ampunt of
wat er present at the tine of term nation of the

pol ynerisation to reduce the content of a residua
nmononer in the polyner to not nore than 200 ppm

2.3 The subject matter of claim1l according to the main
request is therefore novel in the sense of Article 54
EPC over the disclosure either of docunent D1 or D3.

Article 56 EPC - Inventive step

Mai n request

3.1 Si nce docunent D3a relates to a toner polyner binder
(i.e. the fixing resin), the board considers it to
represent the closest prior art.

3.2 According to docunent D3, especially lines 18 to 20 on
page 8, the | ow nol ecul ar substances (sol vent and
nmononer) nust be mnimsed, i.e. their content nust be
decreased to the snmallest practicable |evel.

M ni m sation of residual nononers is thus obligatory
for the skilled person wishing correctly and
effectively to produce the toner polyner disclosed by
docunent D3, the toner otherw se being stated to
encounter offset and deterioration of its preservation
characteristic, fluidity and printing resistance. An
explicit upper limt of 1000 ppmis taught by docunent
D3, although no lower limt is given.

0426. D Y A
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The teaching of docunent D1 relates to decreasing

resi dual nononers in polyner (see the title). Wile no
specific reference is made in docunent D1 to toner, its
t eachi ng does anongst other things nention particles
(see line 7 on page 2). The skilled person starting
fromD3 and, as instructed, seeking for a way to

m nim se residual nononer in preparation of a toner

bi nder woul d not have excl uded docunent D1 from

consi deration sinply because of absence fromthis
docunent of a specific reference to a toner, because
reducti on of residual nononmer according to docunent D1
corresponds to what is being sought follow ng the
teachi ng of docunment D3, i.e. a mnimsation of

resi dual nononers.

Reducti on of residual nononers according to docunent D1
i nvol ves distillation of aqueous slurry and while the
distillation tenperature is not explicitly given in
relation to exanple 1 of docunent D1, it is taught on
page 8 thereof that steamis supplied to the jacket
while distillation takes place. Although the
possibility of use of reduced pressure during
distillation is nentioned in docunent D1 (see the
penul ti mat e paragraph on page 6) before any reference
is made to exanple 1, it is obvious that the skilled
person will, rather than rearrange the apparatus,
expect steam supply during distillation (page 8) to
provide a tenperature of 120°C just as specifically
recited i nmediately preceding in the description of
exanple 1 for a first polynerisation step (page 7).
Distillation at this tenperature satisfies the wording
of present claim1l1, because the glass transition
tenperature is known from docunent D3 to be 60 to 80°C.
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Nurerical results for residual nononer disclosed in
docunent D1 fall under the upper Iimt specified in
present claim1l. Accordingly, the skilled person
follow ng the teaching of docunent D3, woul d obviously
have turned to the teaching of docunent D1 and used
distillation in order to reduce the nononer content in
the polyner. In doing so, not only the advantageous
properties explicitly recited in docunent D3 woul d be
achi eved, but also automatically as a bonus effect a
property such as resistance against plasticiser for
vinyl chlori de.

3.3 The val ue of 5500 ppmarising in connection with
exanple 5 of docunent D3 results froma solution
pol ymeri sation rather than a suspension pol ynerisation
W th which precedi ng exanples (and the subject nmatter
of the patent in issue) are concerned, the forner
havi ng a hi gher residual nononer content by its very
nature. It is therefore obvious to the skilled person
that while all the exanples of the teaching of docunent
D3 neet the properties required in claim1l of docunent
D3, nevertheless in the case of solution
pol ynmeri sation, an exanple need not satisfy claim?2
requiring a residual nononer content under 1000 ppm

3.4 The presence of a suspension dispersion and a non-ionic
surface agent is not excluded by the wording of
claiml1l. In fact, the description of the patent nakes
reference to use of a suspension or dispersion
stabiliser and, if necessary, a dispersant (see page 3,
lines 41 to 42) and according to exanple 1 saponified
pol yvi nyl al cohol is used as stabiliser. Docunent D1
teaches that only a small anmount of non-ionic surface
agent shoul d be used, so small that contam nation by

0426. D Y A
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i ntroduction into the polynmer does not arise (last six
lines on page 5 to line 6 on page 6). Its function is
to assist the operation of the suspension dispersant
(page 5, lines 3 to 4). Appropriately using such
additives as required in polynerisation and
distillation thus fall within the routine know edge of
the skilled person.

Wiile Article 69(1) EPC envi sages use of the
description and drawi ngs of the patent in interpreting
the clains (as for exanple in relation to use of
stabilisers in preceding point 3.4), there is no reason
to use the patent to interpret the prior art.
Accordingly, there is no reason for the skilled person
to use "excessive distillation" as found detrinmental in
accordance with conparative exanple |I of the patent,
when appl ying the teaching of docunent D1 in mnimsing
resi dual polyner content rather than distillation as
actual ly disclosed in docunent D1 itself. Simlarly,
the drying step used in conparative exanple 4 of the
patent has no rel evance to the application of the
teachi ng of docunent D1 to that of docunent D3.

The conparative tests were submtted |ate and are not
rel evant and in accordance with Article 114(2) EPC are
di sregarded. The reason the conparative tests are not
relevant is that the informati on presented is too

i nconpl ete or diverges too significantly from docunents
D1 and D3 to allow valid conparison therewith. For
exanpl e, the type and anount of dispersant used in
conparative test | (resin (a)) differs fromexanple 2
of docunent D1 and no information is given in
conparative test Il about the glass transition
tenperature, average nol ecul ar weight or nelt viscosity
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of the vinyl polynmer so that the polyner is not
identified as necessarily that taught in docunent D3.
Therefore, even had the conparative tests have been
taken into account, the present decision would not have
been changed t hereby.

Therefore, as a summary of the above consi derati ons,
the subject matter of claim1l of the main request
cannot be considered to involve an inventive step
within the neaning of Article 56 EPC

First auxiliary request

Since a range of 60 to 80°C is enployed according to
the teaching of docunent D3, no feature novel over the
di scl osure of this docunent is introduced by the
limtation to 50 to 80°C according to first auxiliary
request, the subject matter of claim1 of which cannot
be considered to involve an inventive step within the
nmeani ng of Article 56 EPC for reasons corresponding to
those given in relation to the main request.

Second auxiliary request

Since a toner polyner binder is disclosed according to
t he teaching of docunent D3, no feature novel over the
di scl osure of this docunent is introduced by the
anmendnent according to the second auxiliary request,
the subject matter of claim1 of which cannot be

consi dered to involve an inventive step within the
nmeani ng of Article 56 EPC for reasons corresponding to
those given in relation to the main request.

Third auxiliary request
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6. Since the content of claiml is substantially the sane
as claiml1l of the first auxiliary request, the subject
matter of claiml of the third auxiliary request cannot
be considered to involve an inventive step within the
meani ng of Article 56 EPC for reasons corresponding to
those given in relation to claiml1 of the first

auxi liary request.

7. Si nce each request contains an i ndependent claim
directed to subject matter which cannot be considered
to involve an inventive step within the neani ng of
Article 56 EPC, none of these requests can succeed.

O der

For these reasons it iIs decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

P. Martorana E. Turrini
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