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Summary of Facts and Submn ssions

0799.D

The Exam ning Division refused European patent
application No. 94 890 147.5 on grounds of

Article 123(2) EPC, arguing that the replacenent in
claim1l of the expression "sized and shaped to
stinmulate a natural liganment” by the expression "sized
and shaped to reproduce the function of a natura

i ganment” had no basis in the original application.

Further, the alledged error according to which the term
"stinul ate" shoul d have been "sinul ate" was not

i mredi ately evident fromthe application as filed,

since only the first termwas nentioned in the

descri ption. Consequently, a correction of error could
no be all owed under Rule 88 EPC

The appel l ant (applicant) | odged an appeal against this
deci sion and, on 25 Novenber 1998, filed a statenent of
grounds based on the clains as refused. On 4 Decenber
2001, it submtted a new set of anmended clains with the
view to assist in accelerating the appeal proceedings.

In a communi cati on of the Board dated 21 Decenber 2001
the appellant was inforned that the application would
be acceptabl e, provided that further anmendnents be nade
inclaiml and in the description, in order to renove
objections still pending under Articles 84 and 123(2)
EPC

In a reply dated 13 February 2002, the appell ant
subm tted replacenent pages of the application,

follow ng the suggestions of the Board.

A favourabl e decision is requested, confirmng the
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provi si onal opinion of the Board, and based on the
follow ng application docunents:

descri ption page 1 as submtted by letter of
13 February 2002
pages 2 and 9 as submtted on 21 July
1997
pages 3 to 8 as originally filed

cl ai ns clains 1 to 14 as submtted by letter of
13 February 2002

dr awi ngs sheets 1 to 5 as originally filed.

V. Claim1l reads as foll ows:

"A bi ol ogical replacenent |iganment (10) which
reproduces the function of a natural |iganent,
conprising a core and an outer sheath, characterized by
a non fibrous conpressible core (12), and a separate
flexibly deformabl e outer sheath (14) having a first
end (22), a second end (24), and a generally tubul ar

i nternmedi ate portion (26) which surrounds the
conpressi ble core (12), the outer sheath (14) being
constructed and arranged with respect to the
conpressible core (12) such that the application of
tension to the first (22) and second ends (24) causes
the internediate portion (26) to constrict upon the
conpressi ble core (12) thereby all ow ng el ongati on of
the liganent (10) and nodul ati on of the tension on the
first (22) and second ends (24), the anpunt of

el ongati on and tension nodul ati on being primarily
determined by the conpressibility to the core (12)."

0799.D Y A
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Reasons for the Deci sion

1

0799.D

The appeal is adm ssible.

Anmendnent s

The precharacterising portion of claiml1 is supported
by the application as filed (page 1, lines 6 to 8 and
lines 9 to 10) and by the correspondi ng passages of
description as restored by the appellant's subm ssion
of 13 February 2002.

Al the features in the characterising portion
originate fromclaim1l as originally filed and are
properly supported by the original description.

The feature of claim?2 is derived fromclaim1l as
fil ed;

clains 3 to 14 are identical to the correspondi ng
origi nal clains.

Therefore, the anended clains are clear and supported
by the description and do not extend beyond the content
of the application as filed, in accordance with the
requirenents of Articles 84 and 123(2) EPC.

Correction of errors

Claim1l as filed stated "sized and shaped to stinulate
a natural |iganent”. Although this wording was not
supported by the original description an objection
under Article 84 EPC could not stand since, during
exam nation, it would have been possible to adapt the
description so as to incorporate subject-matter
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originally only disclosed in the clains.

In the present case, it is obvious that a typing error
was introduced in claiml at the tinme the European
application was filed and that the word "stimul ate"
shoul d have read "sinmulate". As a matter of fact, the
invention relates fromthe beginning to a "biologica

repl acenent |iganent” (page 1, line 6), the function of
which is to "replace" (page 1, line 11) a danmaged
natural liganent, ie to "reproduce" (page 1, line 7 and
page 2, line 10) in the neaning of "sinulate", the
function of a natural |iganent.

The confusion of the first instance (as well as the
typing error of the applicant) probably originates from
the fact that the word "stimulate" (wongly) introduced
inclaiml as filed, was already (rightly) used in the
description but in a different context. In the
description, "stinulate" (page 8, line 17) or
"stimulus" (page 8, line 25) is used within the nmeaning
of "facilitate fibrous tissue formati on" (page 8,

lines 16 to 17) or "capacity to formfibrous tissue"
(page 8, line 9), ie in order to assist in the
reconstitution of the fibrous tissue structure. This
result or effect is different fromthe previous notion
of sinmulation, replacenent or substitution of a damaged
natural |iganent by a biological |iganent.

It results therefromthat the error is obvious and that
a correction under Rule 88 EPC is allowed. Further, the
amendnent made to claim 1l does not |ead to extended
subject-matter with respect to the application as filed
since the contested wordi ng has been replaced by a
wordi ng taken directly fromthe original description.
Therefore, Article 123(2) EPC is also net.



- 5 - T 1151/ 98

In this respect, it should be noticed that during

exam nation of an application the scope of a claimcan
be nodified in either a restrictive or a broadening
manner, provided that its subject-matter after
anmendnent had been already disclosed within the content
of the application as filed (cf. T 135/85, QJ EPO 1988,
441, Points 4 and 5). This is obviously the case here.

4. Rem ttal
Since the refusal by the Exam ning D vision was
principally based on formal deficiencies under
Article 123(2) EPC, now renpved, and considering that
the clai ns have been further nodified by the appell ant,
the Board considers it appropriate to remt the case to

the first instance for further prosecution on the
subst anti ve issues.

O der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the Exam ning D vision for
further prosecution, on the basis of the application
docunents listed in above point IV

The Regi strar: The Chai r man:

0799.D
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V. Conmmar e W D. Wi ld
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