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Summary of Facts and Subm ssi ons

3208.D

This is an appeal by the proprietor against the
interlocutory decision of the opposition division
proposing to maintain European patent No. 683 925 in
amended form

The reason given in the decision under appeal for
refusing the proprietor's request (third auxiliary
request) ranking i nmedi ately above that granted
(auxiliary request 3A) was that claim1l of the fornmer
request included a negative feature not originally

di scl osed which would result in the patent containing
subj ect-matter which extended beyond the content of the
application as filed thus contraveni ng

Article 123(2) EPC

The opponent also filed an appeal but withdrew it by
| etter dated 4 August 2000.

The followi ng prior art docunments considered in the
first instance proceedings were referred to on appeal:

Dl: WO A-92/15129

D2: EP-A-0 315 345

D3: EP-A-0 637 853

D4: US-A-4 767 354

D5: US-A-5 149 278

D6: GB-A-2 129 630
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D7: GB-A-2 135 530

D8: GB-A-2 176 062

D9: | nternal BT docunent 471-2A-T-0001 dated
10 February 1992.

In addition the opponent filed the follow ng docunents
for the first time during the appeal proceedi ngs:

D16: WO A-91/07834

D17: US-A-4 676 568

D18: GB-A-2 013 423

D19: Krone LSA-Plus Installation and User CGuide (1991)

D20: "Protection agai nst overvoltage and overcurrent”
Article by Dr. Robert Hoenl (1991)

D21: GB-A-1 597 820.

During the course of the appeal proceedings a third
party filed observations pursuant to Article 115(1)
EPC.

In a comuni cati on acconpanyi ng a surmons to oral
proceedi ngs, the board indicated that the docunments D17
to D21 appeared not to neet the criteria of rel evance
and responsi veness necessary to prevent their being

di sregarded as not being submtted in due tine

(Article 114(2) EPC). In particular it appeared that

t he opponent's argunent based on these docunents

nosai ced features found in various ones of these five
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docunents with the teaching of docunents D3 to D9
al ready on file.

The board al so indicated that it had doubts about the
permssibility of the claimanendnent involving the
previ ously undi scl osed negative feature, which was not
a classic prior art disclainer.

Oral proceedings were held on 9 Novenber 2000 at which
t he opponent, as foreshadowed in his letter dated
4 August 2000, was not represented.

The board decided pursuant to Article 114(2) EPC not to
admt docunents D17 to D21 to the proceedings, but to
admt docunent D16 because of the rel evance of the
|atter to the renote line-test function which was
potentially crucial on the issue of inventive step.

The proprietor assented to the adm ssion of D16.

The appellant proprietor filed a single request
i ncluding an anended claim21 not involving the
qguesti onabl e negative feature.

Caim1l1lis now worded as foll ows:

"1l. A kit of parts conprising;

(i) a transm ssion wire connector (20) including a
first wire contact nenber (4) and a second wire
contact nenber (7) nounted in a base unit (1) for
maki ng contact with an exchange |inked wire (32),
and a consuner |linked wire (36), respectively, the
first and second wire contact nenbers (4, 7)
within the base unit (1) being isolated one from
the other, wherein the first and second wire



VII.

3208.D

- 4 - T 1137/98

contact nenbers (4, 7) are nounted in bores (5, 8)
in the base unit (1) wherein the first and second
contact nenbers (4, 7) may slide to nake said
contact with the exchange linked wre (32) and the
consuner |linked wire (36), respectively;

(ii) a plurality of separable nodule units (14), each
capabl e of coupling with the base unit (1) and
providing direct or indirect electrical connection
between the first and second contacts (4, 7) when
that nodule unit (14) is coupled to the base unit

(1),

the plurality of nodule units being arranged to
provide different functions to the connector or a
wire it connects, the different functions
including at |east:

(a) a direct connection and/or protection
agai nst excessive current and/or voltage

(b) an ability to respond to signals fromthe
exchange of a test and/or control nature.

Clainms 2 to 19 are dependent on claiml.

The appel | ant proprietor argued essentially as foll ows:

The plug 19 of the prior art docunment D1 provided

di fferent ranges of protection agai nst overvoltage
and/ or overcurrent but not different functions in the
strong sense of claim1l of the opposed patent. It was
necessary to guard agai nst hindsight in reading pages
11 to 13 of D1; in particular it was inportant to
appreciate that the plug 19 of D1 was a plug-in nodul e
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in avery limted sense. The present invention had
extended this concept of a plug-in nodule in the
context of transm ssion wire connectors by providing a
| evel of functional nodularity in such connectors which
was radically different fromthat known from Dl or the
common general know edge in the art.

The prior art docunment D16 filed by the opponent with
his statenent of grounds of appeal showed only that it
had been proposed to install devices to provide test
functions such as "soft dial tone" at a distribution
poi nt before the priority date of the opposed patent.
This was no nore than was acknow edged in the
application as filed; cf colum 1, lines 43 to 52 of

t he patent specification. There was however no
suggestion in D1, D16 or el sewhere that functions
conprising an ability to respond to signals fromthe
exchange of a test and/or control nature should be
provided in the plug-in nodules of a transmi ssion wre
connector in the same way as the known |ine protection
functions.

As regards the feature in claim1l of the opposed patent
that the first and second wire contact nenbers (4,7)
are nounted in bores (5,8) in the base unit (1) wherein
the first and second contact nenbers (4,7) may slide to
make said contact with the exchange |inked wre (32)
and the consuner linked wire (36), respectively, the
argunent at points 3.1 to 3.5 of the decision under
appeal that the person skilled in the art, starting
fromDl, would find a solution to the probl em of
enhanci ng resi stance to environnental degradation in
prior art docunent D7, especially Fig 14, was a
selection fromthe prior art based on hindsight. The
|atter disclosure related to an insul ation displ acenent
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connector nmaking a contact to a conductive track on a
printed circuit board - an application which was renote
fromthe probl em addressed by the invention of the
opposed patent. By the sane token, the opponent's
contention on this point that the provision of a bore
for slidable novenent of the contact nenbers was part
of the common general know edge in the transm ssion

Wi re connector art as exenplified by prior art
docunents D2 to D7 failed to take account of the

techni cal context. The fact that a feature was per se
common general know edge in the insulation displacenent
connector art did not necessarily inply that it was
common general know edge in the special technical
context of a pole top distribution point with its
particul ar environnental and service requirenents.

The argunents of the opponent relevant to the current
clainms may be sunmarised as foll ows:

Added subject matter (Article 123(2) EPQC

Claiml required a "kit of parts", conprising a
connector and a plurality of nodule units. Such a kit
was neither disclosed nor clainmed in the original
specification; neither the word "kit" nor any synonym
t hereof occurred in the application as originally
filed.

The passage at page 5 of the original specification
cited by the opposition division at point 8.1 of the
deci si on under appeal sinply suggested that nodul es
m ght be produced in a variety of colours denoting
their function. There was no suggestion that these
vari ous nodul es be supplied with the connector as a
"kit" - which in any case woul d be extrenely wast ef ul



3208.D

-7 - T 1137/98

The anmended cl aim al so rai sed a probl em of
interpretation of scope of protection in the event that
only a nodule with known structure and function is
used, the other nodul e(s) being discarded.

| nventive step

Prior art docunent D16 disclosed a nodul e having the
capability referred to by the patent proprietor as
"soft dial tone", ie arenpte line-test facility to
test a line which is not currently connected to a

t el ephone. The unit described in D16 was described as
being "left in place until such tinme as the pair is
required for use"; cf D16, page 7, lines 7 to 10 and
page 9, lines 15 to 19. O the |limted nunber of

| ocations where it would be convenient to install such
a device, one obvious place would be at the term nation
of the exchange wire pair, for exanple in a nodul e of
the type shown in D1. Hence a reading of D1 and D16 in
conjunction would readily suggest that the |ine test
function of D16 could be provided in a nodule of the
type di sclosed in D1.

As regards the feature that the conductors slide in
bores the person skilled in the art woul d recogni se
that should the insulation displacenent connectors be
required to engage wire thick enough to cause such an
unsupported insul ati on di spl acement connector to buckle
a ready solution to this problemwas to be found, eg in
reference D7. In fact this arrangenent was comonpl ace
in the art as evidenced by prior art docunents D2 to
D6.

The appel |l ant proprietor requested that the decision
under appeal be set aside and that the patent be
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mai ntai ned in amended formin the foll ow ng version:

Cl ai ns: 1 as filed in the oral proceedings,
2 to 8(part) as in colum 8 of the
ver sion mai ntai ned by the opposition
di vi si on,
8(rest) to claim19 as filed in the oral
pr oceedi ngs;

Descri pti on: colums 1, 2 and 5 to 7 as nai ntai ned by
t he opposition division,
colums 3 and 4 as filed in the oral
pr oceedi ngs;

Dr awi ngs: Figures 1 to 6(c) of the patent
speci fication.

The opponent, who, as noted above, had w thdrawn his
own appeal, nmade no request in his capacity as
respondent.

Reasons for the Decision

1

3208.D

The proprietor's appeal is adm ssible.

Perm ssibility of the amendnments under Article 84,
123(2) and (3) EPC

Kit of parts

The board confirnms the finding of the opposition
division that the present explicit claimto a kit of
parts in claim1l does not add subject-matter which

ext ends beyond the content of the application as fil ed.



2.2

3208.D

-9 - T 1137/98

Al t hough the term"kit of parts" was not used in the
application as filed, the statenment in the application
as originally filed that the nodul es may be col our-
coded to indicate their function, would, in the

j udgenent of the board, be understood by the person
skilled in the art, as envisaging, at |east as an
option, that a plurality of nodul es would be supplied
with a connector. The board does not see the
formulation of the claimin explicit "kit of parts”
formas representing an increnent of technical
information relative to the original disclosure of the
production of the connector and an associated plurality
of optionally col our-coded plug-in function nodul es. By
t he sane token the board takes the view that the
natural interpretation of the phrase "there being
provided a plurality of nodules” in claim1l of the
publ i shed patent is that it clainms, in substance if not
in form a kit of parts. The question of possible

i nfringenment by subconbinations of the kit is a matter
for the national courts which does not inpinge on the
instant issue in relation to Articles 123(2), (3) and
84 EPC.

Undi scl osed negative feature
In the current claiml1 the different functions provided
by the plurality of separable nodule units are defined

positively as:

(a) a direct connection and/or protection against
excessi ve current and/or voltage

(b) an ability to respond to signals fromthe exchange
of a test and/or control nature.
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The first of these groups of functions is exenplified
by the enbodi ments shown in Figures 5(a), (b) and (d)
and the second group by the enbodi nents shown in
Figures 5(c) and (e), the functions being described at
colum 5, line 55 to colum 6, line 37 of the patent
specification, the disclosure being identical in the
originating PCT application as filed.

In the judgenent of the board, the anmended patent
specification neets the requirenments of Article 84,
123(2) and (3) EPC.

Novel ty

The novelty of the subject-matter of the present
claiml follows fromthe discussion bel ow of inventive
st ep.

Cl osest prior art, problemand solution

Dl is the undisputed closest prior art: it discloses a
transm ssion wire connector which has the features
specified in paragraph (i) of claiml prior to the
"wherein" (first occurrence). The transmi ssion wre
connector specified within claim1 differs fromthat
known fromDl in that the first and second wi re contact
menbers (4,7) are nounted in bores (5,8) in the base
unit (1) wherein the first and second contact nenbers
(4,7) may slide to make said contact with the exchange
linked wire (32) and the consuner |inked wre (36),
respectively.

D1 al so discloses a plurality of nodule units having
the features specified in paragraph (ii) of claiml
prior to subparagraph (b). The nodule units specified
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within claiml differ fromthose known from D1l in that
the functions they provide include at |east an ability
to respond to signals fromthe exchange of a test

and/ or control nature.

Rel ative to D1 the problem solved by the kit of parts
clainmed in the opposed patent is twofold: (i) to nake
the transm ssion wire connector nore robust; (ii) to
extend the functionality of the exchangeabl e nodul e of
Dl1. These two aspects of the problemare solved by the
nodi fications identified i mediately above.

| nventive step

The board agrees with the opponent's contention that
the mounting of the first and second wire contact
menbers (4,7) in bores (5,8) in the base unit (1)
wherein the first and second contact nenbers (4,7) may
slide to make said contact with the exchange |inked
wire (32) and the consuner linked wire (36) would be
obvious for the person skilled in the art in view of
common general know edge in the art as represented by
D2 to D7. The proprietor's counterargunent that those
docunents whi ch disclose wire connectors, in particular
i nsul ation di spl acement connectors, with contact
menbers sliding in bores would not be regarded by the
skilled person as being relevant in the context of
transm ssion wire connectors for use in the special
environment of the top of a tel ephone pole - the so-
called pole top distribution point (PTDP) - does not
persuade the board since the claimis not limted to
this location for the transm ssion wire connector; it
could al so be used in the protected environnent of a
street or building cabinet where insulation

di spl acenent wire connectors having contact nenbers
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sliding in bores have undi sputedly been w dely used

| ong before the priority date of the opposed patent. In
this respect the board confirns the finding of the
opposition division, albeit on a different reasoning -
common general know edge in the art rather than
conbination of DI with a specific docunent.

However, as regards the enhanced functionality of the
plug-in nodul e units, the board agrees with the
proprietor's contention that the fornulation of this
probl em was not obvious for the person skilled in the
art. The evidence is that at the priority date of the
opposed patent the prevailing viewin the art was that
the functions of overcurrent and overvol tage protection
were regarded as being in a different category to the
functions of testing and control and that although such
devi ces m ght be co-located on a pole top, breaking

t hrough the category barrier and providing these
gqualitatively different functions in exchangeabl e
nodul es of the transm ssion wire connector was not an
obvi ous st ep.

Si nce the opponent, who had w thdrawn his own appeal,
was not represented at the oral proceedings at which
the current claiml1l was filed he has effectively wai ved
his right to an opportunity to comment on this claim
Those argunents he submitted in his statenent of
grounds of appeal have been taken into account in the
board's consideration of inventive step above to the
extent that they are applicable to the anmended cl aim

Therefore, the subject-matter of claim1l is considered
as involving an inventive step wthin the neaning of
Article 56 EPC.
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Qobservations filed pursuant to Article 115(1) EPC

The prior art documents and the argunents based thereon
filed as third party observations pursuant to

Article 115(1) EPC are less relevant than the docunents
and argunents already on file and will therefore not be
commented on by the board.

The description and dependent clains have been adapted
to the present claim1. The prior art according to D1
was al ready acknow edged in the description of the

pat ent as granted.

The board judges that, taking into consideration the
amendnents nmade by the proprietor, the patent and the
invention to which it relates neet the requirenments of
t he EPC.

For these reasons it is decided that:

1

3208.D

The deci sion under appeal is set aside.

The case is remtted to the departnent of first
instance with the order to maintain the patent in
amended formin the foll ow ng version

Cl ai ns: 1 as filed in the oral proceedings,
2 to 8(part) as in colum 8 of the
ver sion mai ntai ned by the opposition
di vi si on,
8(rest) to claim19 as filed in the oral
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pr oceedi ngs;

colums 1, 2 and 5 to 7 as naintai ned by
t he opposition division,

colums 3 and 4 as filed in the oral

pr oceedi ngs;

Figures 1 to 6(c) of the patent

speci fication.

The Chai r man

W J. L. \Weeler



